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The ability to obtain patent protection encourages the continuation of 
innovation by facilitating commercial opportunities, but granting market 
exclusivity to a patent holder arguably restricts society’s access to these 

inventions. Our cover story this issue discusses the quid pro quo principle of patent 
protection in the US, expressing some of the “why” reasons protection is granted. 

Our guest interview this issue is with Khamzat Asabaev, former M&A lawyer now 
CEO of SoftSmile, an innovative orthodontics software provider. Khamzat 
discusses the strategic approach to patenting for aligner software, an innovation 
driven by the hope of making orthodontic treatments affordable to those in need.

Further, we have an update on the flexible 
use of Chinese divisional applications to obtain 
procedural or substantive benefits; suggestions 
for the new regulations that are yet to be 
refreshed since the new Federal Law for The 
Protection of Industrial Property (FLPIP) was 
instated in Mexico in 2020; and evaluation of 
three fatal historic events that could have 
concluded differently if innovative computer 
simulations had been available, a future 
obtainable through patenting; an assessment 
of secondary indicia factors for ascertaining the 
non-obviousness of an invention when filing for 
patent protection in India; and much more. 

Special thanks to our Women in IP Leadership 
segment sponsor, Zuykov and partners, which features Eszter Szakács, Partner at 
Danubia legal, and Elaine Spector, Partner at Harrity & Harrity.

Don’t forget our magazines are available in hardcopy and online, contact us 
today to find out more. 

Enjoy the issue. 

Faye Waterford, Editor
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Mission statement
The Patent Lawyer educates and informs professionals working in the industry by 
disseminating and expanding knowledge globally. It features articles written by people 
at the top of their fields of expertise, which contain not just the facts but analysis and 
opinion. Important judgments are examined in case studies and topical issues are 
reviewed in longer feature articles. All of this and the top news stories are brought to 
your desk via the printed magazine or the website www.patentlawyermagazine.com

Sustainability pledge
We pride ourselves on using a sustainable printer for our hardcopy magazines. 
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reach back to 1970. Today, GPS technology has 
made its way into the pockets of millions of 
people through smartphones. Not even the 
inventor could have imagined the impact of that 
invention when it was first patented. Smartphones 
themselves may be traced back to digital 
mobile phone technology developed in 1973 
and patented in the US and Germany2.

Another example is the early development of 
carbon fiber in Japan (which is now available 
everywhere) and the role that patenting and 
licensing3 early in the process had in supporting 
and spurring development. 

Les Paul, the electric guitar inventor4, needs 
no introduction as an early innovator or musician. 
The electric guitar changed the musical world and 
led to a new sound and revolution in music that 
started in the 1960s and continues to this day.

Finally, none of us want to imagine what the 
world was like before the development of the 
simple roll of toilet paper, but in 1891 Seth Wheeler 
imagined a better future and invented something5 
that the world can only be grateful for.

This significant tradeoff has driven innovation 
and technological advancement worldwide for 
generations. It has brought brilliant minds to bear 
on the world’s most challenging problems - 
motivating those minds to improve technology 
and the world at large. 

It must be noted that the invention must meet 
other requirements, too, such as requirements 

of patentable subject matter; being novel 
(meaning it hasn’t been previously patented or 
already known to the public); and being 
nonobvious (meaning that it is not readily 
apparent to someone working in the field of that 
invention). Nonetheless, a proper disclosure is a 
requirement, and improper disclosure (like 
publishing or making and selling the patented 
product to the public for too long before seeking 
patent protection) may mean you cannot obtain 
a patent. 

Proper disclosure
All that to say, what exactly makes a disclosure 
‘proper’ in the US? Amongst other things, 35 USC 
§ 112(a) sets forth the enablement requirement. 
This section details that patents must “contain 
a written description of the invention, and of the 
manner and process of making and using it, in 
such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it 
pertains... to make and use the invention.”

Thus, for an application to be complete, the 
description of the invention must be enabled – 
putting enough description into the specification 
that a skilled person in the art can both make and 
use the invention without undue experimentation 
(i.e., the quid pro quo as discussed above). The 
idea is that the specification must put the 
invention truly into the public domain, such that 
a skilled practitioner can understand how to make 
and use the invention, ensuring the public may 
derive a benefit from the invention once in the 
public domain.

Courts typically rely on several factors in deter-
mining whether an amount of experimentation 
is “undue.” The seminal case, In re Wands, states 
that the factors include:

1. The quantity of experimentation 
necessary,

2. The amount of direction or guidance 
presented,

3. The presence or absence of working 
examples,

4. The nature of the invention,

5. The state of the prior art,

6. The relative skill of those in the art,

7. The predictability or unpredictability of 
the art, and

8. The breadth of the claims.

Résumés
Paul Ratzmann is a partner at Fishman Stewart. Paul is a registered 
patent attorney and practices various aspects of intellectual property 
matters including domestic and foreign patent prosecution, due 
diligence, opinions, and design-around. He has an extensive 
background in the mechanical and electro-mechanical arts.

Melissa Chapman is a patent attorney at Fishman Stewart who 
advises clients on various aspects of intellectual property law and 
enjoys the dynamics of constantly changing technologies. Her practice 
focuses on procuring patents covering a wide range of technical fields, 
particularly in the mechanical arts.

1 https://patents.google.

com/patent/

US3789409A/

en?oq=3789409 
2 https://www.dpma.de/

english/our_office/

publications/milestones/

mobile/index.html
3 https://www.wipo.int/

ipadvantage/en/details.

jsp?id=2909
4 https://patents.google.

com/patent/

US3018680A/

en?oq=US3018680
5 https://patents.google.

com/patent/US465588A/

en?oq=US465588
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A quid pro quo system

Patent systems exist in most countries 
around the world and are typically codified
into the law of the land. Generally, patents 

give their owners the legal right to exclude 
others from practicing (making or using) the 
patented invention for a limited time. This 
exclusivity period provides a potentially huge 
financial benefit to the patent owner, who may 
commercialize the invention and any innovations 
that incorporate the invention.

It begs the question: why should a government
be willing to grant such power of exclusivity to a 
patent holder, seemingly at the expense of the 
free market? The answer lies in a foundational 
bargain between society and inventors. In the US, 
this covenant is expressed in Article 1, Section 8 
of the Constitution:

The Congress shall have the power to promote 
the Progress of Science and useful Arts, by 
securing for limited Times to Authors and 
Inventors the exclusive Right to their respective 
Writings and Discoveries
But how is this to be accomplished? The 

American Founding Fathers recognized the value
that science and the arts can play in improving 
society, but they left out some essential details: 
they didn’t tell Congress how to do it.

The US Congress thereby devised a plan that 
has now played out for more than two centuries, 
driving invention and discovery to fascinating and

new heights in ways that could never have been 
anticipated by any stretch of the imagination. 

For this paper, the focus returns to the basic 
principle, the quid pro quo that is expressed at 
the outset and addresses in some sense the 
“why” of things – i.e., why the patent right can be 
granted in the first place. The premise is simple: 
an inventor is granted a patent and the limited 
period of exclusivity that comes with it—but in 
exchange, the inventor must disclose their 
invention AND tell the world how to make and 
use it. 

This detailed disclosure of patented inventions
promotes the “Progress of Science” by driving 
innovation and development beyond the imag-
ination, both during the life of the patent and 
after it expires. During the life of a patent, as we 
commonly call its “limited term of exclusivity,” it 
may not be prudent or feasible to license or purchase
the invention. In these cases, there may be 
motivation to figure out a new way to “design 
around” the patent to avoid it, while also motivating
someone else to obtain their own patent on this 
new way of doing things.

Moreover, after the patent expires, it passes to 
the public domain and is free for everyone, spur-
ring yet more innovation. Examples abound as to
how groundbreaking technologies can be built 
upon and become ubiquitous in the larger society. 

In one example, the early seeds of the now-
omnipresent Global Positioning System (GPS)1 

A potential update to the 
quid pro quo of patents? 
US Supreme Court to review 
enablement requirement 
in Section 112 of Patent Act

Paul Ratzmann

Melissa Chapman

ENABLEMENT REQUIREMENTS 

Paul Ratzmann and Melissa Chapman of Fishman Stewart explain the 
importance of having a ‘proper’ US patent disclosure for promoting science 
and the useful arts, and how a pending Supreme Court case may determine 
if certain disclosure strategies meet current enablement requirements.
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wide range of existing patents with functional 
claims and may impact patent prosecution 
strategies in the US moving forward. 

Congress’ granted authority includes the 
requirement that a description of an invention 
be provided to the public in “full, clear, concise, 
and exact terms” to enable a skilled person to 
“make and use” the invention. The Supreme Court 
will now exercise its authority and determine if 
strategies like those used by Amgen are sufficient 
to meet the important quid pro quo to promote 
science and the useful arts as the Constitution 
intended. 

whether a skilled person in the art could identify 
and make all embodiments within the scope 
with minimal “time and effort.” In contrast, Amgen 
argues that quantitatively high burdens of 
experimentation are not necessarily considered 
undue experimentation. The defendants did not 
establish that a skilled person in the art would 
have to engage in undue experimentation to 
make any antibody that fell within the scope of 
the claim, just that the quantity of experi-
mentation required to make every antibody 
possible within the claim would be too much – a 
simple argument of quantity versus quality. 
Supporting amici argue that patentees need 
only identify a well-defined genus and provide 
disclosure sufficient to allow a skilled person in 
the art to make and use the claimed invention, 
per the statutory language. 

Conclusion
A heightened standard for enablement in genus 
claims will have severe consequences for the 
pharmaceutical and biotechnology industries 
and other fields. As the first case at the Supreme 
Court to consider the enablement requirement 
in approximately 130 years, practitioners await a 
decision to see if changes to the requirement 
will occur. The Court’s decision may impact a 
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ENABLEMENT REQUIREMENTS 

binding to and destroying LDL receptors so that 
the receptors can continue eliminating bad 
cholesterol. 

Rather than claim the structural components 
of the antibodies, Amgen utilized a generic or 
genus-claiming strategy. Genus claims typically 
have broader coverage – covering a family, cate-
gory, or general description which may encompass
more specific examples. This strategy is featured
often in chemical, biotech, and pharmaceutical 
industries where, for instance, utilizing a variety 
of similar chemical structures is possible to 
achieve a desired claimed outcome. Genus 
claiming serves a role in preventing obvious 
modifications to a patent claim in an effort to 
prevent patent infringement.

In this particular instance, Amgen’s patent 
claims are directed to what the antibody 
accomplishes – binding to amino acid sequences 
of PCSK9 to block the binding of PCSK9 to LDL 
receptors. The antibody may bind to several 
different amino acid sequences. Thus, the genus
claim here does not limit the structure to a specific
amino acid sequence and claims a more generic
description. 

After asserting claims that Sanofi and 
Regeneron were infringing Amgen’s patents 
directed to cholesterol medication Praluent®, 
US Patent Nos. 8,829,165 (“’165 patent”) and 
8,859,741 (“’741 patent”), Sanofi and Regeneron 
counterclaimed that the claims of the ‘165 patent 
and the ‘741 patent were invalid for lack of 
enablement. A jury initially decided that the 
asserted claims were valid. However, the District 
Court overturned the decision as a judgment as 
a matter of law, and the Federal Circuit affirmed. 
Amgen Inc. v. Sanofi, 987 F.3d 1080 (Fed. Cir. 2021).

The Federal Circuit’s affirmation was based 
on the requirement that the “full scope” of the 
claim be enabled, meaning a claim may be 
insufficiently enabled if it is too broad and 
insufficient embodiments are described in the 
specification. The problem for Amgen is that the 
Federal Circuit found that the claims of the ‘165 
and ‘741 patents are not directed to a single 
antibody; instead, potentially millions of currently
unknown antibodies fall within the scope of the 
claim. Additionally, the Federal Circuit held that 
the claims were far broader than the disclosure 
provided in the specification and thus would 
require “substantial time and effort” to “reach 
the full scope of the claimed embodiments.” 
Therefore, holding that undue experimentation 
would be necessary to identify undisclosed 
embodiments encompassed by the claims, the 
claims were found invalid. 

Amgen and those in support argue that the 
Federal Circuit created a heightened standard 
for the enablement of genus claims. According 
to Amgen, the “full scope” requirement asks 

In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988). 
These principles provide clear guidance to 

follow so that the invention is, indeed, fully 
disclosed to the public.

Supreme Court reviews 
enablement
Recently, the US Supreme Court granted a 
petition to review the enablement requirement 

of Section 112 of the Patent Act. The petition 
comes from Amgen, Inc. in response to 

a decision from the Federal Circuit 
that held two of Amgen’s patents

as invalid for a lack of enable-
ment. Amgen Inc. v. Sanofi, 987 
F.3d 1080 (Fed. Cir. 2021). With 
oral arguments set for March 27,
2023, and a decision expected 
by the end of the second 
quarter, companies and patent 
practitioners anxiously await an 
outcome that could significantly 
impact the enablement require-
ment and their future patent filings. 

Amgen owns several patents 
directed to medication for treating 
high cholesterol. Simply stated, the
body eliminates low-density lipo-
protein (“LDL” or “bad cholesterol”) 
from the body via LDL receptors in 
the liver. The naturally occurring protein
PCSK9 may bind to and destroy these

receptors, leading to an influx of bad
cholesterol. Amgen’s medication

includes monoclonal anti-
bodies that bind to PCSK9,

blocking PCSK9 from 
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Khamzat started his career at Linklaters 
in 2009, the leading global firm with 
headquarters in London. He made a 

stellar career advising international companies 
like BP, PepsiCo, Hershey, Goldman Sachs, and 
others on landmark transactions. He moved to 
New York in 2014 to get a Masters in Law at 
Columbia Law School. After graduation, CSL 
Khamzat continued his career at Linklaters 
working between London, Moscow, New York, 
and the Middle East. In parallel, he founded and 
co-founded a number of startups, most noticeably 
a braces producer in Switzerland (3D Med) and 
a car-sharing company in Dubai (Motor).

In 2019, Khamzat was offered a prominent 
role as Head of Practice in Saudi Arabia. He had 
to relocate to Riyadh and lead the local Linklaters
M&A team. It was time to decide if he wanted to 
become an entrepreneur or continue building 
up his corporate career. Khamzat chose SoftSmile
and put all his efforts and resources into making 
orthodontic treatment affordable.

Can you start by introducing yourself and 
SoftSmile? 
I’m the co-founder and CEO of SoftSmile, a New 
York-based tech company with a mission to help
people to get affordable, high-quality orthodontic
treatment. We’ve built a digital platform that helps
doctors to prepare treatment plans for orthodontic
treatment and we use science, automation, and 
innovative solutions to make treatment faster, 
more convenient, and more precise. This means 
that, eventually, any doctor in any part of the 
world will be able to access the tools required 
for making aligners which will, in turn, make 
orthodontic treatment much more accessible.

I was an M&A Lawyer for over 10 years. 
Meanwhile, a friend of mine, an orthodontist, was
experimenting with making aligners. His efforts 
were pretty successful and he managed to build
a new, high-quality product while decreasing 
the retail price by about 10 times in comparison 
to the available premium brands. I decided to try
and help him, and we opened a production facility
in Switzerland a few years ago but it, unfortunately,
failed because without proper software we could
not address the demand.

When our first company wasn’t as successful 
as we’d hoped, we decided to focus on the key 
element required for a successful orthodontics 
treatment - the software. We soon realized that it 
is a widespread problem and there were no proper
solutions on the market. When we introduced 

Reshaping orthodontics: 
An interview with 
SoftSmile CEO, 
Khamzat Asabaev

Khamzat Asabaev

Khamzat sits down with The Patent Lawyer to discuss the strategic approach 
to patenting for aligner software, an innovation driven by the hope of 
making orthodontic treatments affordable to those in need. 
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AN INTERVIEW WITH SOFTSMILE CEO

”

“As a lawyer, 
I believe 
you should 
always be 
ready for 
potential 
litigation, 
that’s not 
to say you 
know you’re 
doing 
something 
wrong but 
for any 
business, 
it’s 
important to 
know what 
the potential 
risks and 
problems 
are.

sustainable solution for doctors and labs, we 
don’t want our customers to worry about any IP 
problems as a result of using VISION. 

How is SoftSmile working to disrupt and 
reshape the orthodontic industry to make 
treatments more affordable and accessible 
to consumers? 
For quite a long time, the only option for a doctor 
to offer aligners would be to collect data from a 
patient to send to a service provider who would 
prepare the digital treatment plans and then 
produce aligners for the doctor to provide to the 
patient. This results in a markup cost that gets 
passed on to the consumer. Patients tend to 
blame doctors for the high cost of aligners but 
it’s not actually the doctor’s fault because doctors 
must buy the product from the supplier. Our 
software solution gives doctors the ability to 
produce treatment plans in-house, allowing them 
to be less dependent on service providers, 
particularly with advances in 3D printing as doctors 
and clinics can buy the equipment for making 
aligners in-house. Supply costs are significantly 
reduced if produced by doctors in-house, this is 
how we believe we can disrupt the market.

Do you think it is valuable to prepare for 
potential litigation? And how would you 
work to achieve this? 
As a lawyer, I believe you should always be 
ready for potential litigation, that’s not to say you 
know you’re doing something wrong but for any 
business, it’s important to know what the potential 
risks and problems are. From my legal background, 
I know when company leadership pays attention 
to potential risks, they are much more likely to 
solve them before those risks materialize. We 
are always on alert, that’s why we filed for FDA 
clearance in our first year, which is also pretty 
unique. It was a costly and timely process but 
we decided to invest in FDA clearance because 
it is important to comply with all regulations to 
be above any potential legal threat. We’re very 
careful about potential legal challenges and 
having patents is the best way to prepare for any 
potential conflicts with other parts or products 
because if someone tries to challenge our 
software and say that we’re trying to infringe, we 
can prove all of our steps are patented.

What are the future plans for SoftSmile? 
Currently, our clients are enterprises but the 
future plan, and it is why we founded SoftSmile, 
is to work directly with doctors. This is something 
that I hope to start in the next three months, this 
will cut out any middleman as the doctor will 
have direct access to the technology needed 
for treating their patients which will, in turn, 
make orthodontic treatment more accessible. 

VISION, our product, to the market we received 
instant interest from market leaders as our product 
is addressing an unmet need in the industry.  

Aligners are invisible braces, used as an alter-
native to metal braces, which were introduced 
about 25 years ago by an amazing company 
called Align Technology. They are producers of 
Invisalign. Align Technology heavily patented 
their innovations in the field which has made 
competition difficult for new market entrants. 

What makes SoftSmile different is that we are 
software-focused: we started from scratch to 
create software for doctors to use, not the aligners 
themselves. Very early on, we began patenting 
our innovations to protect them, and defend if 
required, as this is the best way to prove the 
technology is unique. We’re a young start-up 
but our IP portfolio regarding the aligners software 
is second to only Align Technology, so we are 
quite proud of the progress we have made. 

How did you develop your patent strategy?
Our IP lawyers work to keep our strategy on 
track: we first patented the core functions and 
features of the software, the most innovative 
and distinguished parts, to get those pillars 
protected and then we focused on protecting 
additional functions. What’s interesting is that 
we were getting USPTO approvals in two-three 
months, which according to our lawyers is 
unbelievably quick, and the explanation we 
received from the IP counsel is that the solutions 
were so unique that there was not much 
comparison to the existing patents. 

Can you describe why your IP strategy is so 
significant?
We are in a market where just a few players 
have proprietary orthodontic software, we want 
to protect our innovations because we are quite 
paranoid that a competitor will attempt to come 
after us. We work to clear all of our innovations 
before implementing them.

How does SoftSmile leverage AI in relation 
to its patent strategy?
AI is at the forefront of innovation today, including 
in the healthcare and dental sector. I’ve noticed 
that we’re going toe to toe with huge dental 
corporations when it comes to AI innovations. 
It’s fascinating that we can see that various 
companies are going in the same direction, trying 
to use AI or machine learning across interesting 
fields. We use AI mainly for producing precise 
treatment plans.

What do you hope to achieve with your 
patent strategy?
We want to be confident that we do not infringe 
anything because we want SoftSmile to be a 
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A
s broadly publicized domestically and 
abroad, the new Federal Law for The 
Protection of Industrial Property (FLPIP) 

entered into force in Mexico on 5 November 2020, 
abrogating the former industrial property law 
(IPL) after it was applicable for nearly 30 years. 
Reasonably, a new law necessarily cancels or 
updates former provisions and includes new 
ones. Consequently, a new law needs ad hoc 
secondary regulations. 

A transitory article in the FLPIP indicates that 
the IPL regulations shall continue to apply until 
new regulations be enacted, as long as the IPL 
regulations do not oppose the FLPIP dispositions. 
After more than two years from the onset of 
the FLPIP, refreshed regulations are still missing. 
While the FLPIP governs a plurality of figures 
related to industrial property, including trademarks, 
geographical indications, trade secrets, and 
others, this article focuses on some of the most 
relevant patent-related aspects needed to be 
addressed to adequately supplement the current 
patent legal framework.

Grace period  
The IPL contemplated a 12-month grace period for 
disclosures made by the inventor or his assignee. 
As such, the IPL regulations require the submission 
of information related to the previous disclosure, 
including date and communication means. On 
the other hand, the FLPIP expands the grace 
period provisions for the case when a third party 
obtained the disclosed information from the 
inventor or his assignee. Currently, uncertainty 
arises as to how the grace period can be enforced 
when the third party obtained the information 
without the consent of the inventor or his assignee, 
because the inventor/assignee does not know 

about the previous disclosure and therefore the 
IPL regulations are clearly insufficient. It is 
considered that updated regulations should waive 
the obligation to provide information related to 
previous disclosures at the filing date, at least 
for the case that the disclosure is unknown to 
the inventor/applicant at that time.

Divisional applications
One of the most controversial patent-related 
topics brought about by the FLPIP is the regime 
for the division practice. Although considerably 
more restricted than in the IPL, the framework 
for first generation divisions, either voluntary or 

Résumé
Victor Garrido is Partner and Head of 
Patents at Mexican IP firm Dumont. He 
holds a degree in chemical engineering 
and has specialized in intellectual 
property law. He has practiced patent 
matters for more than 20 years. Victor’s 
expertise lies in a range of patent-related 
matters, including prior art searches, 
patentability opinions, drafting and filing 
applications, counselling in examination, 
clearance analysis, and opinions for 
litigation. He has published articles in 
some of the most renowned international 
IP magazines and has been a speaker at 
international events. He is an active 
member of the domestic IP association 
AMPPI, and of international associations 
such as AIPPI, AIPLA, INTA, and AIPF.

One of 
the most 
controversial 
patent-
related 
topics 
brought 
about by the 
FLPIP is the 
regime for 
the division 
practice.

”

“

Wanted regulations 
for new patent law 
provisions in Mexico

Victor Garrido

Victor Garrido, Partner at Dumont, makes suggestions for the new 
regulations that are yet to be refreshed since the new Federal Law for 
The Protection of Industrial Property (FLPIP) was instated in 2020. 
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”

“Unlike the 
IPL, the 
FLPIP 
allows for 
the 
possibility 
of adjusting 
the time of 
validity of a 
patent for up 
to five years. Contact

Dumont  
Avenida Insurgentes Sur 1898 – Pent 
Office 21 Floor, Col. Florida, CP 01030, 
alc.ía Álvaro Obregón, Mexico City, Mexico 
Tel.: +52 (55) 5322 6230 Ext. 208
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account have been briefly discussed. It can be 
implied that the current application of the IPL 
regulations is insufficient for a variety of issues 
and is creating uncertainty. More than two years 
after the FLPIP entered into force, supplementary 
provisions have become urgent. Overall, stake-
holders in Mexico’s patent system should keep 
a close eye on the development of updated 
regulations aiming to fully and effectively 
implement the current law to make decisions 
and ensure proper treatment of their matters in 
the country.

practice and provide for the submission of the 
certificate at the request of the patent office 
and not only within a fixed term from the filing 
date without affecting the filing date of the 
patent application unless the deposit occurred 
later than said date.

Reference to the Nagoya protocol
The Nagoya protocol entered into force in Mexico 
on 12 October, 2014. Since then, patent provisions 
have not been amended to implement the same, 
not during the rule of the IPL and neither when 
enacting the FLPIP in 2020. While there are voices 
suggesting that there is no need or obligation to 
address the Nagoya protocol in the Mexican 
patent law, it is considered that given the raising 
important genetic resources and traditional 
knowledge are having nowadays, the FLPIP 
regulations could contemplate that some basic 
information be provided when filing a patent 
application claiming an invention based on genetic 
resources or traditional knowledge, or otherwise, 
include a declaration that said basic information 
is unknown to the applicant at the filing date. 

Final remark
Some relevant aspects related to patent prose-
cution the FLPIP regulations should take into 
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”

“One 
important 
aspect to be 
considered 
is that the 
FLPIP 
requires the 
first original 
patent 
application 
to be 
pending in 
order to 
allow first 
generation 
divisions.

WANTED REGULATIONS FOR MEXICO

Supplementary certificates 
(patent term adjustments)
Unlike the IPL, the FLPIP allows for the possibility 
of adjusting the time of validity of a patent for up 
to five years through a supplementary certificate 
which will only be granted when the prosecution 
of a patent application lasts longer than five years 
taken from the filing to the grant dates and the 
excessive prosecution time is attributable to 
unjustified delays by the patent office. Since 
the adjusted time will correspond to only half of 
the time delayed by the patent office during the 
prosecution of the patent application, it is important 
that the FLPIP regulations specify the patent office’s 
actions or omissions that are to be considered 
when calculating the term adjustment. Not 
surprisingly, the IPL regulations do not even 
consider this issue.

Time window for 
the bolar exemption 
The FLPIP expressly exempts from infringing 
responsibility to third parties that manufacture, 
offer for sell, or import a patented product with 
the exclusive aim of generating information, studies, 
or tests for obtaining a sanitary registration 
certificate; that is, the bolar exemption. No time 
period before the expiration of the patent is signalled 
in the FLPIP within which this provision is to apply. 
The secondary health law regulations state that 
the bolar exemption applies within a term of 
three years prior to the patent expiration date 
for allopathic medicaments and within a term of 
eight years for biotechnological medicaments. 
It is desirable that FLPIP regulations align with 
health law regulations as otherwise interpretations 
by courts would be necessary to establish whether 
the health regulations can restrict the FLPIP or 
whether the lack of temporality in the FLPIP implies 
that the exemption can be exerted any time, 
which would make Mexico depart from inter-
national standards regarding this topic.

The submission of the certificate 
of deposit of biological material
Under the IPL regulations, the certificate of 
deposit of biological material was requested to 
be filed within an unextendible period of six 
months counted from the filing date under the 
penalty of abandonment. The practice showed 
that this provision did not work since in many 
cases it was not until a patent application was 
examined that the need for the submission of 
the certificate was found out; that is, a time long 
after the expiration of the six-month term. Also 
in practice, and allegedly contrary to the IPL 
regulations, the patent office used to request 
the certificate during examination instead of 
declaring the application abandoned. Accordingly, 
FLPIP regulations should take into account this 

required by the patent office, are almost self-
governed by the FLPIP itself, but one question 
would arise about the fate of cancelled subject 
matter when the patent office requests the 
division during examination and as a response 
the applicant decides to restrict the claim set to a 
single invention without filing divisional applications 
for the remaining matter. Under the IPL, it was 
possible to claim said matter in a voluntary divisional 
application filed afterward during prosecution. 
Considering the restrictive nature of the FLPIP, 
its regulations might state that said matter 
cannot be sought in divisional applications if the 
same is not filed within the term provided to 
respond to the division request. If so, stake-
holders will need to carefully consider their options 
before deciding to drop any subject matter 
during the unity of invention analysis.

On the other hand, in the case of subsequent 
generation divisions, more provisions are needed. 
Specifically, the FLPIP states that divisional 
applications cannot be voluntarily divided but 
only when the patent office considers that such 
division should proceed or otherwise at the patent 
office’s request when a lack of unity is found 
during examination. Moreover, the FLPIP indicates 
that the regulations shall establish the conditions 
under which the patent office is to request a 
further division. The current IPL regulations are 
silent about these specificities surrounding 
subsequent generation divisions. Accordingly, 
regulations are needed to establish the conditions 
under which the patent office will allow subsequent 
voluntary divisional applications. For example, 
whether lack of unity will play a role or not, or 
whether the division can claim matter from the 
specification without being present in the claim 
set of the application from which the divisional 
derives, and the like. 

One important aspect to be considered is 
that the FLPIP requires the first original patent 
application to be pending in order to allow first 
generation divisions. Regulations are very probable 
to apply this restriction to subsequent generation 
divisions. If so, the subsequent generation division 
system might trigger litigation, because a scenario 
might arise in which the divisional application 
lacks unity and the first application is not pending 
anymore. This situation might result in the 
impossibility of voluntarily submitting a division 
or in the patent office asking for limiting the 
divisional application to a single invention during 
examination instead of requesting division. 
Alternatively, at least in the case of lack of unity 
found during examination of a divisional application, 
the regulations might try to be flexible and state 
that subsequent generation divisions requested 
by the patent office are not subject to the status 
of the first original application for both voluntary 
and requested divisions.   
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the parent application upheld the Rejection 
Decision, it is preferable for the applicant to file 
a divisional application.

It is self-evident that a divisional application 
also has the objective effect of extending the 
examination period, thereby securing a longer 
time span to adjust the application strategy. For 
example, when an R&D project takes a long time, 
the applicant can properly adjust the protection 
strategy by filing a divisional application based 
on the R&D progress or the company’s strategy, 
and can use the divisional application to extend 
the time of the “pending” status.

III.  Combining divisional 
application with PPH to shorten 
the examination period

PPH (Patent Prosecution Highway) is a business 
cooperation about sharing examination results 
among patent examination offices of different 
countries and aims to help applicants’ overseas 
applications obtain patent rights as early as 
possible. It specifically means that when at least 

one or more of the claims included in a patent 
application filed with the Office of First Filing (OFF, 
e.g. EPO) is/are determined to be grantable, on 
this basis, an applicant can make a request for 
expedited examination with the Office of Second 
Filing (OSF, e.g. CNIPA). Currently, China has 
signed the PPH Cooperation Agreement with 
major countries and regions in the world.

To file a PPH request for a Chinese application 
based on a corresponding application including 
grantable claims (i.e., a patent application filed by 
an applicant with the OFF), the Chinese application 
must meet certain conditions, including: the 
PPH request should be made after the Chinese 
application is published, after it enters the sub-
stantive examination stage or at the same time 
as the request for substantive examination is made; 
the claims of the Chinese application have the 
same scope as the claims of the corresponding 
application or have a smaller scope than the claims 
of the corresponding application; an Office Action 
has not been issued for the Chinese application, 
etc.

The claims of the corresponding application 
are usually amended during the examination 
process, resulting in such claims being different 
from the claims of the Chinese application. In this 
circumstance, a voluntary amendment to the 
Chinese application is required so that it can meet 
the requirements for making a PPH request. 
However, when the corresponding application 
is determined to be grantable, it may have 
exceeded the voluntary amendment deadline for 
the Chinese application, resulting in the Chinese 
application cannot take advantage of the PPH 

Résumés
Dongcheng Pang is a partner and senior 
patent attorney at Beijing Sanyou IP 
Agency Ltd., a full-service IP law firm 
founded in 1986 in Beijing, P.R. China. He 
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If the parent 
application 
is no longer 
in the 
pending 
status, 
principally, 
subdivisional 
application 
is not 
allowed.
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After filing a patent application to the 
Chinese Patent Office, an applicant 
may sometimes choose to file a 

divisional application based on the requirement 
of an examiner or based on their own application 
strategy. The purpose of this article is to explain 
how to flexibly utilize a divisional application to 
obtain procedural or substantive benefits.

I.  Brief introduction to divisional 
application in China

In terms of general principles, as long as a parent
application is in a pending status, the applicant 
can file a divisional application at any time. For 
example, in the case where the parent application
is granted, the applicant may file a divisional 
application at the latest within two months from 
the date of receipt of the Notification of Allowance.
In the case where the parent application is rejected,
the applicant may file a divisional application at 
the latest within three months from the date of 
receipt of the Rejection Decision. If the applicant 
files a Request for Reexamination, or initiates an 
administrative litigation after receiving the 
Reexamination Decision which upholds the 
Rejection Decision, the applicant may still file a 
divisional application during the reexamination 
period and during the administrative litigation, 
as long as the Rejection Decision, Reexamination 
Decision or a court judgment has not yet taken 
effect.

Moreover, as for a subdivisional application, that
is, a granddaughter application is filed based 
on the daughter application, the timing for the 
subdivisional application still depends on whether
the parent application is in a pending status or 
not. If the parent application is no longer in the 
pending status, principally, subdivisional application
is not allowed. However, if the examiner has ever
issued a notification to file divisional application 
for a daughter application, or has pointed out 
that the daughter application has a unity defect in
the Office Action (OA) and the daughter application

is still in a pending status, then, a granddaughter 
application can be filed based on the daughter 
application.

II.  Perfecting patent portfolio by 
filing divisional applications

For an invention patent, an applicant may only 
amend the claims when a request for substantive
examination is made and within three months 
after receiving the Notification of Entering the 
Substantive Examination Procedure. In the OA 
stage, the applicant may only make amendments
for the defects pointed out in the OA, and cannot
expand the protection scope of the claims or 
change a technical solution protected by a 
claim at will. Thus, when responding to the OA, 
if the protection scope of a claim is too small or 
the claim cannot cover a technical solution to be
protected, it may not be possible to overcome 
these defects by making amendments; or the 
protection scope of a granted claim is too large, 
leading to instability of the patent right, the 
defects cannot be overcome by making amend-
ments either. In these situations, the applicant 
can file a divisional application, towards which the
opportunity to make amendments voluntarily 
and appropriately adjust the protection scope 
can be expected.

In addition, when the Reexamination Decision 
of the parent application upheld the Rejection 
Decision, in order to get the application granted, the
applicant has two choices: initiating administrative
litigation or filing a divisional application. In China,
the winning rate of administrative litigation 
initiated after the Rejection Decision is upheld 
upon reexamination is usually slightly over 10%. 
Regarding the divisional application, based on 
the data of divisional applications which were 
filed by our company in 2019 and have been 
closed, the grant rate of divisional applications 
is about 55%. This grant rate is much higher than 
the winning rate of administrative litigations. 
Therefore, when the Reexamination Decision of 

Flexible use of Chinese 
divisional applications

Yingan GU

Dongcheng PANG

CHINESE DIVISIONAL APPLICATIONS 

Yingan GU and Dongcheng PANG of Beijing Sanyou IP Agency Ltd. explain 
how to flexibly utilize divisional applications to obtain procedural or 
substantive benefits.
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CHINESE DIVISIONAL APPLICATIONS 

The application timing of both the divisional 
application 1 and the divisional application 2 
should meet the requirement that the parent 
application is in a pending status, thus the strategy 
of filing the divisional application 1 first, then 
filing the divisional application 2 after obtaining the 
examination result of the divisional application 1 
is not available, because at this moment, the 
parent application has been closed and is no 
longer in the pending status in general. Under 
this situation, a strategy of filing the divisional 
application 1 and the divisional application 2 
simultaneously and making a request for deferred 
examination for the divisional application 2 can 
be adopted. For example, for the divisional 
application 2, the deferred examination by two 
or three years can be requested. It should be 
noted that the deadline for voluntary amend-
ment of the divisional application 2 is not deferred. 
At the end of the deferred examination period, it 
must have exceeded the deadline for voluntary 
amendment. Therefore, in order to make more 
flexible amendments to the divisional application 
2 in the substantive examination procedure, the 
protection scope of the claims in the divisional 
application 2 needs to be as large as possible, 
so as to leave enough room for making amend-
ments during the examination.

V. Conclusion
As an institutional arrangement derived from 
the patent application, the application skills of the 
divisional application are also constantly adjusted 
along with the development of the examination 
practice. However, as a prerequisite for making 
use of the divisional application, an applicant 
should pay special attention to the deadlines for 
filing the divisional application and choose different 
solutions according to the examination result of 
the parent application. The author also puts 
forward that the applicant can make full use of 
the advantages of the divisional application, and 
under particular circumstances, consider using it 
in combination with PPH to overcome the restrictions 
of PPH to speed up the examination procedure, 
or in combination with a request for deferred 
examination to obtain a more favorable protection 
scope.

procedurally. In order to solve this dilemma, the 
authors suggest that a divisional application can 
be filed, and the claims of the divisional application 
can be amended by the voluntary amendment 
deadline for the divisional application, so that it 
meets the requirements of filing a PPH request. 
By such, the applicant can avoid procedural draw-
backs and obtain the advantage of expedited 
examination through PPH. In a case handled by 
our company, a parent application is still in the 
examination process, and its divisional application 
for which a PPH request is filed has been 
granted, which realizes the purpose of speeding 
up the examination.

If the grantable claims of the corresponding 
application are consistent with those of the Chinese 
application, filing a PPH request for the Chinese 
application will not be subject to the voluntary 
amendment period.

IV.  Combining divisional 
application with a request 
for deferred examination

In the revised contents of the Examination 
Guidelines (2020), the content about a request for 
deferred examination is added. For an invention 
patent application, an applicant may file a request 
for deferred examination at the same time as the 
request for substantive examination is made. The 
deferable period is one, two or three years from 
the effective date of the request for deferred 
examination. Upon expiry of the deferred period, 
the application is to be examined in sequence. 
Deferring the examination enables the applicant 
to have more time to confirm the value of an 
application and to consider its protection scope, 
and can also confuse competitors by preventing 
them from timely informed of the final patent 
protection scope, which disturbs competitors’ 
product R&D and marketing pace. Moreover, the 
patent examination standards and examination 
discretion in China are constantly changing. 
Therefore, if the examination is in an unfavorable 
situation, we can wait to see whether the exam-
ination standards and examination discretion 
will change favorably by requesting a deferred 
examination.

We can also combine the request for the 
deferred examination with a divisional application 
to make a more proper application strategy. 
Specifically, after a parent application is rejected, 
as described above, an applicant may file a 
divisional application as a strategy to secure a 
grant. Under specific circumstances, the applicant 
hopes to file two divisional applications (divisional 
application 1 and divisional application 2), and 
hopes that the divisional application 1 is examined 
first, then an amendment strategy for the divisional 
application 2 can be determined based on the 
examination result of the divisional application 1. 
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What would have been the consequences 
of certain past events if a computer 
simulation had been put at work 

preventively, solving fatal technical problems? 
In this article, three examples of technical 

problems that led to disasters, because they were 
lacking a proper technical solution, are discussed. 
Computer simulations can offer proper solutions 
to technical problems, either as such or as part 
of a process, and, therefore, they are very 
welcome when it comes to preventing the past 
from being repeated in the future. That’s what 
we can do... in the present.

If, in this very year of 2023, you ask ChatGPT 
chatbot what computer simulations are used 
for, you will probably see an answer like this 
displayed on the screen:
1.  Modelling and prediction - computer 

simulations can be used to predict the 
behavior of the stock market, the spread of 
a disease, or the behavior of a new drug in 
the human body.

2.  Design and testing - engineers can use 
computer simulations to test the 
aerodynamics of a new airplane design, or 
to design and test a new computer chip.

3.  Training and education - flight simulators 
are used to train pilots, and medical 
simulations are used to train surgeons.

4.  Research - computer simulations can be 
used to study the behavior of subatomic 
particles, the evolution of galaxies, or the 
functioning of the brain.

5.  Entertainment - video games are a form of 
computer simulation, as are virtual reality 
experiences.

That’s quite a good answer, no doubt about it. 
However, for those who develop new and 

inventive simulations based on a computer 
device and wish to apply for a patent seeking to 
get rights over their invention’s commercialization, 
not all the uses displayed are eligible for that.

Entertainment is excluded from patentability 
because “not being entertained” can hardly be 
considered a technical problem, or putting it in 
a straightforward way, games and similar 
entertainment products fall in the non-inventions 
category. The European Patent Office (EPO), for 
instance, considers methods for playing games, 
if claimed as such, excluded from patentability, 
under Art. 52(2)(c) and (3) of the European Patent 
Convention (EPC).

Research can have a great diversity of branches 
into a field of technologies too vast for being 
discussed in this article. 

The remaining uses above, which yet point at 
a large wingspan of fields computer simulations 
can cover, may be patentable and bring a totally 
different approach in what concerns “technical 
effect”. 

In order to help patent applicants, inventors, 
and examiners identify computer simulations 
that are eligible for granting a patent, the EPO 
Enlarged Board of Appeal shed light on the 
subject by issuing Decision G1/19 on March 10, 
2021. This decision intends to answer three 
relevant questions related to how patentable 
computer-implemented simulations can be 
when claimed as such. 

The three questions are:
1.  In the assessment of inventive step, can the 

computer-implemented simulation of a 
technical system or process solve a technical 
problem by producing a technical effect which 
goes beyond the simulation’s implementation 
on a computer, if the computer-implemented 
simulation is claimed as such?

2.  If the answer to the first question is yes, what 
are the relevant criteria for assessing whether 
a computer-implemented simulation claimed 

Computer simulations: 
lessons from the past

Susana Rodrigues

COMPUTER SIMULATIONS SOLUTIONS 

Inspired by the EPO Decision G1/19, Susana Rodrigues, Patent Consultant 
at Inventa, evaluates three fatal historic events that could have concluded 
differently if innovative computer simulations had been available.   
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as such solves a technical problem? In 
particular, is it a sufficient condition that the 
simulation is based, at least in part, on 
technical principles underlying the simulated 
system or process?

3.  What are the answers to the first and second 
questions if the computer-implemented 
simulation is claimed as part of a design 
process, in particular for verifying a design?

The headnote of said Decision G1/19 replying to 
the first question, reads: “1. A computer-imple-
mented simulation of a technical system or process 
that is claimed as such can, for the purpose of 
assessing inventive step, solve a technical problem 
by producing a technical effect going beyond 
the simulation’s implementation on a computer.”

Before moving on to answers 2. and 3. of G1/19, 
let’s take a look into the past.

1904: on the 8 of February, in Baltimore, a city of 
Maryland State in the U. S., a fire outbroke in a 
basement of a store for dry goods. The fire spread 
quickly onto the neighboring wooden-based 
buildings which were connected to each other. 
Local fire brigades fought against the flames 
with the equipment and knowledge available at 
the time, until they realized that their fire hoses 
weren’t able to extinguish the flames on the 
upper floors of the many buildings. They called 

fire brigades from other districts for help and 
their call has been attended. Firefighters from 
Washington D.C. arrived in Baltimore. “When D.C. 
firefighters arrived on the scene, they discovered 
that their equipment was not compatible with 
Baltimore hydrants. In those days, firefighting 
equipment met no national standards and varied 
city by city. Poorly matched and hastily bound 
couplings emitted weak streams of water. Fire-
fighters ran out of hose as buildings collapsed.” 
– Dolores Monet wrote (see source). The fire lasted 
for two days, more than 1,500 buildings were 
burned down, and the disaster was named The 
Great Baltimore Fire.1 

Technical problem: lack of knowledge related 
to the way and the speed at which the fire would 
spread in such configuration against the fire 
brigade’s equipment and hoses capacity and, 
also, mismatch of the equipment fittings from 

Résumé
Susana Rodrigues, Patent Consultant 
at Inventa 
Susana works mainly in applications for 
registration, drafting and replying to 
notifications of patents in areas such as 
physics, materials processing, and 
computer-implemented inventions.
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COMPUTER SIMULATIONS SOLUTIONS 

instructions learned were inadequate and confused 
the pilot.

Possible solution to the technical problem: 
Computer simulation used for training and 
education.

Conclusion
The future will certainly profit from many 
computer-implemented simulations patented 
as inventions – and possibly “as such”- that are 
able to solve important technical problems, 
preventing them from becoming fatal, by bringing 
new and inventive solutions to the most diverse 
fields. 

Bearing in mind the two remaining answers to 
the above-mentioned Decision G1/19: “2. For 
that assessment [of an inventive step] it is not a 
sufficient condition that the simulation is based, 
in whole or in part, on technical principles 
underlying the simulated system or process.” 
and “3. The answers to the first and second 
questions are no different if the computer-
implemented simulation is claimed as part of a 
design process, in particular for verifying a design”, 
a computer simulation that is applied to be 
granted a patent must thus go beyond its 
implementation on a computer to reach a technical 
effect. That might be achieved, for example, by 
its adaptation to a specific technical implementation 
or by an intended technical use of the data resulting 
from the simulation4, as it is suggested above, 
following the described examples of the past.

fire brigades of different districts (in other words, 
lack of national standards).

Possible solution to the technical problem: 
computer simulation for modelling and 
predicting.

1989: In April, at the Hillsborough Stadium in 
Sheffield, England, an FA Cup semi-final match 
was scheduled between Liverpool and 
Nottingham Forest at Hillsborough, a neutral 
venue. The sold-out game was expected to 
draw more than 53,000 fans. To prevent problems, 
fans for the two teams were directed to enter 
from different sides of the stadium. Due to the 
limited number of turnstiles to give access to 
the stadium, a bottleneck formed, and half an 
hour before kick-off, thousands of fans were still 
outside. Hoping to ease congestion, Yorkshire 
Police approved the opening of exit gate C 
wherethrough thousands of fans entered and, 
as fans rushed, a deadly crush resulted, with 
people desperately trying to escape. A few 
minutes after kick-off the match was halted. 
Police never fully activated the major incident 
procedure, poor communications and coordination 
further complicated rescue efforts. In total, 
97 people were killed and more than 760 were 
injured.2 

Technical problem: inadequate dimensioning 
of the entrance turnstiles within the design of 
the stadium building to let fans of both sides of 
the match orderly enter.

Possible solution to the technical problem: 
Computer simulation used for design and testing 
combined with modelling and prediction.

2001: Two months following the 9/11 attacks on 
the World Trade Centre, more precisely on 
November 12, an Airbus A300 of American Airlines 
Flight 587 took off bound for the Dominican 
Republic, with 260 people on board. Shortly 
afterward, the plane spiraled out of control and 
crashed, killing all 260 people on board and five 
people on the ground.

The National Transportation Safety Board 
(NTSB) reported that the overuse of the rudder 
mechanism by the captain caused the plane’s 
vertical stabilizer (the tail fin) to detach from the 
plane in mid-air. Without the vertical stabilizer, 
no plane can fly. The pilot was responding to 
turbulence caused by another plane which had 
taken off minutes before, and he over-responded 
not only by applying too much pressure on the 
rudder pedal, but also by using the rudder 
excessively. The conclusion of most experts pointed 
at inadequate training provided by the airline to 
the pilots, since they were using a simulator that 
wasn’t predicting fully real situations.3 

Technical problem: the training on a flight 
simulator wasn’t reflecting reality and the 

1 Source: https://owlcation.

com/humanities/

Baltimores-Great-Fire-of-

1904-and-Its-Legacy
2 Source: https://www.

britannica.com/event/

Hillsborough-disaster 
3 Source: https://www.

baruch.cuny.edu/

nycdata/disasters/

aircrafts-american_2001.

html
4 Section 3.3.2, Chapter II, 

Part G – Patentability, 

EPO “Guidelines for 

examination”.
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It is always a bad day at the office when a 
patent or application loses its priority claim. 
For businesses, it can be a struggle to walk 

the line between innovative creativity on the 
part of inventors and the rigid – and sometimes 
unforgiving – nature of the patent system. The 
number of considerations for businesses looking
to grow their patent portfolio can be staggering. 
This article considers one of those many 
considerations: potential pitfalls associated 
with inventorship continuity in omnibus patent 
applications. In particular, we consider the risk 
of losing a priority date for a patent or application 
due to failing to meet the continuity of inventor-
ship requirements. And, as those familiar with 
patents know, losing a priority date often results 
in an invalidated patent or patent family.

In this article, an omnibus application refers to 
an application that discloses subject matter 
covering multiple inventions. Omnibus applications 
are filed, in part, to address certain circumstances.
For example, a business may seek to quickly 
launch a product line where the products contain
multiple inter-related inventions of potentially 
patentable subject matter in the product line. 
The business may want a way to get a filing date 
on the different potential inventions before any 
public disclosure or sale of the products, and 
whether due to time or budgetary constraints, 
including all of the inventions in a single write- 
up may be most efficient. For example, the 
omnibus application may provide a filing date 
for all the inventions as well as describing the way
in which they are inter-related. And fundamentally,
the omnibus application provides the inventors 
and/or businesses time to keep a patent family 
alive by filing a number of continuation applications 

claiming a priority date back to the filing date of 
the omnibus application. 

Because claims covering only one invention 
are permitted per filing, multiple continuation 
applications may be needed to cover all of the 
inventions. The continuation applications may 
claim subject matter disclosed in the omnibus 
application while also claiming priority back to 
its original filing date. 

Additionally, businesses may seek to file an 
omnibus application to save money on filing 
fees. Imagine, for example, a client seeking to 
enforce four patents in five different countries. 
Nationalizing a PCT application can cost thousands 
of dollars per application in filing fees alone. By 
filing an omnibus application, a client can 
nationalize one application in the five previously 
mentioned countries instead of four applications 
in each of the five countries thereby potentially 
saving thousands in filing fees. Further, filing 
one omnibus application provides businesses 
with time to decide which inventions to prosecute
in different jurisdictions. 

Inventorship continuity in 
omnibus applications
While omnibus applications have their benefits, 
filing an omnibus application brings several 
additional considerations, including inventorship 
continuity. Though omnibus applications may 
begin with dozens or hundreds of claims and 
several corresponding inventors, the inventors 
listed on any application or issued patent include
only inventors of the subject matter claimed.1

For example, an omnibus application may begin 
with 100 claims and 20 inventors. By the end of 
prosecution, 20 claims may ultimately be allowed,

Omnibus patent 
applications & pitfalls in 
inventorship continuity

Adam Smoot

Jacob Israelsen

INVENTORSHIP IN OMNIBUS PATENTS 

Adam Smoot and Jacob Israelsen of Maschoff Brennan detail the 
potential complications that omnibus patents present to inventors, 
cautioning businesses to ensure that inventorship continuity is 
maintained for full protection.
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and those 20 claims may include subject matter 
invented by 2 of the 20 inventors. From that point, 
the strategy may be to file continuation applications 
that may eventually claim all, or substantially all, 
of the subject matter in the original omnibus 
application (e.g., all of the original 100 claims or 
variations thereof). These continuations, and the 
inventors of the different subject matter for these 
continuations, may trigger the pitfall of inventorship 
continuity discussed in more detail below. 

Inventorship continuity is the statutory require-
ment that continuation applications include one 
or more of the same inventors as the application 
to which it claims priority. Under 35 U.S.C. § 120, 
one requirement for a patent to be entitled to 
the priority date of a previously filed application 
is to name “an inventor or joint inventor in the 
previously filed application.”2 Additional clarification 
for entitlement to the priority date of a previously 
filed nonprovisional application is given in the 
Code of Federal Regulations stating: “[e]ach prior 
filed application must name the inventor or a 
joint inventor named in the later-filed application 
as the inventor or a joint inventor.”3 

What about a chain of patent applications in a 
patent family? Does each application need to 
include a common inventor? Or must each patent 
in the chain of priority include a common 
inventor with the application immediately 
preceding it in the chain? The Patent Trial and 
Appeal Board (PTAB), without precedent directly 
on point from the Federal Circuit, clarified that 
for purposes of 35 U.S.C. § 120, the question for 
a chain of patents is not whether each continuation 
application shares a common inventor with the 
immediately preceding application; rather, each 
continuation application needs to have a common 
inventor with the earliest filed application.4 
Therefore, common inventorship between 
immediately preceding applications is 
insufficient to establish a priority date back to 
the original omnibus application.5 Indeed, some 
subsequent IPR proceedings have relied on the 

Résumés
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focuses primarily on post-grant proceedings before the United States 
Patent and Trademark Office, patent prosecution and counseling, and 
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inter partes review proceedings, as well as inter partes reexamination 
proceedings. He also has experience with other post-grant 
proceedings before the USPTO. Adam has represented both Petitioners 
and Patent Owners before the Patent Trial and Appeal Board.

Jacob Israelsen is a patent attorney at Maschoff Brennan.  He 
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practice combines patent prosecution and intellectual property 
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1 See 37 C.F.R. §1.63(a)(3).
2 35 U.S.C. § 120; In re NTP, Inc., 654 F.3d 1268, 

1277 (Fed. Cir. 2011).
3 37 C.F.R. § 1.78(d)(1); see, e.g., J&M Indus., 

Inc. v. Raven Indus., Inc., 457 F. Supp. 3d 1022, 1033 

(D. Kan. 2020).
4 See, TruePosition Inc. v. Polaris Wireless, Inc., 622 Fed. 

App’x 915 (Fed. Cir. 2015) (aff’g Polaris Wireless, 

Inc. v. TruePosition, Inc., Case No. IPR2013-00323 

(PTAB., Nov. 3, 2014) (Kim, APJ) (affirming the Board’s 

finding that the patent in question was not entitled to 

the filing date of the earliest priority application 

because, while each application in the chain of 

priority included at least one inventor in common, 

the patent in question did not share at least one 

common inventor with the earliest priority 

application)).
5 Id.
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omnibus patent application including claims 
directed toward three distinct inventions (“A”, “B”, 
and “C”). Invention A was conceived by inventors 
1 and 2, invention B was conceived by inventors 
1 and 3, and invention C was conceived by 
inventors 3 and 5. Claims directed to invention A 
are chosen to initially prosecute and inventors 1 
and 2 are listed. Later, a first continuation is filed, 
and the second claim set directed to invention 
B is prosecuted with inventors 1 and 3 listed. 
Finally, a second continuation is filed, and the third 
claim set directed to invention C is prosecuted 
listing inventors 3 and 5. Continuations 1 and 2 
claim priority back to the Omnibus Application, 
seeking the earlier filing date. 

If challenged, Continuation 2 is not entitled to 
the priority date of the omnibus application. Just 
like the patent in question in TruePosition, even 
though Continuation 2 includes one common 
inventor with the Continuation 1 (inventor 3), 
Continuation 2 does not list a common inventor 
with the original Omnibus Application and is 
therefore not entitled to the filing date of the 
omnibus application. Of course, the problem with 
losing the priority date is that any art developed 
or otherwise known to a person of ordinary skill 

fact that all of the patents within a chain of 
patents included the same common inventor to 
establish a priority date under 35 U.S.C. § 120.6 

The ideas in TruePosition are more concretely 
embodied in the following scenario: 

As illustrated above, a business may seek to 
protect three different inventions by filing an 
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inventorship concerns, it is important for patent 
applicants to carefully document the inventor-
ship of disclosed subject matter. 

Additionally, there is no real substitute for 
substantive, strategic discussions with a patent 
practitioner. It may be possible, for example, to 
include a claim in each of the continuations that 
may include subject matter invented by a 
common inventor listed in the omnibus 
application.10 Alternatively, as another example, 
two or more smaller omnibus applications may 
need to be filed instead of one large omnibus 
application if the subject matter in different 
inventions is too different to maintain at least one 
common inventor throughout. Regardless of the 
discussion’s outcome, creative solutions can be 
reached to maintain priority dates throughout 
the life and growth of a patent family. These 
conversations and considerations may be the 
difference between claims entitled to a priority 
date and claims that are invalidated by prior art. 

in the art between the filing date of the Omnibus 
Application and before Continuation 2 was filed 
can be used as prior art against Continuation 2, 
which was the case for the patent in question in 
TruePosition. Additionally, because Continuation 
2 does not properly claim priority to the Omnibus 
Application, the Omnibus Application itself may 
also be used as prior art against Continuation 2.7

While the above scenario seems relatively 
simple, it illustrates a concept that can become 
complex and difficult to manage – e.g., for large 
omnibus applications including several inventors 
and several corresponding inventions. For example, 
in 2017, Telefonaktiebolaget LM Ericsson (com-
monly known as Ericsson), publicly stated that 
they filed an omnibus application including 
“everything [] need[ed] to build a complete 5G 
network”:8 A patent including over 400 pages and 
over 130 inventors. Because of the magnitude of 
the disclosure, keeping track of the 130 different 
inventors,9 what the inventors invented, and 
maintaining continuity of inventorship in each 
continuation application poses a significant 
challenge to the company and their counsel. In 
these kinds of scenarios, the object lesson 
embodied above is essential to maintaining 
continuity of inventorship and correspondingly 
to claim priority back to the omnibus application.

Can inventorship continuity 
concerns be avoided?
The purpose of this article is certainly not to 
dissuade the use of omnibus applications in 
appropriate circumstances. Rather, this article 
simply serves to caution inventors, businesses, 
and counsel to ensure that inventorship continuity 
is maintained to fully protect inventions disclosed 
in omnibus applications. To avoid these and other 

6 Thorne Rsch., Inc. v. 

Trustees of Dartmouth Coll., 

No. IPR2021-00268, 2022 

WL 1797706, at *5 (P.T.A.B. 

May 31, 2022); Corp. v. 

Corp., No. IPR2020-00323, 

2021 WL 2742603, at *7 

(P.T.A.B. June 30, 2021).
7 See, Nat. Alternatives Int’l, 

Inc. v. Iancu, 904 F.3d 1375, 

1383 (Fed. Cir. 2018); 

Dennis Crouch, Strict 

Priority Claims: Unforced 

Errors in Priority Claiming – 

Results in Invalid Patents, 

PATENTLYO (Oct. 1, 2018), 

https://patentlyo.com/

patent/2018/10/priority-

unforced-claiming.html.
8 Ericsson Files Landmark 

5G Patent Application, 

ERICSSON.COM, (Nov. 16, 

2017), https://www.

ericsson.com/en/

news/2017/11/ericsson-

files-landmark-5g-patent-

application.
9 Id.
10 It is an open question, with 

decisions going both 

directions, whether an 

application alone can 

satisfy the common 

inventorship requirement 

or whether the granted 

patent itself must satisfy 

the common inventorship 

requirement. Cf. Celgene 

Corp. v. Fresenius Kabi USA, 

LLC, 2015 WL 8023233, at 

*3 (D. Del. Dec. 7, 2015) with 

Ex Parte Richard J. Arnott, 

2017 WL 2598724, at *4–6 

(P.T.A.B. June 12, 2017).

Maschoff_TPL65_v4.indd   31Maschoff_TPL65_v4.indd   31 22/03/2023   10:5222/03/2023   10:52

http://www.mabr.com
https://www.ericsson.com/en/news/2017/11/ericsson-files-landmark-5g-patent-application
https://patentlyo.com/patent/2018/10/priority-unforced-claiming.html


PatentsTrademarks

IP Litigation

zuykov.com

Russian Federation 
Moscow
129090

Grokholskiy st. 28, 2nd f loor
Tel & Fax +7 (495) 775-16-37

Ukraine 
Kiev

01135
25 Chornovola str., suite 168 
Tel & Fax +35 (044) 501-16-37

Kazakhstan 
Almaty
050043

28 Ryskulbekova str., block 4, suite 33 
Tel & Fax +7 (727) 312-16-37

Republic of Belarus
Minsk

220004
23/1 Pobediteley Ave., office 315B 

Tel & Fax +375 (33) 375-16-37

IP SERVICES IN RUSSIA, EURASSIA 
AND OTHER CIS COUNTRIES

PROTECTING TWO PARTS OF THE WHOLE: IDEA AND RIGHTS

Agreements

Zuykov FP.indd   1Zuykov FP.indd   1 26/10/2022   10:2326/10/2022   10:23

Women in 
IP Leadership

Celebrating achievements and continuing 
the empowerment of women

Sponsored by

We give special thanks to Zuykov and partners for their dedication and support 
in continuing the empowerment of women in IP by facilitating this opportunity.  

Women in IP cover_TPL65_v1 .indd   33Women in IP cover_TPL65_v1 .indd   33 22/03/2023   10:5722/03/2023   10:57

http://www.zuykov.com
http://www.zuykov.com


This segment is dedicated to women working in the 
IP industry, providing a platform to share real accounts 
from rising women around the globe. In these interviews 
we will be discussing experiences, celebrating milestones 
and achievements, and putting forward ideas for 
advancing equality and diversity. 

By providing a platform to share personal experiences 
we aim to continue the empowerment of women in the 
world of IP. 

This segment is sponsored by Zuykov and partners,  
who, like The Patent Lawyer, are passionate to continue the 
empowerment of women. Zuykov and partners’ sponsorship 
enables us to remove the boundaries and offer this 
opportunity to all women in the sector. We give special 
thanks to Zuykov and partners for supporting this project 
and creating  the opportunity for women to share their 
experiences, allowing us to learn from each other, to take 
inspiration, and for continuing the liberation of women in IP.

The innovative spirit of intellectual property is unimaginable 
in the absence of equal rights and diversity of talents. 
Women’s creative energy boosts the growth of advanced 
industries worldwide. At Zuykov and partners, every year we 
are increasingly supporting innovative women and intellectual 
property owners to protect their rights. We believe professional 
support for the talents of all groups is essential for the efficient 
performance of the global and national economy. Our mission 
is to make the IP field a significant model of the global culture 
of equal opportunities while respecting rights and the law.
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in IP, IAM Patents 1000, IP Stars, Who’s Who 
Legal and WIPR Leaders. 

What inspired your career?
Throughout my childhood and my young 
adulthood, I was attracted to creativity and 
communication and tried various performing 
arts. Yet I also have a really rational mind and 
find joy in all works of logic. Following law 
school, I was not sure what legal path I would 
take but, upon the recommendation of a friend, 
I interviewed for an IP boutique law firm and 
I found the opportunity to work in such an 
interesting field quite appealing. I also liked the 
possibility of working with foreign clients, across
several industries, mostly in English. It was not 
really a conscious choice of legal field at the time
but very quickly I began loving every aspect of it. 

My interest in creativity was fulfilled by dealing
with innovations, meeting inventors of fascinating
creations, writing articles, while my reason-driven
other half enjoyed the challenge of understanding
technology, complex market issues, and most of 
all, developing bullet-proof legal arguments in 
litigation. I have also realized that IP law and patent
law specifically is very international, especially 
in Europe today as we are at the gates of the 
Unified Patent Court and it gives the opportunity 
to work with international teams on various legal 
cases and also to build an international network 
via taking part in professional associations.

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
My track has been quite straightforward as I 
progressed from junior associate to partner. 
However, my tasks have become diversified over 
time. As an associate, my job was mostly technical
in the sense that I completed legal work on the 
cases handled by the firm. As I have progressed 
though, not only have the legal tasks and the 
connecting responsibility increased but also the 
use of my soft skills has become increasingly 
important in building client relationships, a 
professional network, cooperating on various 
projects in international associations, and last 
but not least taking part in the management of 
the internal issues of a law firm’s daily life.

”

Embrace 
all the 
opportunities 
that allow 
you to train 
your soft 
skills.

“

Eszter Szakács: Partner, 
Danubia Legal

An interview: inspirations, experiences, and ideas for equality.
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Eszter is an attorney-at-law and partner of 
Danubia Legal, Budapest, representing and
advising prominent international clients 

in the field of IP. With over 15 years of practice, 
her main focus is the enforcement and commer-
cialization of patents, know-how, and trade secrets.
She advises and represents clients from various 
industries and is particularly experienced in 
pharmaceutical patent litigation and regulatory 
issues, including CJEU proceedings (C-492/16, 
C-688/17). She authors several articles in the 
field of patent law, including publications of the 
EPO and regularly speaks at conferences in this 
field. She is a vice president and secretary of 
EPLAW (European Patent Lawyers Association) 
and Vice-Chair of Women in Licensing Alliance 
in LESI (Licensing Executives Society International). 
She enjoys recurring recognition in the field of 
patents and life sciences in MIP Top 250 Women
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opportunities, even at a young age. I am proud 
of having earned a good professional reputation 
in my field, especially on the international level. 
It feels really good to have the trust of my 
peers, clients, and most of all, my colleagues. 

What are your future career aspirations? And 
how will you work to achieve them?
In the field of IP one can and should never stop 
learning. I have found a legal field that I really 
love and I would like to continuously improve 
and remain on top of all professional 
developments. Needless to say, the launch of 
the Unified Patent Court seems to be the most 
determining event in patent litigation for the 
currently practicing generations. 

What changes would you like to see in the IP 
industry regarding equality and diversity in 
the next five years?
I am pleased to see that international DEI 
movements and principles are more and more 
common and I hope they will become natural in 
the next years on a national level and in all types
of IP firms. While a great proportion of law 
school graduates are female in Hungary, female 
representation is much lower in partner/leadership
roles which tells me there is still much to improve.
I find it also important to reach a balanced approach
in terms of enabling professionals of different 
ages. I think IP industry players, be it law firms, 
industry firms (many of them being global brands 
having the ability to reach millions with their 
messages) or international organizations are in 
a good position to be early adaptors of DEI 
movements and openly promote them by applying
them in their organizations. I’d like to see more 
and more firms in the IP field joining and 
promoting these practices.

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector? 
I think it would be important for all organizations 
to make conscious efforts in helping the advance-
ment of women in their careers. In the Women 
in Licensing Alliance of Licensing Executives 
Society International, I have gained experience 
with mentoring which I find a great opportunity 
for female professionals to learn from and 
support each other. I have been amazed by the 
support and guidance I have received from 
more senior female colleagues whom I’ve met 
in the course of my work or in professional 
associations. I hope I can give back some of this by
continuing to support mentoring in the organi-
zations I am involved in, by way of setting up 
formal mentorship structures, training mentors, 
encouraging senior women to become mentors, 
and celebrating successful mentorship stories.

 In my current position, I am a patent litigation 
partner working on the trending multijuris-
dictional cases in Hungary as well as doing 
technology transfer contract work and advising 
on litigation strategy and pharmaceutical 
regulatory questions. This is the “day job” part. 
I have also been active as a member of the 
European Patent Lawyer’s Association, where I 
am currently the Vice-President and secretary 
of the association. My other favorite professional 
association is the Licensing Executive Society 
International where I used to be Vice-Chair of 
the Young Members Committee and currently 
hold the position of Vice-Chair of the Women in 
Licensing Alliance. My advice is: find a legal field 
that you are committed to, then dive deep to 
obtain knowledge that becomes your initial value
proposition in all aspects of your professional life,
and embrace all the opportunities that allow 
you to train your soft skills from articles, 
presentations, and conferences to client meetings 
and interacting with your firm. The two will come
together at one point and reward you with a 
very satisfying career in the IP legal profession. 

What challenges have you faced? And how 
have you overcome them?
I have been very lucky with starting in a very 
supportive and encouraging work community 
with great superiors and peers, I would say that 
is indeed very important to find. Obviously, as 
the volume of tasks increase and diversify, stress
appears and is hard to handle. Very often, I have 
felt that I undertook way more than what I can 
realistically handle. I also used to be very shy 
(let’s be honest – super scared) about presenting
at international conferences and I have not been
a natural when it comes to certain management 
tasks as I am not a very strict person. What I handle
much better now than in the beginning is stress 
as I’ve tried various time management and 
collaboration techniques, and also learned how 
to compartmentalize the stress in my brain when
there is a need to overcome a tide of a busy 
period. I also learned to say no sometimes. Very 
cliché but very important, equally so, to use it 
wisely. Regarding the presenting part, the only 
thing that helped is that I did it again and again 
until I stopped fearing it. And as for the manage-
ment part, I try to replace strictness (which does 
not come naturally to me) with clear communication 
regarding my expectations in work and also put 
an emphasis on maintaining a supportive and 
understanding work atmosphere.

What would you consider to be your greatest 
achievement in your career so far?
I could not really name a specific achievement 
and most things I have achieved are a great 
deal due to others giving me support and 
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Elaine is a patent attorney with over 25 years
of experience in intellectual property 
law. She is a partner at the IP boutique, 

Harrity & Harrity and has a degree in mechanical 
engineering. She is the first female partner in 
the firm’s history. Elaine hosts Driving Diversity1, 
a weekly diversity vlog, as well as quarterly 
webinars in a series called Diversity Dialogue2. 
She also co-chairs Harrity’s Diversity Committee 
and is dedicated to improving diversity in the field
of patent law. She serves as vice chair of IPO’s 
Diversity and Inclusion Committee, and co-chairs
the IPO D&I Outreach Subcommittee. 

What inspired your career?
When I was a child, my favorite subject was math.
My dad was an engineer, and as a result, I had 
this inclination and ability to fix structures. If 
something broke, I would figure out how to piece
it back together. When I was in high school, a 
family friend asked me what I wanted to do 
when I grew up. I remember saying, “Well, I’m 
really good at math and science and my dad is 
a mechanical engineer, but I love the law.” I loved
debate – that’s just part of who I am – and practicing
law gives you the opportunity to exercise that. 
He was the one who then told me I could go 
into patent law, which requires both a law degree
and a hard science degree like mechanical 
engineering. This conversation fortunately planted 
a seed very early on in high school. A lot of people
don’t find out about patent law until later on in 
their education or after they begin working in 
the STEM field. When I entered college, I declared
my major as mechanical engineering and went 
straight from my undergraduate degree to law 
school, knowing a career in patent law was 
what I wanted to pursue.

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
I’ve been practicing since 1996, but I actually 
passed the agency exam in my second year of 
law school and worked part-time in 1995 at an 
IP boutique in a D.C. suburb.

Elaine Spector: Partner, 
Harrity & Harrity

1 https://harrityllp.com/thediversitychannel 
2 https://harrityllp.com/thediversitychannel

An interview: inspirations, experiences, and ideas for equality.
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whole without saying yes to everything. You come 
to the table as who you really are when you do 
set those boundaries and say no. 

There’s still a gap in supporting women in their 
careers when they have families, depending on 
whether they want to be full-time or whether 
they want to work reduced hours. We need to 
find a way to advance women regardless of 
their time commitments, so that they are not 
stuck on the ‘mommy track.’ My advice to other 
women in the field is to always advocate for 
your whole self and the value you bring. We are 
more than just attorneys - we are moms, sisters, 
daughters, friends, wives. But, that doesn’t mean 
that we are any less of an attorney, and by 
showing that you can be an incredible attorney 
while on the job, while still taking the time to 
nurture all of your other roles, you can advocate 
for the flexibility you deserve without missing out 
on upwards movement. 

What challenges have you faced? And how 
have you overcome them?
The greatest challenge was the work/life balance 
and boundaries around that, making sure that I 
could say no to things that did not work for my 
family. Trying to find that balance and setting 
boundaries for myself was difficult, as I’m sure 
it is for many other working women.

Now, I’m in a different position where my children 
are grown, and the amount of time I can dedicate 
to work has changed. As my children grow older 
and start to step out into their own lives, I have 
a little more free time, and it opens up the door 
of possibility into my career. I have a son who 
went to college, I have another who’s going to 
college in the fall, and I have a daughter who’s 
still home for two more years, but I have more 
flexibility in my schedule now. Also, when I was 
commuting to D.C. from Baltimore, it was two 
hours each way which was wasted time. Being 
able to work from home and be present means 
I can then travel more easily for conferences. I can 
go for a week without worrying about the kids. 
This is where I want to encourage other women; 
I want other practitioners to know that they can 
step back into their careers when their children 
are older. That’s what I did at Harrity and my 
career is flourishing in ways I never imagined. 

Being at home is an interesting thing as well 
– taking care of young children is the hardest job 
that you will ever have. The days that I was home 
with them were so wonderful but also very 
challenging. But I don’t regret the time I took off 
to be with them. I think if all lawyers were able 
to understand the amount of effort and time 
it takes us to care for young children through 
parental leave, then they could maybe under-
stand how we can better support our women. I 
see posts by women on LinkedIn who have young 

I started out at a small firm, and after two 
years of experience doing litigation and patent 
prosecution, I moved on to a larger IP boutique 
with about 150 attorneys. It was there that I 
flourished, practicing in many diverse areas. 
Because of my small firm background, I knew 
all about trademarks, trademark litigation, patent 
prosecution and patent litigation. This meant I 
was pulled in to work on a lot of different projects, 
which was really exciting for me. 

I then started a family, which shifted my priorities 
a bit. I moved to a general practice firm and reduced 
my schedule. But when my kids were seven, five, 
and three, I was pulled into a litigation, even 
though my hours were reduced. The trial lasted 
four weeks in a federal court in Texas, which 
was a three-hour plane ride from my children. I 
couldn’t go back to see them. After the trial, I 
knew that my work situation had to really change. 
I decided to leave that position and went to Johns 
Hopkins as a Tech Transfer Intellectual Property 
Manager. I was there for about six years when I saw 
an ad for a position at my current firm, Harrity & 
Harrity, with the catchphrase, ‘work where you 
want, when you want, and how much you want.’ 
The concept of remote work and flexible hours 
sounded great; I could continue to do what I 
loved, for as many hours as I wanted, on a schedule 
I chose, all while staying at home. It provided an 
invaluable opportunity for me to really flourish 
in and enjoy my career, without having to commute 
or leave my family. 

Based off my experiences, there’s a lot of things 
I can say in terms of advice. Circumstances are 
seeming to get better for those coming up, as more 
firms were forced to provide some sort of remote, 
hybrid, or flexible option during the pandemic. 
However, something I’m glad I did for myself was 
taking more time for my family when I needed it. 
I could have been more direct about saying “no” 
to certain projects. I felt like I couldn’t say no to 
that trial. But in reality, I was in a good position 
to say, ‘I’m working at reduced hours, my kids 
are very young, I really don’t want to do this’. 

On the other hand, there are likely some 
women – and men for that matter – that don’t mind 
that separation, enjoy long travel, and want to be 
included on those types of projects. We need to 
open the conversation up, because everyone has 
different goals. I personally wanted to be around 
my children more when they were young, and 
it was a big sacrifice to be away from them for 
four weeks. So, looking back I wish I would have 
said that it wasn’t going to work for me, but I 
wanted to be a team player. I think that’s the 
hard part about being in a career where women 
are underrepresented – you want to be a team 
player, you’re tough, you’re saying yes to everything 
and sometimes you compromise yourself. But 
you don’t need to do that. You’re talented and 
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“
children and they’re barely surviving. I’d like to 
see us find a better balance in the United States; 
for firms to give new parents a reasonable 
amount of paid time off to bond with and care 
for their child and return to work when they are 
ready to give it 100%. 

What would you consider to be your greatest 
achievement in your career so far?
My greatest achievement has come recently. 
When I joined Harrity in 2017, it was a smaller 
firm of about 14 lawyers, and they were all men. 
But they had the intention of becoming more 
diverse, and because we are a small firm – we’re 
up to about 45 practitioners now – we could move 
very quickly on new initiatives without much red 
tape. I’m obviously passionate about supporting 
other women in law, but I wanted to do more to 
help improve the overall diversity of the patent 
field, which is significantly less diverse than 
general law due to the STEM degree requirement. 
My co-chair in the firm’s diversity committee, 
John Harrity, was the managing partner at the 
time, so I was fortunate to have his backing on 
this diversity journey. During the six years I have 
been at Harrity, our committee has launched 
numerous external diversity initiatives to improve 
the pipeline with regard to the patent bar, all 
with visible impacts. 

A lot of people say that we shouldn’t focus on 
the pipeline issue, as the issue of diversity and 
supporting diverse practitioners extends beyond 
that. However, if you look at the statistics with 
regard to diversity in the patent bar, it is, at its 
foundation, a pipeline issue. Women only represent 
about 20% of the patent bar in the United States, 
and racially diverse women represent about 2%. 
In an article we wrote for the ABA Landslide 
Magazine, we identified that there are more 
patent practitioners in the United States named 
“Michael” than there are racially diverse women. 
That statistic is unbelievable. 

So, I’m most proud of the diversity initiatives 
that we have launched since I’ve been here. I love 
the fact that young women look up to me and see 
me as a role model, as someone who is flourish-
ing in this profession. And in return, I am reaching 
my hand back down to them to pull them up 
alongside me. I think oftentimes, women kill their 
strong and men kill their weak. I’ve had those 
experiences in my career. Of the few women I 
have worked with, a couple of them have been 
very difficult, competitive, and unkind. Taking time 
to mentor these young women is so important; 
my door is always open. 

This has been my greatest accomplishment 
thus far, and I hope my greatest accomplishment 
at the end of my career will be a diversified 
patent bar, to really see true diversity that is 
representative demographics of our country, and 

to know I made an impact in getting there. 

What are your future career aspirations? And 
how will you work to achieve them?
My future aspirations relate to further developing 
our DEI initiatives that aim to improve the diversity 
of the patent bar. One of our programs, Patent 
Pathways, focuses on the least represented group 
of the patent bar - racially diverse women, and 
specifically Black women - to try and bring the 
numbers up. In the first year, we had 20 Black 
women take part in the program. We paid for all 
of their patent bar review preparation classes, 
their exam and registration fees. We delivered 
almost a year of training in patent drafting and 
prosecution, and provided each participant with 
two mentors, one in-house mentor and one law 
firm mentor. Then, we line the participants up 
with jobs at partnering law firms. We have 20 
law firms that have agreed to interview and hire 
at least one participant at the end of the program, 
and almost half of our current participants have 
already accepted job offers, including one who 
will be starting at Harrity in April. 

For 2023-2024, we’re scaling our program up 
to 50 Black women. There are only about 400-500 
Black women who are registered to practice 
currently. If we increase it by 50 each year, we’re 
seeing a significant increase percentagewise. 
Once we get the numbers up to where they 
should be, we will shift the program to help the 
next least represented group until the patent 
bar is diversified. 

Right now, we’re reaching out to women who 
have already aspired to obtain a career in STEM. 
Many of them don’t know they can practice 
patent law without a law degree in the United 
States. You just have to have a hard science or 
engineering degree to sit for the patent bar 
exam and become a patent practitioner. They 
can enter the profession rather easily once they 
have obtained their undergraduate degree in 
an approved field and they pass the patent bar. 
Getting that word out to the correct audience is 
one of the key determinants in the success of 
this program. Finding and educating women at 
the undergraduate level is the low-hanging fruit. 
I used to work at Johns Hopkins Technology 
Ventures, and I have been giving lectures to 
freshmen mechanical engineering students for 
many years. During my lecture, I include a slide 
that says ‘Do you know that you can practice 
patent law without going to law school?’. I explained 
that, when you graduate with your undergraduate 
mechanical engineering degree, you can sit for 
the patent bar exam. I had a swarm of students 
coming up to me after class who were interested. 
They had never been told that patent law was a 
career option for them without going to law 
school. And if you want to go to law school, there 
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“ are law firms that will pay for it. This isn’t something
that is commonly shared in undergrad. So, getting
that key piece of information out is incredibly 
important in driving more people, especially those 
within minority groups, to pursue patent law. 

With that said, we do need to go back earlier, 
back to high school and middle school, and 
really think about the messages we’re sending 
to girls about STEM. That will be another iteration
of our program. Many people don’t know about 
patent jobs in high school, and I think that is part 
of the issue with the profession - many fall into 
this career rather than actively pursuing it, and 
this needs to change. We’re going to reach deeper
and expand to help support women and other 
underrepresented communities who are interested
in STEM. 

What changes would you like to see in the IP 
industry regarding equality and diversity in 
the next five years?
I would like to see the patent community take an
active role in shifting the statistics through engage-
ment in various programs. For my colleagues 
that are in-house, there is a platform called ADAPT.
It’s a coalition of various companies including 
Microsoft, Amazon, Meta, Google, Cruise and 
Disney. ADAPT stands for Advancing Diversity 
Across Patent Teams and it provides a platform 
for in-house patent attorneys and law firms to 
get engaged in various DEI programs. ADAPT 
provides templates for organizations to create 
their own programs, but also highlights the wonder-
ful programs already out there that are seeking 
additional support, including Patent Pathways. 

While becoming Mansfield certified helps 
advance underrepresented groups into 
leadership roles, there is a much larger problem 
to fix. What I love about our Patent Pathways 
program is that law firms are now coming 
together to address the foundational issues by 
encouraging more diverse practitioners to enter 
the field. Together, our firms are volunteering to 
mentor, hire and train our participants - that’s a 
huge collaborative step for changing the numbers
with regard to diversity in the patent bar.

I really would like to see more firms and 
corporations not just talking the talk and 
actually taking action to make these initiatives 
successful. My firm can’t do it by itself; we need 
the patent community at large to step up and 
get involved in programs like ours.

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector? 
I think through mentorship and DEI programs 
like Patent Pathways, empowerment of women 
can be expanded into the IP sector. We have 
another program specifically directed towards 

women called the Harrity for Parity Women’s 
Workshop. It is a four-day virtual program for 
undergraduate and law students geared 
towards an introduction to the practice of 
patent law; patent skills and career training; 
resume building and interviewing; networking, 
and more. The workshop includes an array of 
female guest speakers - women who are 
prominent in the patent field, including equity 
partners and chief IP counsel at various 
corporations. We want to show women where 
this amazing career can lead them and allow 
them to hear from and interact with other 
women who are on a similar path, as well as 
those who have already found success. I also 
want to emphasize that women need to support 
each other. We must mentor and be role 
models for the next generation, so that they not 
only want to enter this profession, but feel 
supported in doing so. 
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A well-rounded Intellectual 
Property representation in a 

multifaceted full-service law firm 

www.arifa.com
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Aguilar Castillo Love
Arias
BLP
Bufete Casco 
Bufete Durón
Bufete Mejía & Asociados 
Casco & Casco
Consortium Legal
Dentons Muñoz Zacapa
García & Bodán

Honduras

Alfaro, Ferrer & Ramírez
Arias, Fábrega & Fábrega
Cedeño & Médndez
CLD Legal 
Estudio Benedetti
Fabrega Molino
Guinard & Noriega
Icaza, González-Ruiz & Alemán
Jimenez, Molino & Moreno
Morgan & Morgan

Panama
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Throughout the next few pages, you will view a comprehensive 
list of the 10 most well-respected law firms from the Amercias 
and the Caribbean, in alphabetical country and company order. 
Our focused list is derived from a multifaceted methodology, 
which uses months of industry research and feedback from 
our readers, clients, and esteemed connections around the 
world. All firms are ranked top 10 in their jurisdiction but are 
displayed alphabetically to avoid bias.

Aird & Berlis
Bereskin & Parr
Borden Ladner Gervais 
Fasken
Gowling WLG
Norton Rose Fulbright
Olser, Hoskin & Harcourt
ROBIC
Smart & Biggar
Torys

Canada
Arias
BLP 
Carrillo & Asociados
Central Law 
Dentons Muñoz
IDEAS
Mayora IP
Novales Abogados
Palomo Abogados
Viteri & Viteri

Guatemala

Arias
BLP
Consortium Legal
ECIJA 
Eproint
Facio & Cañas
IDEAS
Nassar Abogados
Tactic Estudio Legal
Zurcher Odio & Raven

Costa Rica
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Arias
Central Law 
Consortium Legal
De La Gasca & Cia
ECIJA 
Espino Nieto & Asociados
García & Bodán
IDEAS
LatinAlliance
Romero Pineda & Asociados

El Salvador

SPACE TO FILL

Arochi & Lindner
Basham, Ringe y Correa
Becerril, Coca & Becerril (BC&B)
Calderón & De La Sierra
Dumont
Goodrich, Riquelme y Asociados
OLIVARES
Santamarina + Steta
TMI Abogados
Uhthoff, Gómez Vega & Uhthoff

Mexico

BC&B Law & Business @bcbmexico BC&B Law & Business @BCBMexico  bcb.com.mx

Intellectual Property

Legal Consultancy

Business Transformation

Digital Transformation

Innovation

Entrepreneurship

Specialized Legal & 
Business Consulting
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68 Fort  Street,  George Town
PO Box 31726, KY1-1207

Grand Cayman, Cayman Is lands
 

hsmoffice.com | info@hsmoffice.com

Huw St. J. Moses, OBE
 Managing Partner  +1 345 815 7400 hmoses@hsmoffice.com

Worldwide Services
Caribbean Specialists 

HSM IP
Conduct Patent Searches
Patent Prosecution 
Coordinate Annuity Payments 
Patent Infringement and Enforcement

Protect your patents, trade marks, brand names,
logos, inventions, trade secrets, creative works
and more with help from the intellectual property
(IP) experts.

221 Ponce de León Avenue
5th Floor
Hato Rey, Puerto Rico 00917

Tel: 787.766.7000
Fax: 787.766.7001
info@ferraiuoli.com
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SPACE TO FILL

Clarke Gittens Farmer 
DunnCox 
Ferraiuoli 
Foga Daley
Guzmán Ariza
HSM IP 
JD Sellier + Co 
Miniño Abogados 
Russin, Vecchi & Heredia Bonetti
Thornton Smith 

The Caribbean

Founded in 1882, J.D. Sellier + Co. is the oldest law  rm in Trinidad 
and Tobago. Today, the  rm has expanded to over 20 attorneys-at-law 
and 77 employees o  ering its clients quality legal services in all areas 
of Civil Law; including Intellectual Property, Corporate/Commercial, 
Banking and Finance, Admiralty and Shipping, Tax, Real Estate and 
Conveyancing, Probate, Litigation and Dispute Resolution.

The Intellectual Property Practice Group can trace its records to 1929, 
and its team of very experienced Attorneys o  er in depth advice 
and analysis of issues concerning any area of Intellectual Property 
Law. We work closely with our clients in ensuring the protection and 
enforcement of their IP rights in Trinidad and Tobago and throughout 
the Caribbean.  

“None to compare in this hemisphere”

Members of:
 
AIPLA - American Intellectual Property Law Association
AIPPI - International Association for protection of IP
ASIPI - Latin American Intellectual Property Association 
CITMA - The Chartered Institute of Trademark Attorneys
INTA - International Trademark Association
IPCA - Intellectual Property Caribbean Association

Address: P.O. Box 116, 129-131 Abercromby Street, Port of Spain, 
Trinidad and Tobago
Telephone: +1 868 623 4283/7 ext. 1137/1158 Fax: +1 868 623 4281

Contact: Mr. Brien de Gannes (Partner): bdegannes@jdsellier.com; 
Ms. Ariane Ramnath (Partner): aramnath@jdsellier.com

Alvarado y Asociados
Arias
Bendaña & Bendaña Abogados
BLP
Central Law 
Consortium Legal
Dentons Muñoz
García & Bodán
Guy José Bendaña-Guerrero & Asociados
LatinAlliance

Nicaragua
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Dorsey & Whitney 
Greenberg Traurig
Holland & Hart 
Kilpatrick Townsend & Stockton 
Knobbe Martens 
Lewis Roca 
Morrison & Foerster 
Perkins Coie 
Schwabe Williamson & Wyatt
Torrey Pines Law Group, PC

USA North America - West

Barnes & Thornburg
Bejin Bieneman
Brooks Kushman 
Dickinson Wright
Faegre Drinker Biddle & Reath
Fish & Richardson
Harness IP 
Honigman 
Jones Day
McAndrews Held & Malloy 

USA North America - Mid West

BakerHostetler
Ballard Spahr
Cantor Colburn
Choate Hall & Stewart
Duane Morris
Fish & Richardson
Goodwin Procter
McCarter & English
Morgan Lewis & Bockius
Venable

USA North America - North East

Alston & Bird
Baker Botts
Bradley Arant Boult Cummings
Burr & Forman
Fish & Richardson
Finnegan Henderson Farabow Garrett and Dunner
Haynes and Boone
Kilpatrick Townsend & Stockton
Patterson Intellectual Property Law
Stites & Harbison

USA North America - South
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consequences for Spanish companies. 
For example, in order to produce effects in 

Spain, unlike “classic” European patents, UPs 
will not need to be translated into Spanish. 
Thus, Spanish companies will not benefit from 
the disclosure in Spanish of UPs. This is 
particularly problematic for SMEs and private 
inventors, applicants and proprietors, who may 
not know the UP official languages (English, 
French and German). 

Likewise, these SMEs and private individuals 
will suffer the legal uncertainty arising from 
being expected to respect the rights conferred 
by UPs which have not been translated into 
Spanish. 

Furthermore, Spanish companies and private 
individuals will be forced to plead in English, 
French or German in invalidity and non-
infringement declaratory proceedings before 
the UPC central division, which will make the 
whole process more expensive for them.

Obviously, none of these problems are 
applicable to Spanish Patent Attorneys, since 
they have and continue to prosecute patents in 
these languages before the EPO, especially in 
English (the most common language of 
“classic” European patents).

Spanish companies will still be able to obtain 
Unitary Patents and enforce them before the 
UPC. However, the costs of litigation in the 
UPC will be higher than in a Spanish court.

In this sense, it is important to highlight that 
some Spanish courts are highly specialized in 
patents and have generated a solid case law, 
which makes them very reliable. This will be 
very beneficial especially at the early stages of 
the new UPC scenario, e.g. in infringement 
proceedings concerning inventions protected 
by a UP and a European 
patent validated in 
Spain, since the latter 
will be under the 
exclusive jurisdiction of 
Spanish courts. 

However, by not being 
part of the UP package 
from the beginning of its creation, 
Spain lost the opportunity to host one 
of the UPC local divisions and 
therefore having more influence in the 
system’s development, as well as 
having Spanish judges participate 
in the newly conformed Unified 
Patent Court. 

As the pre-grant phases of the 
UP and the “classic” European 
patent applications remain the 
same, European patent attorneys 
from Spain will continue to 

represent their clients and carry out their 
prosecution work just as they have always 
done. 

From now on, applicants having their 
European patents and seeking both unitary 
effects and protection in Spain, will need to 
combine the UP with the “classic” validation. As 
an additional translation of the European 
patent will be needed during the transitional 
period, it will be wise and cost effective to 
have the European patent mandatory 
translation performed into Spanish, as this 
translation may also be used for validation 
purposes.

It is important to highlight that while 
enforcing or challenging “classic” European 
patents nationally will still require separate 
actions in each country of interest, Unitary 
Patents and “classic” patents which may not 
opt-out will be vulnerable to revocation in all 
UPC-participating states over a national prior 
right (national application of which the filing 
date is prior to the filing or priority date of the 
enforced or challenged patent, and which was 
published on or after that date) in any of the 
UPC-participating states. Thus, validating a 
European patent individually in EU member 
states, while perhaps sometimes more 
expensive than obtaining unitary effects, may 
present considerably lower risks to its owner.  

Now that the UP is officially starting, let us 
see if the Spanish Government changes its 
mind and joins the UP and UPC. Some rumors 
point out that this may happen during the EU 
presidency of Spain in the second half of the 
present year.

Isabel Álvarez

Estefanía Cruz
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Résumés
Isabel Álvarez is a patent adviser in the Chemistry and Biotech 
department. She has a M.Sc. in Biochemistry, and a Ph.D. in Molecular 
Biology. Her practice is mainly focused on biotech, pharma and food 
fields, wherein her main tasks involve prior art searches, drafting and 
prosecuting patent applications, as well as preparing patentability, 
infringement and freedom to operate reports.

She is also in charge of SPC prosecution in Spain and Portugal.
She has been a qualified European Patent Attorney (EQE) since 2016 

and is a member of an Examination Committee for the European 
Qualifying Examination of the European Patent Office. 

Estefanía Cruz is a patent consultant in the Chemistry and Biotech 
department. She has a M.Sc. in Chemistry. Her work experience is 
focused on drafting and defending patent applications before different 
patent offices both national and international, in the area of chemistry 
and pharmacology. She also performs background searches, 
patentability and infringement reports.

She has worked in different industrial property agencies in Madrid as 
a patent consultant since 2000. She managed the Industrial Property 
of a biotechnology company in 2008 and 2009.

She has given lectures on industrial property in the Master in 
Biotechnology of the Aliter Business School.
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On February 17, 2023, Germany ratified 
the Unified Patent Court Agreement. 
Accordingly (UPCA), thus, the Unitary 

Patent Court (UPC) and the Unitary Patent (UP) 
can officially begin on June 1, 2023. 

Likewise, on March 1, 2023, the sunrise 
period began, in which the applicants for and 
proprietors of a “classic” European patent, as 
well as holders of a supplementary protection 
certificate (SPC) issued for a product protected 
by a “classic” European patent, can opt-out 
their applications, patents or SPCs from the 
exclusive competence of the UPC.

From the 25 EU states that signed the UP 
Regulations, by late February 2023 17 have 
ratified the UPCA: Austria, Belgium, Bulgaria, 
Denmark, Estonia, Finland, France, Germany, 
Italy, Latvia, Lithuania, Luxembourg, Malta, the 
Netherlands, Portugal, Slovenia, and Sweden. 
Only two Member states, Spain and Croatia, 
remain completely out of the UP package.  

Spanish Government’s main reason for not 
being involved in the UP package is that 
Spanish is not one of the official languages of 
the UP, which could have detrimental 

Jurisdictional Briefing, 
Spain: the Unitary 

Patent is coming, and 
Spain is still out

Isabel Álvarez and Estefanía Cruz of H&A detail Spain’s current 
position regarding the UPC with advice for those patenting in Spain 
and EU member states.  
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The Eurasian Patent Convention established 
the Eurasian patent system in 1994 that 
allowed applicants to obtain regional legal 

protection along with the national patent 
registration procedures. 

The Eurasian patent system is one of the most 
successful integration projects throughout the 
Eurasian region that had been gradually developed 
in line with global trends, including cross-border 
economic links. In 2019 the competencies of the 
Office were broadened through the adoption of 
the Protocol on Industrial Designs to the Eurasian 
Patent Convention.

For almost 30 years the single Eurasian patent 
has proved itself as an important legal mechanism 
for the business community. 

Advantages of the 
Eurasian patent system
The Eurasian patent system is a cost-efficient and 
simple procedure granting a single patent through 
filing a single application in a single language and 
paying a single set of fees, as well as involving a 
single Eurasian Patent attorney.

Neither additional validations nor translation 
of the application into national languages are 
required. The unified Eurasian patent for an 
invention is valid in eight countries since the date 
of its grant. It can be optionally maintained in 
the countries of interest to the applicant paying 
the annual fees only for the selected countries.

As to Eurasian designs, the regional system 
for industrial design protection keeps the entire 
advantages provided for the inventions, namely 
the single registration procedure and the unified 

nature of the granted patent. The protection 
covers seven countries (Turkmenistan is in the 
process of acceding the Protocol). Thus, the unified 
nature of the procedure remains the same for 
the renewal process.

Users of the system
Our regional system, with its huge geographical 
coverage, is being used by applicants from 133 
countries around the globe.

The top-filing applicants represent the USA, 
Russia and European states. According to the 
statistics, Top-15 remains pretty stable every 
year. As of today, the EAPO received more 
than 68,000 patent applications for inventions. 
Annually, more than 3,600 applications are filed 
and more than 2,700 patents for inventions are 
granted. In 2022 we noted the highest patent 
activity level for the past 10 years.

Increasing patent activity in China is a 
recent trend. In terms of Eurasian applications 
for inventions, Chinese applicants had been 11th 
place three-four years ago. In 2022, China topped 
5th, though the growth potential is still very 
significant.

The vast majority of applications, around 
80%, entered the regional phase under the PCT 
procedure. Since July 1, 2022, the EAPO is func-
tioning as an International Searching Authority 
and a Preliminary Examining Authority under the 
PCT which allows international applications to go 
through the entire lifecycle of the examination 
process within the regional Office.

Since June 1, 2021, the filing of applications for 
industrial designs is available too.

Our regional 
system, with 
its huge 
geographical 
coverage, 
is being 
used by 
applicants 
from 133 
countries 
around 
the globe.

”

“

Eurasian Patent Office: 
Development Trends 
and Prospects

Dr. Alexey Vakhnin has been discussing with Dr. Grigory Ivliev, the 
President of the Eurasian Patent Organization, current developments in IP 
at EAPO. Vakhnina & Partners  are glad to introduce, prepared exclusively 
for The Patent Lawyer Magazine, the summary of the essentials of the 
Eurasian Patent System provided by the Head of the EAPO, Dr. Ivliev, 
and recent innovations at the EAPO.
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PatentsTrademarks

IP Litigation

zuykov.com

Russian Federation 
Moscow
129090

Grokholskiy st. 28, 2nd f loor
Tel & Fax +7 (495) 775-16-37

Ukraine 
Kiev

01135
25 Chornovola str., suite 168 
Tel & Fax +35 (044) 501-16-37

Kazakhstan 
Almaty
050043

28 Ryskulbekova str., block 4, suite 33 
Tel & Fax +7 (727) 312-16-37

Republic of Belarus
Minsk

220004
23/1 Pobediteley Ave., office 315B 

Tel & Fax +375 (33) 375-16-37

IP SERVICES IN RUSSIA, EURASSIA 
AND OTHER CIS COUNTRIES

PROTECTING TWO PARTS OF THE WHOLE: IDEA AND RIGHTS

Agreements
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Contact
EAPO - Eurasian Patent Organization
M. Cherkassky per. 2, Moscow, 109012, Russia
hotline@eapo.org 
Tel: +7 (495) 411-61-50 — EAPO Hot line

Vakhnina and Partners
Moscow office (Russia): 
Preobrazhenskaya pl., 6, Moscow, Russia, 107061.
ip@vakhnina.ru
www.vakhnina.ru

Yerevan office (Armenia): 
Republic of Armenia, Yerevan 0028, str. Kievyan, 4.
office@vakhnina.am
www.vakhnina.am
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EAEU trademark, in its current state, has no 
single nature – each of the five competent national 
Offices decides on whether to grant protection 
or not and collects its national fees according to 
the rates specified in the Treaty. 

From our perspective, it is vitally important to 
identify a single Office to administer this System. 
The EAPO could play the role of such an Office.

Ensuring the regional judicial protection of IP 
rights is now crucially important. With the growing 
number of objects for IP rights protection and 
related transactions, the number of disputes 
increases as well, and their technical complexity 
also steadily rises. We are promoting initiatives 
aimed at improving the dispute resolution system 
for Eurasian IP rights and creating a single 
jurisdiction for their consideration. We are not 
limited to judicial mechanisms and also studying 
the modalities of introducing Eurasian arbitration 
and mediation to resolve IP-related disputes.

The EAPO is cooperating with Uzbekistan and 
Mongolia to engage them in integration projects 
and further expand the coverage of the Eurasian 
patent system.

Since 2022, the EAPO has been holding its 
international conference entitled “IP Eurasia”. On 
September 21, 2022, the Office held a large-scale 
conference dedicated to the protection of 
innovations in healthcare. We plan to make this 
conference an annual event and bring up relevant 
topics for discussion. 

The EAPO is happy to cooperate with all 
interested organizations. We are convinced that 
the IP system is the basis for the development 
and progress of society in all countries. The Office 
offers the applicants a convenient regional patenting 
service. Now we can proudly say that we built a 
single Eurasian ecosystem with a population of 
more than 208 million and more than 1.8 trillion 
US dollars GDP. The needs and demands of the 

”

The quantity 
of opposition remains 

extremely low. Overall, 
we revoke around 

0.04% of patents a year 
under the invalidation 

procedure.

“

applicants and rightsholders are our priority. In 
our work, we strictly adhere to the provisions of 
international treaties related to IP, and we are 
ready to collaborate with the applicants and 
rightsholders to ensure strong IP protection in 
the Eurasian region.

Dr. Grigory Ivliev, 
President of the Eurasian 
Patent Organization
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”

The vast 
majority of 
applications, 
around 80%, 
entered the 
regional 
phase under 
the PCT 
procedure.

“
EAPO DEVELOPMENTS TRENDS AND PROSPECTS

that are available in users’ personal accounts, as 
well as on web-portal.

We adapt the processing and examination of 
applications as well as our administrative proce-
dures taking into account digital technological 
capabilities. Since November 1, we provide another 
high-tech opportunity for disclosing the nature 
of inventions and industrial designs in Eurasian 
applications, based on the World Intellectual 
Property Organization (WIPO) Standard ST. 91 on 
3D models and 3D images. Thus, the application 
materials can contain 3D visual representations 
of objects for IP rights protection. This provides 
applicants with a great opportunity to demon-
strate the unique features and properties of 
their IP rights more accurately and clearly.

We develop and enhance our information 
systems to make e-services as convenient as 
possible and meet the needs of applicants.

Development prospects
We aim to reveal the entire potential of 
the regional integration related to IP. The EAPO 
possesses ambitious development plans based 
on the interests of its Member States. We rely 
on their support and reflect the needs and 
demands of applicants from all over the world.

The EAPO adopted measures to optimize the 
examination of Eurasian applications, improve 
examination quality and make the process of 
regional patenting more attractive to Eurasian 
and foreign applicants. We are currently expanding 
the EAPO Pharmaceutical Register (Pharm Register) 
by adding national patents – the relevant decisions 
have already been taken by the EAPO governing 
bodies and national patents have already been 
included in the Register.

We are now working on joining the Hague 
System for the International Registration of 
Industrial Designs. Its Geneva Act permits the 
accession to the Hague System by an inter-
governmental organization. The EAPO’s accession 
to the Hague System will increase the worldwide 
accessibility of the Eurasian System for the Legal 
Protection of Industrial Designs. The EAPO 
Member States had already expressed their 
support of this initiative and we are now carrying 
out consultations with WIPO on the procedural 
and legal aspects of the accession.

Furthermore, we are ready, with the support 
of the EAPO Member States, to expand the 
number of regionally protected IP rights, i.e. to 
create a Eurasian registration system for trademarks 
and utility models.

The Eurasian Economic Union (EAEU) regional 
trademark registration system is currently under 
development. The relevant Treaty came into 
force in April 2021, at the same time, the 
procedural framework is still on the way. We 
believe that the system has a significant 

Patent quality
The Eurasian patent is a “strong” one since it is 
granted following the patent search and substantive 
examination procedures with a relevant decision. 
In order to guarantee the impartiality and quality 
of the examination results, the decision to grant 
a patent or refuse the application is taken by 
three different examiners, representing different 
EAPO Member States. Additional activities are 
implemented to ensure the diversity and the 
widest possible geographical representation at 
the EAPO. The high professional potential and 
qualification of EAPO examiners are provided 
through continuous additional training programs 
involving the best examiners from eight EAPO 
Member States.

Due to the EAPO system for managing the 
examination quality, as well as the opposition and 
appellation system, the quantity of opposition 
remains extremely low. Overall, we revoke around 
0.04% of patents a year under the invalidation 
procedure.

Given the advantages of the opposition, last 
year we extended the deadline for submitting 
objections under the administrative procedure.

The Patent Law Treaty (PLT) provisions are 
duly implemented in the EAPO regulations. In 
order to increase the patent search quality, we 
use the Collective Patent Classification (CPC). 
Moreover, in cooperation with several IP Offices, 
EAPO implements the Patent Prosecution 
Highway (PPH) programs.

Digitalization
The EAPO is a highly digitalized IP Office, 
including the paperless patent workflow within 
the Office since 2015. Furthermore, in 2022, we 
initiated granting electronic titles of protection, 

Résumés
Dr. Grigory Ivliev
Dr. Grigory Ivliev has served as the EAPO President since February 11, 
2022. He is a Former Head of the Federal Service for Intellectual 
Property (Rospatent).

Eurasian Patent Office (EAPO) is an executive body of the Eurasian 
Patent Organization, administering the regional patent registration 
system, covering eight countries of the Eurasian region.  

Member States: Azerbaijan, Armenia, Belarus, Kazakhstan, 
Kyrgyzstan, Russia, Tajikistan, Turkmenistan.

Objects for IP rights protection: inventions and industrial designs.

Dr. Alexey Vakhnin
Dr. Alexey Vakhnin is a Eurasian Patent Attorney, Patent and 
Trademark Attorney of the Russian Federation, Partner and Managing 
Director of Vakhnina and Partners. 

Dr. Vakhnin is Vice-president of the Chamber of Patent Attorneys of 
the Russian Federation; member of INTA, FICPI, AIPPI, LES Russia/
LESI, PTMG, ECTA etc.
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Windsurfing/Pozzoli test and European Patent 
Office (EPO) prescribes a ‘problem-and-solution’
approach for analysing an inventive step. In KSR 
v Teleflex (2007), the United States (US) Supreme 
Court recommended a flexible approach to the 
‘obvious to try’ test. In India, a five-step obvious-
ness test was propounded by Delhi High Court 
in Roche v Cipla 2016 (65) PTC 1 (Del). These tests 
will guide the substantive examination of the 
inventive step.

The common directive in all these well-
established tests is to assess what the existing 
knowledge is and how the person skilled in the 
art would move from the existing knowledge to 
the subject invention. In the obviousness analysis,
the examiner or fact-finder in the patent office 
or the Court adjudicating the issue would need 
to identify the elements in the prior art and 
compare the same with the claims of the subject 
invention in question from the point of view of a 
person skilled in the art. If the differences are not
obvious to the skilled person and demonstrate 
a technical advancement over the prior art on 
the priority date of the application, then the 
patent would be liable to be granted. 

To augment the main technical test, a few 
non-technical secondary factors can also be 
considered to ascertain the non-obviousness of 
an invention. These are generally referred to as 
‘secondary considerations’ in the US or ‘secondary
indicia’ in EP. In Graham v John Deere 383 U.S. 1 
(1966) and KSR, the US Supreme Court held that 
secondary considerations such as commercial 
success, long-felt but unsolved needs, failure of 
others, etc. may also be relevant in obviousness 
inquiry. Evidence as to secondary factors can be 
provided by the applicant in defending obvious-
ness. If a prima facie case of obviousness is 
established, the burden shifts to the applicant 
to come forward with arguments or evidence to 
rebut. Rebuttal evidence may relate to any of 
the secondary factors.

Prior art’s age 
‘Terrel on Law of Patents’ opines that the age of 
the prior art and why it was not done before is 
one of the factors to be considered while deciding
on obviousness. EPO specifically recommends 
‘the age of documents’ as secondary indicia in 
the assessment of the inventive step. Recently, 
while disposing of two patent appeals, the Indian
judiciary applied the time factor consideration 
for dated prior art and reversed the Controller’s 
finding of obviousness. Thus, it can be safely 
reasoned that the age of prior art or time indicia 
may infer non-obviousness depending on the 
facts of the case. Further, it is also argued that 
the time factor stems from another secondary 
indicia ‘long-felt but unmet need’. Let us explore 
this temporal aspect through various case laws: 

Résumés
Manisha Singh, Partner
Manisha Singh is the Founder Partner of LexOrbis. Manisha is known 
and respected for her deep expertise in prosecution and enforcement 
of all forms of IP rights and for strategizing and managing global 
patents, trademarks, and design portfolios of large global and 
domestic companies. Her keen interest in using and deploying the 
latest technology tools and processes has immensely helped the 
firm develop efficient IP service delivery models and provide best-
in-the-class services. She is also known for her sharp litigation and 
negotiation skills for both IP and non-IP litigations and dispute 
resolution. She is involved in a large number of intellectual property 
litigations with a focus on patent litigations covering all technical fields 
– particularly pharmaceuticals, telecommunications, and mechanics. 
She has been involved in and successfully resolved various 
trademarks, copyright, design infringement, and passing off cases in 
the shortest possible time and the most cost-efficient manner applying 
out-of-box strategies and thinking.  She is an active member of many 
associations like INTA, APAA, AIPLA, AIPPI, LES, FICPI, and is actively 
involved in their committee work. She is an active writer and regularly 
authors articles and commentaries for some of the top IP publications. 

Neha Ruhela, Senior Associate 
Neha is a registered patent agent and a law graduate. Her proficiency 
ranges over life sciences, IP practice and law. She holds a master’s 
degree in Biotechnology and earned research experience at the Indian 
Institute of Technology, Bombay. On the professional front, she deals 
with drafting, prosecution, opposition and advisory matters, especially 
in biotechnology, biomedical, pharmaceuticals, nanotechnology and 
polymer-related inventions. Ms. Ruhela has a profound understanding 
of patent laws and regulations and keeps herself abreast of the latest 
trends in the sector.

Manisha Singh

Neha Ruhela

Case laws in Europe
In Brugger v Medic-Aid Ltd [1996] R.P.C. 635, the 
UK Patents Court substantiated the consideration
of the time factor and its proximity to long-felt 
need – 

“The fact that a piece of prior art has been 
available for a long time may indicate, 
contrary to first impressions, that it was not 
obvious to make the patented development 
from it. It is useful to bear in mind in this 
regard the concept of long felt want. This is a 
particularly efficient expression. An apparently 
minor development which meets a long felt 
want may be shown to be non-obvious 
because, although the prior art has long been 
available, the development was not hit upon 
by others notwithstanding that there was a 
need for improvement (the ‘want’) and an 
appreciation of that need (the ‘felt’).”

In T 273/92, EPO’s Boards of Appeal held that 
a period of 23 years between the publication 
date of the closest prior art and the priority date 
of the contested patent in an economically 
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“Only God works from nothing. Man must work 
with old elements” – words of a federal judge 
that signify the importance of prior art in patent 
law. 

Prior art is any evidence that an invention 
claimed was already publicly known or 
available, fully or partly, before the effective 

filing date (priority date) of a patent application. 
Prior art evidence may be used to determine 
the inventive step or non-obviousness of an 
invention – a fundamental requirement of patent-
ability that is common across all jurisdictions. 
During opposition, invalidation, or revocation 
proceedings, patent challengers frequently cite 
prior art documents to demonstrate the obvious-
ness of an invention. 

In principle, there is no time limit in patent 
statutes on the age of the matter that may be 
considered as prior art. Thus, it would be tempting 
to assume that prior art lasts forever, and that its 
teaching value does not erode over time. However, 
this presumption of a perpetual knowledge hub 
would likely dampen innovation space and 
growth. In the absence of reasonable time criteria 
especially for obviousness, new ideas could slowly 
dry up. Therefore, it becomes crucial to understand 
whether an aged prior art can be helpful to deter-
mine obviousness (for the patent challenger) or 
lack thereof (for the patent seeker). 

Primary tests, secondary indicia
For determining an inventive step or non-
obviousness, various approaches have been laid 
down in examination guidelines and practice 
manuals of patent offices. Also, several tests 
have emerged over the years from decisions of 
courts/authorities across different jurisdictions. 
United Kingdom (UK) endorses the four-step 

Time indicia in 
obviousness inquiry – 
old is gold?

SECONDARY INDICIA FOR NON-OBVIOUSNESS

Manisha Singh, Partner, and Neha Ruhela, Senior Associate, of LexOrbis 
assess secondary indicia factors for ascertaining the non-obviousness of 
an invention when filing for patent protection. 

The common directive in all these 
well-established tests is to assess 

what the existing knowledge is 
and how the person skilled in the 
art would move from the existing 

knowledge to the subject invention.

“

”
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Contact
LexOrbis   
709-710 Tolstoy House, 15-17 Tolstoy 
Marg, New Delhi – 110001, India
Tel:+91 2371 6565
mail@lexorbis.com
www.lexorbis.com
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Secondary 
indicia 
cannot 
replace the 
technical 
primary 
test but can 
complement 
it usefully.
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time indicia such as a cut-off point for prior art. 
As can be seen above, the relevancy of the ‘old-
aged-prior-art’ argument depends on the facts 
and circumstances of each case. Intuitively, it 
can be proposed that – the older the prior art, the 
more its age helps indicate non-obviousness. 
Wrapping up and turning back to the title query 
whether old is gold – well, sometimes it may not 
be!

is a clear indication of non-obviousness. 
Avery and Nestle cases pronounce the time 

indicia sub-test that goes in the favor of applicants 
and eventually resulted in grants, that too, at the 
appellate stage. Both verdicts, indeed, are pro-
patentability on the time factor and disregard 
aged prior art. As the Nestle decision relates to 
a composition, it is likely to be well-received by 
patent strategists in the pharmaceutical and 
biotech sector.     

Conclusion 
Inventive step or non-obviousness is a mixed 
question of law and fact. Secondary factors 
including the age of the prior art may be utilized 
by patent seekers while defending the related 
objections. Courts may also support a finding of 
non-obviousness resulting from the application 
of secondary considerations. Secondary indicia 
cannot replace the technical primary test but 
can complement it usefully. 

With the formation of a dedicated IP Division 
in the Delhi High Court, an innovative and liberal 
dimension to the interpretation of the Indian 
Patents Act is being added perennially. Indian 
Courts practically begin to apply the ‘age-of-
the-prior-art’ factor in the assessment of an 
inventive step. There can be no blanket rule on 
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”

In T 1192/09, 
the Board 
considered 
12-year-
old prior 
art as an 
additional 
indication 
of the non-
obviousness 
of the 
claimed 
invention.

“
SECONDARY INDICIA FOR NON-OBVIOUSNESS

Case laws in India
Besides providing a primary obviousness test, 
the landmark judgment Roche also discussed 
secondary considerations emanating from 
various authorities including KSR. Recently in 
Avery Dennison Corporation v Controller of 
Patents (2022/DHC/004697), the Delhi High 
Court held that the age of the prior art cited is a 
relevant consideration for determining if the 
subject matter of a patent application would be 
obvious to a person skilled in the art or not. 

Interestingly, in addition to technical inquiry, 
Avery suggests a time factor sub-test for inventive 
step analysis: 

“One of the sure tests in analyzing the 
existence of inventive step would also be the 
time gap between the prior art document and 
the invention under consideration. If a long 
time has passed since the prior art was 
published and a simple change resulted in 
unpredictable advantages which no one had 
thought of for a long time, the Court would tilt 
in favor of holding that the invention is not 
obvious.” 

In this case, the Court noted that if the subject 
invention relating to products used in bulk in 

industries was so obvious, any third party 
could have made the changes in the prior 

art to arrive at the subject invention, 
which has not happened. The non-

obviousness was inferred from: 

• the 18-year time gap   
between the closest 
prior art and the subject 
patent; and 

• lack of any other prior art 
during this significant 
gap addressing the 
problems and 
suggesting any solutions 
close to the invention. 

The Delhi High Court in Societe Des 
Produits Nestle SA v Controller of Patents 

(2023/DHC/000774), reaffirmed the time 
consideration for inventive step analysis. In 
this case, the closest art was silent on an 
important feature of the patent in question 

and thus did not completely cover the subject 
matter of the patent application. Further, the 
Court relied on the age of the prior art to 
conclude the Roche obviousness test. The 
Court held that if the differences were ‘obvious 
to try’, then the same would have been attempted 
by now, especially considering that the prior art 
cited was considerably old (20 years old), which 

significant and frequently studied field could 
normally be viewed as an indication of the 
presence of inventive step. In T 1192/09, the 
Board considered 12-year-old prior art as an 
additional indication of the non-obviousness of 
the claimed invention. 

In T 295/94, the Board held that the age of 
prior art known long before might only be an 
indication of an inventive step of the subject 
invention if a need for the solution of an unsolved 
problem had existed for the entire period between 
the date of the prior art and that of the invention. 
If any other art during this period discloses the 
possibility to solve the problem, then the argument 
of the age of the oldest prior art would not be 
helpful in the existence of an inventive step. 

Case laws in the United States
In re Wright (1977), the US Federal Court of Customs 
and Patent Appeals relied upon a 100-year-old 
patent in holding the appellant’s invention obvious 
based on a combination of references. It was held 
that:

“The mere age of the references is not persuasive 
of the non-obviousness of the combination of 
their teachings, absent evidence that, notwith-
standing knowledge of the references, the art 
tried and failed to solve the problem.”

In Leo Pharmaceutical Ltd v Rea 726 
F.3d 1346 (Fed. Cir. 2013), the US 
Court of Appeals for the Federal 
Circuit overturned PTAB’s 
finding and held that the 
patent in issue was not 
obvious due to secondary 
considerations including the 
time factor. The subject patent 
was challenged for being 
obvious to the skilled person 
by combining three prior art 
disclosed 22, 14 and six years 
ago. The relevant extracts of the 
decision are:   

“The length of the intervening time 
between the publication dates of the prior 
art and the claimed invention can also 
qualify as an objective indicator of non-
obviousness … The elapsed time between the 
prior art and the patent’s filing date evinces 
that patent’s claimed invention was not 
obvious to try … until the advancement made by 
the inventors of the patent, no one had 
proposed a new formulation … The intervening 
time between the prior art’s teaching of the 
components and the eventual preparation of a 
successful composition speaks volumes to the 
non-obviousness of the patent.” 
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an invention. Now only the pharmaceutical 
registry of the Eurasian Patent Office (EAPO) 
is in operation, where the first Russian patent 
was entered in October 2022. The EAPO 
Pharmaceutical Register mainly includes infor-
mation on Eurasian patents containing information
on the active substance of a medicinal product 
with an assigned international non-proprietary 
name. In fact, the Russian Pharmaceutical Registry 
will be a similar tool for pharmaceutical patent 
specialists and experts from national offices to 
assess the patentability of new inventions.

Another promising online service related to the
integration of departmental information systems,
which is worth mentioning, is EAPO-Online. This 
system will allow a Eurasian application to smoothly
go all the way from filing through a personal 
account on the Rospatent website to entering 
directly into the EAPO system, without any problems
calculating and paying state fees online.

Further development of such services for 
interaction with applicants, integration with 
external government platforms, including inter-
national ones, will significantly facilitate paperwork
and speed up the processing of applications.

In addition to creating new information systems
using artificial intelligence, as part of the 
development and digitalization, Rospatent 
expanded the volume of data storage systems, 
increased the amount of computing power, and 
created conditions for updating the jobs of 
department employees.

In addition, the Patent Office has been 
constantly updating its information resources 
this year. For example, the site was regularly 
filled with useful information for applicants, 

feedback was organized in the question-answer 
mode, interactive platforms were created for 
training and communication with users.

The results of such active work of the national 
program speak for themselves. In 2022, more 
than 70% of applications for registration of 
intellectual property objects were filed electron-
ically, 50% of applicants refused to receive 
certificates and patents on paper, every 20th 
application was filed with an attached file for 
a 3D model. The successful operation of the 
online software registration service was recorded,
which is not surprising, because it allows the user 
to submit an application with the entire package 
of materials in a few minutes and reduce the 
registration time for a computer program or 
database from three to 10 days.

The impact of digitalization on the field of 
intellectual property over the past year is quite 
noticeable, but the Digital Economy of the Russian
Federation program in the future involves the 
introduction of many modern and promising 
innovative technologies. It is obvious that even 
greater progress will be achieved in the work of 
Rospatent, which is still gaining momentum.

Rospatent 
expanded 
the volume 
of data 
storage 
systems, 
increased 
the 
amount of 
computing 
power, and 
created 
conditions 
for updating 
the jobs of 
department 
employees.

”

“

Contact
Zuykov and partners  
Grokholsky lane, 28 Moscow, 
Russia, 129090
Tel: +7 495 775-16-37
info@zuykov.com 
https://www.zuykov.com/en 
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Résumé
Ludmila Lisovskaya has worked as Patent Specialist and a Chemical 
Specialist with Zuykov and partners LLC since 2017. Ms. Lisovskaya 
specializes in Patent search on inventions and utility models, 
Preparation and filing of patent applications on inventions, utility 
models, software and database, Response preparation on request for 
substantive examination on inventions, utility models, software and 
database applications, etc. Her previous professional experience also 
includes working as a Head of Department in the preparation and 
implementation of new technologies, at JSC “Togliatti Institute of 
nitrogen industry”.

60 THE PATENT LAWYER CTC Legal Media

The digital economy is an economic activity 
based on digital technologies aimed at 
improving the quality of life. Digitalization 

has affected almost all aspects of human life, 
social, political, and industrial spheres. She did 
not bypass the Russian patent office.

In the field of intellectual property, new 
information systems are being introduced, such 
as Rospatent Online, which is a personal account 
for the provision of public services in a single 
user window that allows the applicant to elec-
tronically obtain patents and certificates, track 
the stages of consideration of applications. Another 
example is the Turnover of Rights service which 
fixes the assignment of rights, provides an over-
view of license agreements, thereby creating all 
the conditions for accelerating the commer-
cialization of the results of intellectual activity.

The transition to electronic document 
management, full automation of formal checks 
of applications and applications, the availability 
of a huge amount of patent documentation and 

other information related to the protection of 
intellectual property objects, as well as the 
possibility of attaching 3D models of the 
claimed objects to the application materials - all 
this made it possible not only to expand and 
improve the quality of services provided by the 
federal executive body, but also to simplify the 
procedure for conducting patent searches and 
research, speed up the processing of applications, 
and, in general, reduce the burden on the 
federal executive body, increasing its efficiency.

One of the brightest examples of digital 
solutions in 2022 developed by Rospatent as 
part of the national program “Digital Economy of 
the Russian Federation” was the search platform, 
which is designed to search for information about 
technical solutions around the world using 
artificial intelligence. It covers 26 countries and 
organizations, about 50,000 new patents, and 
has processed more than 10 million requests to 
date. The capabilities of the platform allow to 
search for such specific and complex objects as 
formulas of chemical compounds, amino acid 
and nucleotide sequences; in addition to patent 
search, analyze the development of the state of 
the art in the framework of patent research or 
the formation of a patent landscape. In the near 
future, it is also planned to release a corresponding 
mobile application, which will make it even more 
convenient to use this digital product without 
being tied to a computer.

In 2022, Rospatent actively began work on the 
development of a prototype of the Russian 
pharmaceutical register of patents, which provides 
for a unified register of active substances with 
pharmacological activity protected by a patent for 

The results of the national 
program Digital Economy 
of Russia in the field of 
IP protection in 2022

Ludmila Lisovskaya

DIGITALIZATION AT ROSPATENT 

Ludmila Lisovskaya of Zuykov and partners details the recent 
developments at the Russian Patent Office that bring acceleration and 
efficiency to applicants. 
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the investigator (or their employer) may claim 
co-inventorship and a resultant co-ownership 
share in any such invention.

Licensing
Licensing is another important issue in patent 
negotiations. The sponsor may want to license 
any patents that arise from the trial to other 
parties, such as a pre-existing licensee or a new 
industry partner. If the investigator or their employer 
are deemed co-owners of the invention, then 
they will likely want to negotiate a share of any 
downstream licensing fees or royalties that 
could be generated from the invention.

Publication rights
The publication of trial results is another critical 
issue in CTA negotiations. The sponsor may want 
to delay publication, while the investigator may 
want to publish the results immediately. The ability 
to publish trial results is critical to academic-
based investigators; therefore, striking a reasonable 
“balance of the equities” as to publication versus 
keeping confidential is needed.

The use of clinical trial data in 
patent applications
Clinical trial data can be used in patent 
applications to support claims related to the 
efficacy (i.e., the invention works for its intended 
purpose) or safety of a particular invention.

When using clinical trial data in a patent 
application, it is important to provide a detailed 
description of the data and its relevance to the 
invention, including information about the trial 
design, patient population, treatment regimen, 
and statistical analyses of relevant trial subject 
outcomes.

The use of clinical trial data and the 
“public use bar” to patentability
Courts will consider the following general 

factors when assessing whether or not a use is 
“public” or “experimental”: 

(1) the length of the test (or experimental) 
period;

(2) any confidentiality agreement on record 
(though the presence or absence of a  
confidentiality agreement is generally 
not dispositive);

(3) any records of testing;

(4) any monitoring and control of the test 
results;

(5) the number of tests; and

(6) the length of the test period in relation 
to tests of similar inventions.

See Eli Lilly and Co. v. Zenith Goldline Pharms., 
Inc., 471 F.3d 1369, 1381 (Fed. Cir. 2006).

A properly conducted clinical trial will 
arguably meet all of these factors. Further, in 
most clinical trials, the underlying technology 
has been claimed in one or more patent 
applications long before the (very public) 

Résumé
Mark G. Bloom, CLP, RTTP, Senior Consultant, MB Global Consulting 
Mr. Bloom is a Registered Patent Attorney, intellectual property 
strategist, and general business professional specializing in facilitating 
the strategic use of IP assets in business activities.  He possesses 30+ 
years of experience in the identification, assessment, structuring, and 
capture of key opportunities consistent with strategic objectives.

He is a member of the Bars of Massachusetts, New York, and 
Wisconsin and is licensed to practice before the USPTO, various Circuit 
Courts, the US Court of Federal Claims, the US Court of International 
Trade, and the US Supreme Court. Mr. Bloom is a Certified Licensing 
Professional and a Registered Technology Transfer Professional.
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CTAs are essential legal documents that 
govern the terms and conditions of clinical
trials. These agreements cover a wide range 

of issues, including confidentiality, publication, 
liability, indemnification, and intellectual property.
One critical aspect of CTAs is the negotiation of 
patent rights, which is crucial to ensure that the 
interests of both the sponsor of the clinical trial 
and the designated clinical investigator and 
their employer are adequately protected.

The role of patents in clinical trial 
agreement negotiations
Patents play an essential role in the development
and commercialization of  new drugs and medical
devices. They provide legal protection for the 
development of and the financial investment in 
inventions and discoveries that form the basis of 
these products. In the context of clinical trials, 
patents can have several essential functions, 
including:

Protection of intellectual property
Patents provide legal protection for new human 
and veterinary drugs, diagnostics, biologics, 
medical devices, and other inventions. Such 
rights are often the primary technological and 
financial asset of the company, especially in 
entrepreneurial spin-offs and spin-outs; for 
example, from academic technology transfer 
programs. Patents can be used to protect the 
results of a clinical trial, including new drug 
formulations, dosages, delivery methods, and 
new uses of existing technology. Before a clinical
trial can take place, the technology at issue 
must be adequately protected by patents(s).

Commercialization and third-party 
investment
 Patents are the primary tool for commercializing 
new drugs, medical devices, and diagnostics. A 
strong patent position will significantly “de-risk” 
technology licenses, mergers and acquisitions, 
and third-party capital investments.

Negotiation of clinical trial agreements
Patents are a key consideration in negotiating 
clinical trial agreements. The parties involved in 
the clinical trial need to agree on how to handle 
any intellectual property rights that arise during 
the course of the trial. Such rights can also 
impact data generated during the clinical trial, 
the ability of both parties to publish the results 
of the clinical trial at the appropriate time, and 
issues of data confidentiality.

Critical issues in patent negotiations
for clinical trial agreements
Several critical issues arise in the negotiation of 
patents in clinical trial agreements, including the 
following:

Ownership
Ownership of any intellectual property rights 
(IPR) that arise during the trial is a universal issue 
in CTA negotiations. The sponsor typically owns 
any potentially patentable subject matter that 
arises from the clinical trial, especially if the IPR 
is directly related to the clinical trial technology, 
such as an improvement; however, the investigator
may have contributed to the development of an 
invention that is not directly related to the 
underlying clinical trial technology. In this case, 

Clinical trial agreement 
negotiation and the 
role of patents

Mark G. Bloom

CLINICAL TRIAL AGREEMENT NEGOTIATION 

Mark G. Bloom, CLP®, RTTP™, details the IP issues that need to be 
considered during clinical trial agreement (CTA) negotiations and 
why protecting patent rights are essential in the development and 
commercialization of new drugs and medical devices.
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CLINICAL TRIAL AGREEMENT NEGOTIATION 

Negotiating patent issues in a CTA is a complex 
process that requires the input of legal and 
technical experts to ensure that the interests of 
both the sponsor and its clinical site(s) are 
adequately protected.

human clinical trial phase of product 
development. As such, clinical trial data is 
typically used in follow-on patent application 
filings, such as continuations and continuations-
in-part, via inclusion in “working examples.” 
Since the clinical trial data necessary to 
demonstrate efficacy and safety for regulatory 
approval purposes (hopefully) remains 
considerably higher than the standard 
necessary to demonstrate patentable utility 
under 35 U.S.C § 101, such working examples 
should provide excellent support to prove utility 
or enablement as to a specific use, e.g., an anti-
cancer agent. For inventions that arise de novo 
in a clinical trial and that are not directly related 
to the underlying clinical technology being 
tested in the trial, the importance of the timing 
of a patent application filing cannot be 
overstated: as all patent attorneys know: file 
before any public release of relevant information.

Conclusion
In conclusion, patents are a crucial consideration 
in negotiating clinical trial agreements. The 
parties involved in the trial need to agree on the 
management of any intellectual property rights 
that arise during the trial, including ownership, 
licensing, publication, and indemnification. 

CHANDRAKANT  M. JOSHI 
INDIAN PATENT & TRADE MARK ATTORNEYS 

(Established in 1968) 
 

SOLITAIRE-II, 7th FLOOR, 
OPP.  INFINITY MALL,  LINK ROAD, 

MALAD (WEST),  MUMBAI-400 064, INDIA 
 

Tel.:        +91-22-28886856, 28886857, 28886858, 28886864 
Fax:        +91-22-28886859, 28886865 
Email:     patents@cmjoshi.com   
 mail@cmjoshi.com  
Web.:     www.cmjoshi.com 
 
 

 Other  Offices:  
New Delhi, Kolkata, Ahmedabad, 
Hyderabad and Chennai 

 
Languages: 
English,  French, German and 
Italian. 

M  ember :  
IPR Professional Associations: 
U.S.A., U.K.,Germany, Japan, 
France, Italy et.al. 
 
 Contact   Person:  
Mr. HIRAL C. JOSHI

 
 

Profile:  

Our  law firm has been exclusively practicing Intellectual Property Rights (IPRs)  matters 
since 1968  when  it was founded by Mr. Chandrakant M. Joshi. Today,   Mr. Hiral 
Chandrakant Joshi heads the law firm as the Senior most Attorney. It represents clientele 
spread over 35 countries. The firm has a team of highly placed, experienced, technical 
and  legal professionals including retired Controller  General of Patents, Design and 
Trade Mark supported by paralegal staff. The law firm represents its global clients not 
only in India but also  in Pakistan, Bangladesh, Sri Lanka,  Nepal and Maldives and 
many other countries around the world. 

 
 Areas of  Practice:  

. Patent and Trade Mark Search, Patent and Trade Mark Watch. 
. Registration, post registration and Infringement etc., 

. Translation of Patent Specification. 
. Franchise and Joint Venture Agreements, 

. Cyberlaw, Mergers and Acquisition. 
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INDIA

LexOrbis
LexOrbis is a highly specialised, market-leading IP
boutique fielding a sizable team of 9 partners, 
85 lawyers and over 60 patent attorneys and is amongst
the fastest growing IP firms in India having offices at 
3 strategic locations i.e. Delhi, Mumbai and Bengaluru.
The firm is a one stop shop for all Intellectual Property
related needs and provides practical solutions and
services for various legal issues faced by technology
companies, research institutions, universities,
broadcasters, content developers and brand owners.
Tel: +91 11 2371 6565
Fax: +91 11 2371 6556
Website: www.lexorbis.com/
Email:  mail@lexorbis.com
Contact: Manisha Singh, Managing Partner

manisha@lexorbis.com
Abhai Pandey, Partner
abhai@lexorbis.com  

Mehta & Mehta Associates 
Mehta & Mehta Associates (Gurgaon, INDIA) is 
a full-service boutique IP Law Firm, providing Filing,
Prosecution and Litigation services in respect of
Patents (in different fields of science and engineering),
Trade Marks, Designs and Copyright. The Firm assists
both national and international clientele, from different
geographical locations and backgrounds for all IP
related contentious and non-contentious matters. 

Address: Mehta & Mehta Associates, Mehta House,
B-474, Sushant Lok-1, Sector-27,
Gurgaon-122002, NCR, India

Tel: +91-124-410 8474, 410 8475
Fax: +91-124-410 8476 
Website: www.mehtaip.com
Email: mehta@mehtaip.com
Contacts: Dr. Ramesh Kr. Mehta, Founder

Ankush Mehta, Principal Attorney

INDIA INDIA

Y. J. Trivedi & Co.
The firm is elated to have completed 50 years in the practice
of IPR Law (full service) with offices in Mumbai, Delhi and
Jaipur. The firm has a strong base of well-credentialed legal
and technical professionals offering quality services in all
areas of IPR. Whether working on a precedent-setting case
or preparing opinions, the firm endeavours to be innovative
in its approach and adopt pragmatic strategies to meet its
client’s interest. Through interdisciplinary collaboration and
specialized experience in its clients' industries, the firm
provides effective solutions that aligns with clients’ short-
term and long-term business objectives.
Address: 2nd Floor, City Square Building, 

Opp. Kashiram Hall, Polytechnic,
Ahmedabad – 380 015, Gujarat, India

Tel: +91 79 26303777, 26305040
Website: www.yjtrivedi.com
Email: jatin@yjtrivedi.com
Contact: Mr. Jatin Trivedi

L.S. DAVAR & CO.
We are India’s oldest Intellectual Property and Litigation
Firm. Since 1932, we have been as a trusted IP partner
of Global Large and Mid-size companies and foreign IP
law firms. We have been widely acknowledged by Govt.
of India. In the last    90 years, we have retained number
one position in India in not only filing the Patents,
Designs, Trademarks, Copyright, and Geographical
Indications but also in getting the grants.

Tel: 033- 2357 1015 | 1020
Fax: 033 – 2357 1018 
Website: www.lsdavar.com  
Email: mailinfo@lsdavar.in 
Contact: Dr Joshita Davar Khemani

Mrs. Dahlia Chaudhuri

INDIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Suite 7, 2nd Floor, Chicago Building, 
Al Abdali, P.O. Box 925852, Amman, 
Jordan

Website: www.utmps.com
Email: jordan@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Mrs Fatima Al-Heyari

JORDAN

Excelon IP
Excelon IP is a boutique IP law firm headed by 
Mr. Sanjaykumar Patel who is Principal IP Attorney
and having 17+ years of experience in the
Intellectual Property field. He was listed as Top 100
IP leaders of India. He is a registered IP Startup
Facilitator by Gov. of India and active member of 
“IP Collegium” of JIII (Japan Institute for Promoting
Invention & Innovation), Tokyo. We provide a wide
range of service related to Patent, Trademark, Design
and Copyright for India including PCT application,
Madrid application along with Novelty search,
landscape search and IP Strategy.

Tel: +91 951233 2604
Website: https://excelonip.com/
Email: ipr@excelonip.com, sanjay@excelonip.com  
Contact: Mr. Sanjaykumar Patel

(Founder- Principal IP Attorney)

India

INDIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
6th Floor, Burj Al Ghazal Building, Tabaris,
P. O. Box 11-7078, Beirut, Lebanon

Website: www.utmps.com
Email: lebanon@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Hanadi  

LEBANON LUXEMBOURG

YOUR IP
Patent42
Representation for Europe and Luxembourg, 
France and Belgium.
Patent 42 is a law firm acting in Industrial Property.
Our job is to help and assist companies and
entrepreneurs in protecting and defending their
investments in innovation and creation.
If innovation is first of all a state of mind, it is also
a necessity and a source of development and growth
for your company. Investments carried out to develop
new products or new activities deserve to be
protected.seeking to protect valuable original creations.

Address: BP 297, L-4003 Esch-sur-Alzette, 
Luxembourg

Tel: (+352) 28 79 33 36
Website: www.patent42.com
Email: info@patent42.com 
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GUATEMALA

Lexincorp
A leading Central American law firm with 7 offices
located in the major cities throughout the region.
LEXINCORP has specialized in providing legal
advisory to our domestic and international clientele
for more than 40 years. Our regional practice has
evolved to integrate processes, services, knowledge,
business, values and solutions to provide the highest
quality results operated as a single, fully integrated
Central American firm with over 80 lawyers.

Address: 9a Avenida 14-78 zona 10, Guatemala,
Guatemala, C. A.

Tel/Fax: (502) 2246 3000 / (502) 2333 5980
Website: www.lexincorp.com
Email: gonzalomenendez@lexincorp.com

groca@lexincorp.com 
Contact: Mr Gonzalo Menéndez G., Ms Gina Roca

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Office 21, Sabha Building No. 338 
Road 1705, Block 317 Diplomatic Area, 
Manama, Bahrain

Website: www.utmps.com
Email: Bahrain@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Talal F.Khan & Mr Imad

BAHRAIN

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Djibouti Branch Djibouti, Rue Pierre Pascal
Q.commercial Imm, Ali Warki, Djibouti

Website: www.utmps.com
Email: Djibouti@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Imad & Faima Al Heyari 

DJIBOUTI

ARMENIA

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of
highly-qualified patent and trademark attorneys,
lawyers and technical experts. 
We represent our clients' interests in Armenia, 
Russia, at Eurasian Patent Office, and cooperate with
partners and associates in other Eurasian countries:
Georgia, Belarus, Ukraine, Kazakhstan, Azerbaijan,
Kyrgyzstan, Turkmenistan, Uzbekistan, Moldova,
Tajikistan, as well as Baltic states. 
Our attorneys are member of INTA, FICPI, AIPPI,
LESI, ECTA, PTMG.

Address: Yerevan, Republic of Armenia

Tel: +374 91 066393
Email: Armenia@vakhnina.com 
Website: http://about.vakhnina.com 
Contact: Dr. Alexey Vakhnin, Partner

COLOMBIA

VERA ABOGADOS ASOCIADOS S.A. 
VERA ABOGADOS was founded 50 years ago to
attend to legal needs of the business sector in the
area of IP. Today they provide their services to all
fields of law. The law firm is a reference in the
Andean community and they are part of international
associations such as INTA, ASIPI, ABPI and ASPI.
They were ranked in 2022 by Leaders League as 
a highly recommended Colombian law firm and in
addition, they are a member of PRAGMA, the
International Network of Law Firms.

Tel: +57 60-1 3176650
+57 60-1 3127928

Website: www.veraabogados.com
Email: info@veraabogados.com
Contact: Carolina Vera Matiz, Natalia Vera Matiz

DOMINICAN REPUBLIC

WDA International Law Firm 
Intellectual Property
For over 25 years we have provided excellence in
Intellectual Property protection to worldwide
renowned companies including the most iconic
pharmaceutical, beauty and clothing, beverages and
motion pictures companies.
Our main practice is devoted to Intellectual Property
which specializes in docketing maintenance of
trademarks and patents and litigation attorneys of
high profile IPR infringements, border protection and
counterfeiting cases in Dominican Republic.

Tel: 809-540-8001
Website: www.wdalaw.com
Email:  trademarks@wdalaw.com
Contacts: LIC. Wendy Diaz

LIC. Frank Lazala
Whatsapp: 829-743-8001

Landivar & Landivar
Established by Gaston Landívar Iturricha in 1961,
Landívar & Landívar is a pioneer firm in the field of
Intellectual Property in Bolivia. Our international
reputation was gained through a competent and
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal
Services and Integral Counseling, with the objective of
guiding national and international entrepreneurs and
business-people towards the success of their activities.

Address: Arce Ave, Isabel La Catolica Square, 
Nº 2519, Bldg. Torres del Poeta, B Tower,
9th floor, off. 902. La Paz, Bolivia, 
South America

Tel/Fax: +591-2-2430671 / +591 79503777
Website: www.landivar.com  
Email: ip@landivar.com - info@landivar.com 
Contact: Martha Landivar, Marcial Navia

BOLIVIA

Chandrakant M Joshi 
Our law firm has been exclusively practicing Intellectual
Property Rights matters since 1968. Today, Mr. Hiral
Chandrakant Joshi heads the law firm as the senior most
Attorney. It represents clientele spread over 35 countries.
The law firm conducts search, undertakes registration,
post-registration IP management strategies, IP valuation,
infringement matters, domain name disputes and cyber
law disputes of patents (including PCT applications),
trademarks, industrial designs and copyrights. 

Address: Solitaire - II, 7th Floor, Link Road,
Malad (West), Mumbai - 400 064, India

Tel: +91 22 28886856 / 57 / 58 / 64
Fax: +91 22 28886859 / 65  
Website: www.cmjoshi.com
Email: mail@cmjoshi.com / cmjoshi@cmjoshi.com /

patents@cmjoshi.com / designs@cmjoshi.com /
trademarks@cmjoshi.com

INDIA

O’Conor & Power
O’Conor & Power’s trademark and patent practice group
has wide experience in handling portfolios for international
and domestic companies in Argentina and Latin America.
Our services in the region include searches, filing and
registration strategies, prosecution, opposition, renewals,
settlement negotiations, litigation, enforcement and 
anti-counterfeiting procedures, recordal of assignments,
licences, registration with the National Custom
Administration, general counselling in IP matters, and
counselling in IP matters in Argentina and the region.

Address: San Martín 663, 9th Floor,
(C1004AAM) Buenos Aires, Argentina

Tel/Fax: 005411 4311-2740/005411 5368-7192/3
Website: www.oconorpower.com.ar
E-mail: soc@oconorpower.com.ar

ocp@oconorpower.com.ar
oconor@oconorpower.com.ar

ARGENTINA
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POLAND

Deep & Far Attorneys-at-law
Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far
normally are generally graduated from the top five
universities in this country. More information
regarding this firm could be found from the website
above-identified.

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
Taipei 104, Taiwan

Tel/Fax: 886-2-25856688/886-2-25989900
Website: www.deepnfar.com.tw 
Email: email@deepnfar.com.tw
Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN, ROC

Fenix Legal
Fenix Legal, a cost-efficient, fast and professional
Patent and Law firm, specialized in intellectual
property in Europe, Sweden and Scandinavia. Our
consultants are well known, experienced lawyers,
European patent, trademark and design attorneys,
business consultants, authorized mediators and
branding experts. We offer all services in the IP field
including trademarks, patents, designs, dispute
resolution, mediation, copyright, domain names, IP
Due Diligence and business agreements.

Tel: +46 8 463 50 16
Fax: +46 8 463 10 10
Website: www.fenixlegal.eu
Email: info@fenixlegal.eu
Contacts: Ms Maria Zamkova

Mr Petter Rindforth

SWEDEN

TAIWAN R.O.C.

Giant Group International Patent,
Trademark & Law Office
Giant Group is specialized in domestic and international
patent application, litigation and licensing, as well as
trademark and copyright registration. Regardless of
whether you are seeking legal protection for a piece of
intellectual property, or being accused of infringing
someone else's intellectual property, you can deal with this
complex area of law successfully through Giant Group. 

Tel: +886-2-8768-3696
Fax: +886-2-8768-1698
Website: www.giant-group.com.tw/en
Email: ggi@giant-group.com.tw
Contacts: Marilou Hsieh, General Manager, 

Tel: +886-911-961-128
Email: marilou@giant-group.com.tw
Amanda Kuo, Manager
Tel: +886-2-87683696 #362
Email: amandakuo@giant-group.com.tw

RUSSIA

Vakhnina and Partners
The team of Vakhnina and Partners, one of the leading
IP firms in Russia, comprises of highly-qualified patent
and trademark attorneys, lawyers and technical
experts. We represent our clients' interests in Russia
and at Eurasian Patent Office, and also cooperate with
partners and associates in other Eurasian countries as
Georgia, Ukraine, Belarus, Kazakhstan, Armenia,
Azerbaijan, Kyrgyzstan, Turkmenistan, Uzbekistan,
Moldova, Tajikistan, as well as Baltic states. 
Member of INTA, FICPI, AIPPI, LESI, ECTA, PTMG

Address: Moscow, Russia
Tel: +7-495-946-7075, +7-495-231-4840
Fax: +7-495-231-4841
Website: www.vakhnina.ru 
Email: ip@vakhnina.ru 
Contact: Dr. Tatyana VAKHNINA

Dr. Alexey VAKHNIN

Sigeon IP, Grzelak & Partners 
Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”
service in Poland and Europe. 

Tel: +48 22 40 50 401/301
Fax: +48 22 40 50 221
Website: www.sigeon.pl/en
Email: ip@sigeon.pl
Contacts: anna.grzelak@sigeon.pl (patents, 

management & international cooperation)
tomasz.gawrylczyk@sigeon.pl 
(trademarks, designs & legal)

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Ahmed Al-Misnad Building, Building No. 241,
2nd Floor, Office 9, Street No. 361, 
Zone No. 37, Mohammad Bin Thani Street, 
Bin Omran P.O.Box : 23896 Doha

Website: www.utmps.com
Email: qatar@unitedTM.com & 

unitedtrademark@unitedtm.com
Contact: Ahmed Tawfik & M.Y.I. Khan

QATAR

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
30th Street, Olaya Opposite to Madarris Al 
Mustaqbil, P.O. Box 15185, Riyadh 11444,
Kingdom of Saudi Arabia

Website: www.utmps.com
Email: saudia@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Dr.Hasan Al Mulla & 

Justice R Farrukh Irfan Khan

SAUDI ARABIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: U.T.P.S Lanka (Pvt) Ltd 
105, Hunupitiya Lake Road, Colombo – 2, 
Sri Lanka

Website: www.utmps.com
Email: srilanka@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Krishni & M.F. Khan

SRI LANKA

TAIWAN, ROC

LEWIS & DAVIS
LEWIS & DAVIS offers all services in the IPRs field,
including prosecutions, management and litigation of
Trademarks, Patent, Designs and Copyright, and
payment of Annuity and Renewal fee.  Our firm assists
both domestic and international clients in Taiwan,
China, Hong Kong, Macau and Japan.  Our experienced
attorneys, lawyers, and specialists provide professional
services of highest quality while maintaining costs at
efficient level with rational charge. 

Tel: +886-2-2517-5955
Fax: +886-2-2517-8517
Website: www.lewisdavis.com.tw
Email: wtoip@lewisdavis.com.tw

lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO

David M. C. HO
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Bharucha & Co.
Established in 1948, Bharucha & Co. is one of the
leading Intellectual Property law firms in Pakistan
providing full range of IP services including all
aspects of patents, trademarks, designs, copyright,
domain names, licensing, franchising and litigation.
The firm is ranked among the leading law firms in
Asia by most of the prestigious legal referral guides.

Address: F-7/1, Block 8, K.D.A Scheme 5,
Kehkashan Clifton, Karachi, Pakistan.

Tel: +92-21-3537 9544
Fax: +92-21-3537 9557-58
Website: www.bharuchaco.com
Email: email@bharuchaco.com
Contact: Mohammad Fazil Bharucha, Abdul Aziz 

PAKISTAN

NIGERIA

Aluko & Oyebode  
The IP practice at Aluko & Oyebode is recognised as a leader
in handling patents, trademarks, copyrights, designs, and
related IP litigation in Nigeria. The Firm’s IP team has an
extensive trial experience and provides an incomparable
expertise in a variety of IP matters, including clearance
searches, protection, portfolio management, use and
enforcement of trademarks, copyright, patents, design and
trade secrets, licensing, technology transfer (interface with 
the National Office for Technology Acquisition and
Promotion), franchising, media law, packaging, advertising,
labelling, manufacturing and distribution agreements, and
product registration with the National Agency for Food and
Drug Administration and Control (NAFDAC).
Tel: +234 1 462 83603387
Website: www.aluko-oyebode.com 
Contacts: Uche Nwokocha, Partner

Uche.Nwokocha@aluko-oyebode.com
Mark Mordi, Partner
Mark.Mordi@aluko-oyebode.com

MEXICO CITY

TOVAR & CRUZ IP-LAWYERS, S.C.
We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have been
resolved, so, our professional success is also based on
providing prompt response and high quality,
personalized service. “Whatever you need in Mexico,
we can legally find the most affordable way”

Tel: 525528621761 &  525534516553
Website: www.tciplaw.mx 
Email: ecruz@tciplaw.mx

mtovar@tciplaw.mx
contactus@tciplaw.mx 

Contact: Elsa Cruz, Martin Tovar

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
58, rue Ibn Battouta 1er étage, 
no 4. Casa Blanca, Morocco

Website: www.utmps.com
Email: morocco@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan

MOROCCO

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Suite No. 702, 7th Floor, Commercial 
Centre, Ruwi Muscat, Sultanate of Oman, 
P. O. Box 3441, Postal Code 112 Ruwi, 
Sultanate of Oman

Website: www.utmps.com
Email: oman@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: S.Maqbool & T.F. Khan

OMAN

MEXICO

Goodrich Riquelme Asociados
Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with a
timely notice of their intellectual property matters. We
also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2, Col. Y Del.
Cuauhtemoc, 06500 Mexico, D.F.

Tel: (5255) 5533 0040
Fax: (5255) 5207 3150
Website: www.goodrichriquelme.com
Email: mailcentral@goodrichriquelme.com
Contact: Enrique Diaz 
Email: ediaz@ goodrichriquelme.com

IPSOL
IPSOL is a key service line focused on the planning,
registration and management of trademark, patent
and other IP rights portfolios, offering solutions that
enable to maximize the protection of your IP assets in
Macau and worldwide.

Address: Avenida da Praia Grande, 759, 5° andar, 
Macau

Tel: (853) 2837 2623
Fax: (853) 2837 2613
Website: www.ipsol.com.mo
Email: ip@ipsol.com.mo
Contact: Emalita Rocha

MACAU

United Trademark & Patent
Services
International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.

Address: 85 The Mall Road, Lahore 54000, Pakistan
Tel: +92 42 36285588, +92 42 36285590,

+92 42 36285581, +92 42 36285584
Fax: +92 42 36285585, +92 42 36285586,

+92 42 36285587
Website: www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan, Hasan Irfan Khan

PAKISTAN

MEXICO CITY

Uhthoff, Gómez Vega & Uhthoff, S.C.
Uhthoff, Gómez Vega & Uhthoff, S.C. is the clear leader of
the IP firms in Mexico. For over a century the firm has been
providing legal services to clients both domestically and
around the globe. The firm is one of the most prestigious
and recognised law firms in the country, with an
undeniable track record of success across a spectrum of
services in an array of different industries. The combined
expertise at the firm, not only in delivering the legal
services clients expect, but in doing so with the insight and
awareness of what drives clients’ passion for innovation is
what sets the firm apart.

Address: AV. Paseo de la Reforma 509 22nd floor
Col. Cuauhtemoc, 06500 Mexico City

Tel: 52 (55) 5533 5060
Website: https://en.uhthoff.com.mx/
Email: mailbox@uhthoff.com.mx
Contact: Javier Uhthoff, Senior Partner

J.uhthoff@uhthoff.com.mx
Eugenio Pérez, Partner
eugenioperez@uhthoff.com.mx
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Annam IP & Law
ANNAM IP & LAW is one of the most professional
Intellectual Property & Law Firms in Vietnam,
member of APAA, INTA and VIPA. We provide our
clients with a full range of IP services to protect their
inventions, trademarks, industrial designs and related
matters not only in Vietnam, but also in Laos,
Cambodia, Myanmar and other jurisdictions. We also
provide our clients with legal advices on Finance and
Corporate and Business Law. 

Tel: (84 24) 3718 6216
Fax: (84 24) 3718 6217
Website: https://annamlaw.com/
Email: mail@annamlaw.com.vn

annamlaw@vnn.vn
Contact: Le Quoc Chen (Managing Partner)

Dzang Hieu Hanh (Head of Trademark 
Department)

VIETNAM

Pakharenko & Partners
Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP
law, anti-counterfeiting and anti-piracy, pharmaceutical
law, competition law, advertising and media law,
corporate law, litigation and dispute resolution.

Address: P.O.Box 78, 03150 Kyiv, Ukraine
Visiting: Business Centre 'Olimpiysky',

72 Chervonoarmiyska Str., Kyiv 03150,
Ukraine

Tel/Fax: +380(44) 593 96 93
+380(44) 451 40 48

Website: www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact: Antonina Pakharenko-Anderson

Alexander Pakharenko

UKRAINE

SIPI Law Associates
SIPI Law Associates is a boutique commercial law
practice in Uganda, with a bias to Intellectual Property
Law. Our IP advisory services cover all transactional
aspects of Patents, Trademarks, Copyright, Industrial
designs, Trade Secrets and licensing aspects. The firm
philosophy is based on providing first class legal services
based on the integrity of our staff, giving our clients
sound legal and timely advice, as well as holding our
clients’ information in the utmost confidentiality. 

Address: PO BOX 4180, KAMPALA, UGANDA
Visiting: Jocasa House, Third Floor, Unit 5 Plot 

14 Nakasero Road.
Tel/fax: +256 393 272921/ +256 414 

235391 / +256 752 403 763
Website: www.sipilawuganda.com
Email: info@sipilawuganda.com
Contact: Paul Asiimwe; Dinnah Kyasimiire

UGANDA

VIETNAM

Pham & Associates
Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 IP attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The
firm has been being the biggest filers of patents,
trademarks, industrial designs and GIs each year 
and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP
infringements. The firm also advises clients in all
aspects of copyright and other matters related to IP.

Tel: +84 24 3824 4852
Fax: +84 24 3824 4853
Website: www.pham.com.vn
Email: hanoi@pham.com.vn
Contact: Pham Vu Khanh Toan, Managing Partner,

General Director
Tran Dzung Tien, Senior IP Consultant

VIETNAM

Tri Viet & Associates
Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm
provides a full range of IP services, strongly focuses on
PATENT and PCT services, in a wide range of industries
and modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client’s inquiries.

Tri Viet & Associates is a member of AIPPI, INTA, APAA,
VBF, HBA, VIPA.

Tel: +84-24-37913084
Fax: +84-24-37913085
Website: www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn
Contact: Nguyen Duc Long (Mr.), Managing Partner –

Reg. Patent & Trademark Attorney
Linkedin:https://www.linkedin.com/in/longnguyen-tva

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Suite 401-402, Al Hawai Tower, 
Sheikh Zayed Road, P.O. Box 72430, 
Dubai, United Arab Emirates

Website: www.utmps.com
Email: uae@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: M.F.I. Khan, SM. Ali & Maria Khan  

U.A.E.

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Shauri Mayo Area, Pugu Road, 
Dar-Es-Salaam, Tanzania

Website: www.utmps.com
Email: tanzania@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Mr Imad & Fatima Al Heyari  

TANZANIA

VIETNAM

ELITE LAW FIRM
ELITE LAW FIRM is very pleased to assist our
esteemed clients in Registration of their Intellectual
property rights Safely, Effectively and Handle IP Rights
disputes Quickly So that Clients can Do Business
Strongly and Successfully Develop.

Tel: (+84) 243 7373051
Hotline: (+84) 988 746527
Website: https://lawfirmelite.com/
Email: info@lawfirmelite.com
Contact: Nguyen Tran Tuyen (Mr.)

Patent & Trademark Attorney
tuyen@lawfirmelite.com

Hoang Thanh Hong (Ms.) 
Manager of IP Division
honght@lawfirmelite.com

TÜRK�YE

Destek Patent
Destek Patent was established in 1983 and has been
a pioneer in the field of Intellectual Property Rights,
providing consultancy services in trademark, patent
and design registrations for almost 40 years.
Destek Patent provides its clients with excellence in 
IP consultancy through its 16 offices located in
Türkiy e, Switzerland, Kazakhstan, UAE and the UK.
Besides its own offices, Destek Patent also provides
IP services in 200 jurisdictions via its partners and
associates.

Address: Spine Tower Saat Sokak No: 5 Kat:13 
Maslak-Sarıyer / �stanbul - 34485 Türkiye

Tel: +90 212 329 00 00
Website: www.destekpatent.com
Email: global@destekpatent.com
Contact: Simay Akbaş

(simay.akbas@destekpatent.com
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MEXICO

Industrial and
Intellectual Property

Litigation

Licensing 
Enforcement

Entertainment 
and Sport Law

Copyrights

Enrique A. Diaz  ediaz@goodrichriquelme.com  (5255) 5525 1422

Jaime Delgado  jdelgado@goodrichriquelme.com  (5255) 5207 5324

Juan Carlos Suarez  jcsuarez@goodrichriquelme.com  (5255) 5207 9261

Guillermo Sosa              gsosa@goodrichriquelme.com             (5255) 5207 7561

Paseo de la Reforma 265, M2
Col. y Del. Cuauhtemoc, 06500 Mexico, D.F.
Tel. (5255) 5533 0040, Fax. (5255) 5207 3150

e-mail: mailcentral@goodrichriquelme.com
website: www.goodrichriquelme.com
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