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welcome

W

elcome to our AIPPI World Congress special edition – we are pleased to
be back at an in-person meeting and hope everyone attending enjoys the
event. Wherever you are reading from, this issue is jampacked with

industry hot topics.
With technological developments scaling at a rate like never before for components
in automotive processes, it comes as no surprise that access to protected technology
is needed during innovation in this field. Our cover story this issue addresses SEP

“

licensing and litigation in the automotive field.
Our guest interview this issue is with David
Marques, discussing the oncology patent

Our cover
story this issue
addresses SEP
licensing and
litigation in the
automotive field.

”

landscape.
Spurred on by the recent controls over IP in
reaction to the Russian and Ukraine conflict, we
have a timely evaluation of the use of patents as
weapons during times of war. One not to miss!
In addition, we have a review of the new era of
GUI design in China, an update on the recent
changes to Japanese IP law, an update on the
Unitary Patent plus the future of FRAND
disputes at the UPC, and a review of registration
term in Mexico.
This AND more!
Our Women in IP Leadership segment this

issue is kindly sponsored by HGF.

Do you find yourself often stressed at work? Find out more about stress and
burnout in the sector in our special feature with Legatics and Pinsent Masons.
Don’t forget to subscribe to our newsletter to stay up to date with the latest IP news.
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Road to the future: SEP
licensing and litigation
in the automotive field
Shaobin Zhu & Bo Tang, Morgan Lewis & Bockius LLP, address the advances
in vehicular technology and the correlating increase in standard-essential
patent licensing and litigation in the automotive industry for continued
innovation and protection of these enhancements.
The future of mobility calls for
increasingly connected vehicles
Today, emerging vehicular technologies such as
automated driving, electric vehicles, and shared
mobility have offered a few glimpses of the
future of mobility, which involves autonomous,
connected, electric, and shared vehicles. To
facilitate such a development, a car is increasingly
equipped with devices allowing it to communicate
with systems inside and outside of the car, thus
enabling the integration of communications,
control, and information processing across all

aspects of the transportation system (e.g., the
vehicle, the infrastructure, and the driver or
user).
While the advances of various vehicular
technologies bring us a more convenient and
enjoyable transportation experience, the ever
more electric, automated, and connected vehicles
also increasingly subject car manufacturers to
licensing and litigation related to standardessential patents (SEPs).

Emerging vehicular technologies
are subject to SEP licensing and
potential litigation
The electrification, automation, and connectivity
of a vehicle rely heavily on various technology
standards. Such technology standards may
include 4G/5G, WiFi, Bluetooth, and near-field
communication (NFC) for wireless communication;

Osamu Yamamoto:
Partner, Yuasa & Hara.
Japan
Osamu is a patent attorney specializing
in the fields of biotechnology,
pharmaceuticals and diagnostics. Osamu
is extensively experienced in all aspect of
patent issues in these technical fields.
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SEP IN AUTOMOTIVE INDUSTRY

Ken Adamo – Principal,
Law Offices of KRAdamo.
United States

SEP IN AUTOMOTIVE INDUSTRY

such as V2I (vehicle-to-infrastructure), V2N
(vehicle-to-network), V2V (vehicle-to-vehicle),
V2P (vehicle-to-pedestrian), and V2D (vehicleto-device). Today, V2X communication has been
standardized by IEEE 802.11p standards for
Wireless Local Area Networks (WLAN) based
V2X and 3GPP standards for cellular V2X.
As a result of implementing standardized
technologies, a connected vehicle is increasingly
subject to SEPs associated with the technology
standards. Consequently, the automotive industry
now must consider the issues arising in connection
with SEP licensing so car manufacturers can
benefit from the patented innovations contributed
to standards bodies by SEP owners.

Shaobin Zhu

Major players in SEP licensing
in the automotive eld

Résumés
Shaobin Zhu is a partner at Morgan,
Lewis & Bockius LLP where he advises
on intellectual property litigation
in US district courts and Section 337
investigations at the US International
Trade Commission. Working out of the
firm’s Silicon Valley and Shanghai offices,
Shaobin has helped dozens of Chinese
clients successfully resolve their IP
disputes in the US as well as guide
clients through all stages of patent
prosecution and invalidation in the
USPTO. Additionally, Shaobin handles
matters relating to a variety of
technologies, including computer
software, telecommunications,
smartphones, AI, IoT, semiconductors,
video processing, Internet television,
LEDs, wearable devices, robotics, 3D
printing, consumer electronics, and
related electronics.
Bo Tang is an associate at Morgan, Lewis
& Bockius LLP where he focuses on
intellectual property law, including
patent infringement and invalidity
proceedings, patent prosecution, due
diligence concerning IP issues in
transactions, and IP licensing, mainly
involving electrical and software
technologies. He specializes in a variety
of technologies, including AI, 5G NR, 4G
LTE, semiconductor, autonomous
driving, blockchain, digital circuits,
operating systems, database systems,
and electronic devices. Resident in the
Shanghai office, Bo has worked
extensively with companies and
organizations in the US, China, Europe,
and Singapore, including a number of
Fortune 500 companies.
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For a while, many of the owners of SEPs in
the automotive field were companies that stood
historically in the information, communications,
and telecommunication (ICT) industry. However,
traditional automobile companies are gradually
catching up and playing an active role in the
standardization of connectivity technologies for
vehicles by declaring a substantial number of
their patents as SEPs for such technologies.
It is worth noting that many owners of SEPs in
the automotive field have joined a patent pool
called Avanci, which specializes in licensing
wireless standards (e.g., eCall, 3G, 4G, and 5G) to
the automotive industry. According to Avanci’s
website, around 65 million vehicles have been
licensed through its licensing programs so far.

Bo Tang

Current state of SEP licensing and
litigation in the automotive eld

“

The
automotive
industry
now must
consider
the issues
arising in
connection
with SEP
licensing.

”

As the automotive industry enters into a new
world of electric, automated, and connected
vehicles, some SEP holders have started to
seek licensing royalties from car manufactures.
Some car manufactures who are not used to
paying for SEP licensing royalties are slow to
embrace such a paradigm shift. As SEP licensing
issues become more prominent in the
automotive sector, SEP owners and potential
licensees have started to ask courts in Europe
and the United States to resolve their differences.
In the ICT industry, it is customary for SEP
holders to grant licenses at the end-product
level, e.g., at the level of a smartphone. There is
precedent for licensing at the end-product level
in the ICT sector, as a smartphone relies heavily
on the implementation of the standards covered
by the SEPs to realize its functions. But some car
manufactures argue that SEPs should be
licensed at the component level rather than at
the end-product level in the automotive sector
because the connectivity of the end-product
(i.e., a car) is a nice-to-have feature rather than

CTC Legal Media

something that the car relies on to perform
its primary functions, which is passenger
transportation.
One high-profile SEP licensing dispute in the
automotive sector is between Nokia and Daimler.
In 2019, Nokia sued Daimler for infringement of
several SEPs in German courts. One of the main
arguments put up by Daimler and its suppliers
is that Nokia’s licensing activity is not FRAND
because Nokia refused to offer a license to
Daimler’s suppliers. In late 2020, a couple of
German courts ruled separately in favor of
Nokia, finding that Daimler infringed two Nokia
SEPs, and issued Germany-wide injunctions on
Mercedes sales. The injunctions were never
enforced. On June 1, 2021, Nokia and Daimler
announced the settlement of their SEP licensing
dispute. The confidential settlement includes
Daimler taking a license to Nokia’s portfolio of
wireless communications SEPs.
Before the settlement was reached, a German
court referred a series of questions to the Court
of Justice of the European Union (CJEU),
including who in the supply chain is entitled to
a FRAND license. With the settlement between
Nokia and Daimler, the CJEU did not have a
chance to rule on this issue.
While Nokia and Daimler were busy trying to
resolve their differences in German courts, auto
parts supplier Continental took their aggrievance
against Avanci to the courts in the United States,
mainly arguing that Avanci’s refusal to grant a
license to Continental as a component
manufacturer on FRAND terms constituted
anticompetitive conduct in violation of the
Sherman Antitrust Act. This effort by Continental
did not make headway. By order dated June 21,
2022, the US Court of Appeals for the Fifth
Circuit affirmed a district court ruling dismissing
Continental’s suit for failing to state claims
under the antitrust laws.

Trend and strategy
Some in the automotive sector continue to
assert that details of FRAND law are unsettled
and they claim to face high stakes in SEP licensing
disputes. As SEP licensing in the automotive
sector grows there may be continuing instances
in which FRAND issues will be addressed
through litigation and legislative activities
around the world.
Courts have provided guidance already
concerning processes for good faith FRAND
licensing. This includes cases in the US and a
2015 decision by the CJEU. These court decisions,
although not specifically directed to the automotive
sector, should provide guidance for automotive
sector SEP licensing. The ultimate goal, of course,
is for SEP owners and otherwise infringing
standards implementers to reach an SEP

CTC Legal Media

“

It is worth
noting
that many
owners of
SEPs in the
automotive
field have
joined
a patent
pool called
Avanci,
which
specializes
in licensing
wireless
standards
(e.g., eCall,
3G, 4G, and
5G) to the
automotive
industry.

”

licensing agreement through commercial
negotiations that makes economic sense for
both sides in an efficient manner. When that
goal is unattainable, even where both parties
act in good faith, as is the case outside the
automotive sector, the parties may resort to
judicial or arbitral determinations of FRAND
license terms.
Since there are relatively few SEP licenses
taken by automotive companies and SEP
licensing in this sector is arguably different from
SEP licensing in the ICT industry, early licenses
and litigation may have an outsized impact on
FRAND licensing frameworks and royalty rates
for the automotive industry. For example, the
settlement between Nokia and Daimler and the
rejection of Continental’s complaints in the
courts in the United States may nudge car
manufactures to be more acquiescent towards
taking SEP licenses by themselves rather than
upstream suppliers.
Once parties fail to reach a licensing agreement
through negotiation and decide to go to court or
arbitration to settle their discord, venue is
probably one of the most important issues to
consider. Since patents are territorial rights,
parties need to go to courts in each country or
region that they care about to settle their SEP
licensing disputes. That would be a laborious
and costly process. However, the Supreme
Court of the United Kingdom held in a decision
in 2020 that the UK courts are able and willing
to determine the terms of a global FRAND
license. Some landmark cases coming out of
the courts in China and in the United States
have indicated that they also are willing to set
global FRAND rates. Parties may seek to bring
their FRAND lawsuits in these countries in order
to avoid the cost and hassle of litigating in each
jurisdiction separately.
In addition to convenience and efficiency,
parties also need to pay close attention to their
likelihood of success in a particular venue. For
example, it is relatively easier for an SEP holder
to get a German court to issue an injunction if
the patent is infringed and the FRAND defense
of the other side fails, as manifested by the
disputes mentioned above. Such an injunction
is an important tool for SEP holders’ protection
of their very risky investment in R&D leading to
SEPs, and to their incentive to contribute such
innovation to standards, which would be
undermined if implementers were permitted to
continue infringing the SEPs.
Potential licensees, on the other hand, may
want to bring SEP licensing disputes in countries
where courts are less likely to issue injunctions
and may even issue anti-injunction orders that
stop SEP holders from enforcing injunctions
obtained in other jurisdictions until the dispute

THE PATENT LAWYER
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Advanced Video Coding (AVC), High Efficiency
Video Coding (HEVC), and Versatile Video Coding
(VVC) for video compression; Digital Video
Broadcasting (DVB) for digital television; IEC
61851 for electric vehicle conductive charging,
Qi for wireless charging; radio-frequency
identification (RFID); and many others.
An important part of vehicle connectivity is
vehicle-to-everything (V2X) communication,
which is the communication between a vehicle
and any entity that may affect, or may be
affected by, the vehicle. V2X incorporates other
more specific types of vehicular communication

SEP IN AUTOMOTIVE INDUSTRY

is resolved in a court where a case is originally
brought. For example, the US Court of Appeals
for the Ninth Circuit affirmed an anti-suit
injunction in a FRAND contract dispute in 2012,
barring the SEP owner from enforcing an
injunction from a German court until the US
court could resolve the parties’ FRAND dispute.
The Ninth Circuit’s decision was based on the
global nature of the SEP license at issue.
The continued growth of Avanci is another
phenomenon the automotive industry needs to
take into account in connection with SEP
licensing. As a patent pool with a sizeable SEP
portfolio, Avanci offers increased licensing
efficiency and reduces disputes. However,
Avanci is far from a one-stop shop as it does not
cover all SEPs, nor does it cover all standardized
technologies that a car maker may need. Moreover,
if a carmaker decides to subscribe to an Avanci
licensing program and also wants to crosslicense its patents to the licensors behind the
Avanci licensing program, it will need to develop
its own licensing program to deal with the crosslicensing part of the transaction separately.
In conclusion, there are many potential
questions related to SEP licensing in the
automotive industry. We urge parties involved
to act prudently and judiciously, as their actions

“

Parties also
need to
pay close
attention
to their
likelihood of
success in
a particular
venue.

may have far-reaching impact on shaping the
landscape of SEP licensing in the automotive
sector. Though two things are certain: the
importance of the technologies covered by
SEPs to each vehicle will continue to grow, and
the impact of SEP licensing on the automotive
industry will grow accordingly.

”
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PATENTS IN TIMES OF WAR

Vítor Sérgio Moreira & Anna Shcherbyna of Inventa focus on the role of
patents during times of war, focusing on their use as weapons from World
War I to the present.

A

fierce battle broke out in the IP field
because of the war in Ukraine. The
Russian Government issued Decree No.
299, dated March 6th, 2022, which allows
national companies or individuals to use
inventions, utility models and industrial designs,
belonging to “unfriendly countries” of Russia,
without owner permission or compensation. Its
aftermath may result in deep uncertainty
regarding the enforcement of IP rights in Russia.
Patent applicants should strongly consider their
strategies concerning the protection of their
inventions in Russia, since if they do apply, their
rights may be subject to an expropriation. If they
do not apply, they may lose their exclusive
rights to their inventions in the Russian market.
Considering that patents involve precious
technological information and are valuable
intangible assets, this article focuses on the role
of patents in war times and particularly on how
these have been used as war and economic
weapons from World War I (WWI) to the present.

Vítor Sérgio Moreira

Historical parallels
WWI began after Paris Convention (PC) was
adopted in 1883. The PC was the first major step
taken to help inventors to ensure that their
patent applications were protected in other
countries and was based on several principles
that remain until today. One of these principles
is the right of priority, which allows applicants to
claim the original patent filing date within
12 months in other Contracting States, assuring
that the novelty requirement is evaluated
considering the priority date.
WWI caused a decrease in the filing of patent
applications in several belligerent countries.
Considering the technological means of
communication available, the patent agents
had difficulties in communicating with
colleagues from other countries, resulting in
delays in the prosecution of patent applications.
During WWI, the priority right wasc extended,
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Anna Shcherbyna

allowing the applicants more time to make their
decisions.
During WWI, sanctions regarding seizing
patents from enemy (or hostile) countries were
adopted by the belligerent countries. For
example, the USA seized over 4,000 enemy
patents, and, although German and the AustroHungarian Empire formally raised similar
sanctions, a smaller number of enemy patents
were seized for these countries. Amongst the
patents seized by the USA, there were the
Bayer’s patents in the USA, which were confiscated
by the Americans in 1917. These sanctions
against the German company Bayer were
motivated by its production of war materials,
including explosives and chemical weapons.
Moreover, Bayer’s Russian subsidiary was
expropriated as a result of the Russian Revolution.
World War II (WWII) triggered similar sanctions.
The USA, for instance, issued the Alien Property
Custodian (APC), which demanded the US Patent
Office seize almost 3,000 pending patents from
nationals of the enemy and enemy- occupied
countries, to provide technologies developed
by the enemies to the American Industry.
The expropriation of patents of the German
pharmaceutical laboratories of the I.G. Farbenkonzern, a subsidiary of the Farbwerke Hoechst,
is an example of practical sanctions prompted
by the US government after WWII ended. The
I.G. Farbenkonzern had been developing several
opioid analgesic drugs before and during WWII,
and several pharmacological tests had been
carried out during WWII, but in the aftermath
of the German defeat, the patents of the
I.G. Farbenkonzern were requisitioned and
expropriated by the allied forces. Methadone
was a drug comprised in the scope of protection of
said seized patents, and several pharmaceutical
companies were able to purchase the rights for
commercial production of methadone for just
one dollar after approval of the commercialization
of methadone in 1947.
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The patent’s technological information is a
strategic asset during war times. It is worth
recalling the efforts of the German Patent Office
(GPO), in the later years of WWII, to keep safe its
patent database.
About 320,000 paper files of patent
applications were evacuated to Heringen, a
small town located about 170 km northeast
from Frankfurt am Main,c by the Germans, to
avoid scientific information from being captured
by enemy forces. The patent files were carefully
stored 600 meters underground in a potash
mine but were discovered by American troops
after German capitulation.
Subsequently, the swastika printed on the
German patent applications was removed from
at least 120,000 public patent files, as shown in
the central image of figure 2, wherein it is also
possible to see the GPO’s logo before the Nazi
regime (left image) and the West German Patent
Office’s logo (right image), established in 1948.

War in Ukraine VS Patent System
The modern Patent Offices process most patent
applications by digital means. Certainly, their
main concerns in the current war situation are
related to safeguarding the digital files with
proper backups and protecting their computer
systems from cyber-attacks, particularlyctaking
special protection actions forc unpublished
patent applications. Bearing in mind the set of
sanctions imposed on Russia, it would be no
surprise if the Western Patent Offices blocked
access to IPs (internet protocols) addresses
located in Russia. Moreover, it is expectable that
defensive measures, such as reinforcement of
firewalls, will be provided.
Returning the discussion to the impacts of the
Decree No. 299, let’s evaluate the patenting
activity of the main West economic powers
before the ROSPATENT and before the Eurasian
Patent Office (EAPO), which has the Russian
Federation as its main member, disclaiming that
the most recent patent applications are yet
unpublished.
195,878 patent families were published from
2001 to 2019 having an earliest priority country
origin in the following jurisdictions: European
Patent Office (EPO), USA, United Kingdom,
France, or Germany, wherein said patent
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applications were filed before ROSPAT or EAPO
may be originatedc from “unfriendly countries,
according to Decree Nº 299.c
The top five assignees are: Ford Global
Technologies (an American automobile
manufacturer), Basf (a German chemical
company), Qualcomm (an American corporation),
Bayer (a German pharmaceutical and life sciences
company), and Safran (a French aircraft engine).
On the other hand, in the same period, only
10,570 patent families having an earliest priority
country with origin in Russia or the EAPO were
published by the EPO and/or by the National
Patent Offices from said “unfriendly countries”,
which is almost 19 times smaller than the
number cited in the previous paragraph. The top
five assignees are: Samsung Electronics (a
South Korean electronics corporation), Yandex
Europe (a Russian online search portal and
other IT services), Schlumber Technology (an
American oilfield services company), AO
Kaspersky (a Russian provider of systems
protecting computers against digital threats),
and Ajinomoto Co. (a Japanese food and
biotechnology corporation).
Summarily, the war disputed in the theatre of
IP rights may have several developments. In the
short term, the huge portfolio of patents held by
“unfriendly countries” would be used by Russian
economic agents, which would not have to pay
any royalties to the original owners according to
Decree No. 299. On the contrary, if said
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“unfriendly countries” decide to retaliate with
similar sanctions, this would probably result in a
significantly lower impact on Russia. The reason
for this is based on the relatively lower number
of pending patent applications or active granted
patents, originating from Russian and filed in
Western countries. Besides, a significant
fraction of patents originating from Russia is
owned by subsidiaries of Western, South-Korean,
or Japanese multinationals, based in Russia, so,
retaliations against this set of patents would not
make sense.

by national economic agents may also be
insufficient for the necessary research to
overcome the lack of know-how, occasionally
absent in patent specifications. Nevertheless,
even if Russia manages to develop new
technologies based on patents originating from
“unfriendly countries”, the loss of Russia’s
reputation in the international community and
the limited markets for exporting or importing,
may result in a long-time frame for Russia to
recover investments in new technologies or
even make these policies sustainable.

Conclusion

Endnotes:
• Nicolas CHACHEREAU, Gabriel GALVEZBEHAR, “The International Patent System
and the First World War”. Access here.
• World Patent Information, Vol. 29, Issue 4,
December 2007, Pages 339-345
• Ralf Gerlach©: A Brief Overview on the
Discovery of Methadone. INDRO e.V. Münster
2004. Access here.

The pillars of the Patent System, namely the
national treatment and the acknowledgement
of the patents as inviolable private properties
are often struck down during war times. Patents
are used more as tactical weapons to weaken
the enemy’s economy.
The Decree No. 299, issued by the Russian
Federation, enables the expropriation of new
technologies by the Russian economic agents
and may boost technological advances in the
consolidated industries of Russia, such as oil
and gas industries.
It is also possible that Russian authorities
use this broad spectrum of expropriated
technologies to improve some crucial technical
fields, which are still undeveloped in the country.
However, the economic sanctions raised by the
Western powers promote continuous isolation
of Russia’s economy. Sanctions will limit Russia’s
capacity for production and reduce foreign
investments. The potential for investments
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CLARIVATE INTERVIEW

The Patent Lawyer sits down with David Marques, Principal Consultant,
Litigation Products & Strategy at Clarivate, to ask questions about the
recent report, discussing litigation actions, jurisdiction strategy and
highlighted opportunities.

David Marques

Résumé
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Where does patent litigation take place in
this sector?
Everywhere, and I think that’s the beauty of the
survey and the data. For instance, patent

of Litigation Content Curation-Patents and Molly
Bowman, Editorial Director, Generic & Investigational
Drugs, Life Sciences. Together, we extracted the
most interesting pieces of data, which would be
of most interest to our customers, from the
wealth of data we have, highlighting these
findings in the report.

David, can you start by introducing yourself
and your role at Clarivate? And what role did
you play in the survey?
I am Principal Consultant and Product Manager
at Clarivate for litigation products. I lead the
development of new technologies and risk
indicators based on litigation data.
I co-authored this report along with my Clarivate
colleagues Eric Sergheraert, Global Head of
Litigation Content Curation, Lucie Talichet, Head

David Marques is a legal analyst and IP
consultant, specializing in litigation
information, trends and data. At Clarivate,
David drives the product vision
concerning new platforms and
algorithms that leverage litigation data to
assist companies in their risk assessment,
competition analysis and litigation
strategy. Recently, David has been
leading the development and integration
of AI-based microservices which provide
accurate legal risk analysis and data in
the context of IP filing and prosecution.

What did the survey find to be the most
strategic choices for litigating patents in this
area?
This depends on what the goals are for a
specific company. Different strategies mean
different strategic choices. For instance, the
data reveals that there are specific countries
with faster procedures and with a very good

“

likelihood of revoking a patent. If you are a
generic manufacturer aiming to quickly invalidate
a patent, those jurisdictions are quick wins.
An example of that would be South Korea or
mainland China as both have very fast
procedures and very high rates of revocation.
Then you have the reverse for patent holders.
Patent holders want to assert their rights, they
want to file for infringements and having fast
procedures here, again, is always a bonus. If
there is anything that any IP jurisdiction can
invest in, it’s fast procedures. Companies love
that because time is also an impactful cost. Fast
procedures and patentee-friendly countries are
a bonus to patent holders, an example of these
would be India or Germany. In the survey we
found certain patterns that reveal very good
locations for specific strategies. Companies that
are aware of this, do take advantage of it –
others may not have enough visibility to do so.

1

https://pubmed.ncbi.nlm.
nih.gov/32120274/

Can you explain what the survey set out to
achieve?
The main purpose of the survey was to provide
visibility on what’s happening on a global scale in
the sector. We know that there are many studies
carried out locally, but we wanted to give this a
global view, something that our customers can
rely on to make an assessment of what is
happening worldwide.
Intellectual Property litigation is a global
phenomenon. Our target readers, IP managers
and IP counsels, are focusing on their own country
and likely missing out on a lot of the activity out
there. Without looking outwards, their strategy
is not complete as they are missing out on
opportunities and threats. We wanted to provide
visibility and we chose oncology for this study
due to its competitive position in the market.
Why do you think oncology treatments are
such competitive spaces in R&D?
I think it all starts with the cost of cancer. There
was a study some time ago that found that the
cost of cancer in Europe was around 200 billion
Euros.1 This is the cost of cancer to society and,
as a society, there is a need to invest in this
healthcare issue which in turn creates a market
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Revealing insights on the
oncology patent landscape to
drive litigation strategy – an
interview with David Marques

for all these entities to explore. In this huge
market, that is exposed by this cost to society,
many companies can come into play which
explains why almost 60% of our R&D costs are in
oncology. That is very relevant.
In the report, we connected oncology’s
competitiveness to the market trends, but we
could easily have connected it to litigation trends
because we can see a growing number of
companies filing Paragraph IV in the US and
patent challenges all over the world. That in
itself is already a sign of a healthy ecosystem, of
a competitive space in which the value of
intellectual property is getting more and more
ingrained in the minds of the market agents which was not the case 15 or 20 years ago.

CLARIVATE INTERVIEW

challenges, when you are trying to invalidate or
revoke a patent, happen everywhere with a big
portion being filed in Europe, the US, China,
South Korea, Japan, Brazil, and India - all major
markets are quite well represented.
We do see more patent challenges activity in
Europe, at the EPO and in the national jurisdictions,
but then again, it’s more than 30 countries that
you have to file in to protect your patent - it’s
expected that you’ll see more activity there.
The reverse happens for infringement: you
don’t have so much diversity in terms of
geographical locations, with two-thirds taking
part in the US and only one-third outside the US.
In the US, the Paragraph IV Certification
framework has a large impact on the numbers
of cases filed, along with the size of the market
and the potential for high damage awards.
In any case, the interesting point concerning
infringement cases is not so much that twothirds of it takes place in the US, it’s actually
more that one-third of it doesn’t. For some
market agents, especially those based in the
US, sometimes this comes as a surprise - they
have no idea that there is this whole activity
happening outside in foreign countries.
Marketing agents need to be able to track
opportunities and threats, understand which
markets would be available to explore, and
keep track of all the events that are taking place
in the life sciences field.
Where are infringement litigation actions
most likely to be successful?
When we talk of success, we often look at the
time to injunction and win rates. According to
the data, the best places, those where a case is
most likely to be successful, are India and
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Germany. Germany has a very attractive framework for patent holders to litigate because of its
fast procedures, it is very patentee-friendly, and it
has a bifurcated legal system. Therefore countries
like Germany and India that have these specific
contexts, are very attractive for companies to
litigate in.
This may seem counterintuitive because most
of the litigation, when it comes to infringement,
does happen in the US but this doesn’t mean
that it is the most successful market. The
numbers are higher because of the size of the
market in the US, but also likely because of
Paragraph IV Certification. Companies might also
be more comfortable doing business in the US
as many companies are already incorporated in
the market – they do most of their litigation
there and it has become the norm, I would say.
What jurisdictions should patent owners
focus on to protect their IP through
enforcement in this sector and why?
Pharma companies tend to do a very good job at
filing everywhere. But when it comes to enforcing
their rights, it is always a strategical decision on
a case-by-case basis. Companies need to take
into account monetary costs, costs with time,
likelihood of success, and risks that may come
from the legal system, even reputational risks.
The conclusion I can draw from the survey is
that companies can use the data to support this
decision-making process. They can see that there
are certain jurisdictions where the risks and the
costs are going to be lower and for those, it is
likely to be a very easy decision. Then there are
not so clear-cut cases, so maybe the likelihood
of success is not so great or maybe there are
some time costs associated and there the
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Where can patent owners pursue the most
successful invalidity actions in this sector?
Looking at the report, it would be South Korea,
China and India. I want to highlight the fact that
the number of cases has been rising steadily
over the years in these countries and the number
of factors which enforce or challenge patents
has also been rising.
I think that any jurisdiction that really wants to
have a role in intellectual property and gain the
confidence of international or foreign players in
the market needs to provide fast and transparent
proceedings with a certain degree of legal
certainty. I think that South Korea, China and
India have done exactly that - they’ve been
investing a lot in gaining the confidence of
foreign markets to take them as major players in
the intellectual property world. Part of that has
been through the invalidity actions due to the
fact that it’s easy to file an action, they tend to
be very opponent-friendly. It may still be a work
in progress, but it is working well for those
jurisdictions.
Were there any results from the survey that
you found surprising?
Seeing these results and pieces of data in
writing for the first time has been great. We see
in the legal field especially, that sometimes you
have experience with something, but you haven’t
seen it in reports. For example, even though we
know that India is rising in the field of pharmaceuticals, in terms of numbers of companies
and products, it’s good to see that, and it’s
surprising in a way, that the number of litigations,
Paragraph IV Certifications litigations filed and
the rise of India in the litigation world, it’s really
going up. That’s one of the aspects that I would
highlight.
Something else, maybe not surprising but
interesting, is that certain jurisdictions are really
investing a lot in making their procedures faster.
We have seen that when comparing the time for
procedures in each jurisdiction. For instance, the
duration of challenges in mainland China is
eight months - that’s super fast! In comparison,
at the EPO it’s around 22 months. This provides
a reality check too to some western jurisdictions
on how the processes are being done and how
long they take and how much it costs to
stakeholders because time is money.
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What was your key takeaway from the survey
for litigating patents in order to bring a
generic drug to the market?
The key takeaway I would say is visibility.
Visibility is a must in the field of patent litigation
especially because patent protection and
enforcement is a very international affair.
Multijurisdictional litigation is becoming ever
more common, patent laws don’t diverge that
much from country to country meaning that
they tend to follow the same rules on
inventiveness or novelty etc. Therefore, when
you challenge a patent in jurisdiction A it is likely
that the reasons that were found to have this
patent invalidated will be the same for the
country B, C, and D which gives a lot of strength.
Visibility is also the ability to identify threats
and opportunities, especially opportunities for
generic companies, like being aware of what
kind of litigation is ongoing where and when so
that they can prepare to take advantage of that.
Not all countries have the same advantages,
and that is why partnering with experts that can
provide this visibility can be an advantage.
What opportunities were highlighted by the
survey?
Here we have again multiple perspectives. If I was
looking at the report as a generic manufacturer,
I would see that there are jurisdictions where
filing challenges is easier, it’s fast, and so they
tend to be markets in which I could challenge my
competitors more easily and pay more attention
to them, perhaps make risk assessments which
tend to be more favorable.
If I’m a patent holder I know that those
jurisdictions would represent a danger and that
maybe jurisdictions like Germany and India will
be a bit better when it comes to enforcing my
rights outside of the US.
Then of course you have the perspective of
law firms and how they can help their customers.
Here I think the conclusion is, especially for law
firms, understanding that they can expand their
risk assessment and increase the value of the
services they can provide for their customers
by strategizing with the global litigation data,
supporting their counsel or their conclusions.
This will enable them to provide the next level
of support to their customers.
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company will probably want to use other data to
understand what the behaviors or the trends for
a specific court are. Companies should look to
understand the reversal rate and the impact of
the appeal. Companies should try to use data to
help support decision-making on whether to
enforce patent rights or not as much as possible.

GRAPHIC USER INTERFACE

A new era of GUI
design in China
Lunwei Huang, Partner at Beijing Sanyou Intellectual Property Agency
Ltd., examines the development of design patent involving graphic user
interface in China, from both the patenting side and the enforcing side.
Two stories to the stark contrary

A

t the very end of 2021, Shanghai IP court,
which is a court specially set up for
dealing with IP related affairs in this
major Chinese city, decided a design patent
infringement case involving a graphic user
interface, i.e., GUI, design in favor of the patentee.
This decision sparked wows in China’s IP society,
and at least in my view, signifies a new era of
GUI design in China.
As shown in Figure 1, the design patent
involved is directed to an input method for
mobile phones, in which a dynamic progress bar
and golden coin graphics
are arranged to indicate
the amount of input by
the user, so as to make
the key input by the
user more interesting and
amusing. The defendant
developed an input method
APP for mobile phones and
provided the APP online
for users to download.
The APP was accused by
the patentee to have a
similar GUI to the registered
design and the case was brought to the
Shanghai IP court.
What is tricky here is that, in China GUI per se
is not patentable, and a GUI must be integrated
with a physical product to form an eligible
subject matter for a design patent. As a definition
provided in the Chinese patent law, designs
mean, with respect to a product, new designs of
the shape, pattern, or the combination thereof,
or the combination of the color with shape and
pattern, which are rich in aesthetic appeal and
are fit for industrial application. Just as the
questioned design patent, we can see that the
drawings are shown as a typical mobile phone,
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although essence of the design resides in the
GUI. In addition, the Chinese patent law
stipulated that the extent of protection of a
design patent is determined by the design of
the product as shown in the drawings or
photographs. However, the problem is that the
defendant did not provide or sell mobile phones,
but merely provided an input method APP. The
defendant argued, based on this fact, that it did
not infringe the design patent.
For this aspect, the Shanghai IP court
reasoned that, the allegedly infringing GUI and
the patented GUI are similar in terms of both the
overall layout and the dynamic change process,
there is no substantive difference in the overall
visual effect between the two, therefore the two
belong to similar GUI design. In addition, the
appearance of the mobile phone is customary
and makes no substantive difference to the
overall design. Then the Shanghai IP court came
to a conclusion that the patented design and
the mobile phone including the allegedly
infringing GUI belong to a similar design, and

Résumé
Lunwei Huang is a partner and senior
patent attorney at Beijing Sanyou IP
Agency Ltd., which is a full service IP law
firm founded in 1986 in Beijing, P.R.
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expertise, including patent prosecution,
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that the mobile phone including the allegedly
infringing GUI falls within the scope of the
design patent.
The Shanghai IP court further reasoned that,
in practice, a product including a graphical user
interface is generally provided by different
entities in terms of hardware, operating system
and application software. Although the defendant
did not directly manufacture and sell the
allegedly infringing mobile phone per se, the
design of the allegedly infringing GUI has been
solidified into the allegedly infringing software
through relevant programs. When a user of the
mobile phone normally uses the allegedly
infringing software, merely carrying out routine
operations adapted to the software will
inevitably reproduce the whole dynamic process
of the allegedly infringing graphical user interface,
which is also a consequence expected subjectively
by the defendant. Therefore the allegedly infringing
software plays an irreplaceable substantive role
in the process of a user using the software to
reproduce the appearance of the allegedly
infringing mobile phone. Then the court drew a
conclusion that, providing the application software
is the most significant cause of infringement, it
should be determined that the defendant’s
provision of the allegedly infringing software
constitutes an infringement of the GUI design
patent.
The above reasoning by the Shanghai IP court
cleared a major obstacle in enforcing the GUI
design patent involving a mobile phone or PC,
so that even if a GUI design patent involves a
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physical product, the design patent may be
enforced effectively against an infringer who
does not provide the product per se but provides
merely the GUI or software with the GUI.
While the Shanghai IP court made this
breakthrough in enforcing GUI related design, it
was not the same story before.

The reasoning is that the title of the design is “a
computer with user graphic interface”, and the
patented product is shown as a computer in the
drawings, therefore the protection scope of the
design patent is limited to computers. The court
further reasoned that what the defendant provided
to the users is a software, which is not the design
product, even is not a product of the same or
similar category as the design product. Therefore
the defendant’s software does not fall within the
protection scope of the design patent.
This decision by the Beijing IP court invoked
outcry then that, although GUI can be patented,
it cannot be protected in practice.

The history of China’s GUI design
system

Back to the end of 2017, another major IP
court, the Beijing IP court, decided a very similar
GUI related infringement case. As shown in
Figure 2, the design involved is a GUI for a
computer security software running on a personal
computer, the drawings as filed are shown as a
typical computer monitor with the GUI design.
The patentee sued a software provider for
infringing this design patent. Similarly, the
software provider did not provide computers or
computer monitors, but merely software.
In this case, to the contrary, the Beijing IP
court ruled that the software involved does not
fall within protection scope of the design patent.
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Anyway, from the above two cases, we can see
clearly the progress achieved regarding GUI
design in China in these years. Actually, the
story of China’s GUI design system spans more
extensively than this.
GUI design systems do not have a long history
in China. A fact, perhaps to the surprise of many,
is that GUI had been excluded from scope of
eligible subject matters for design patent before
May 1, 2014. In the Guidelines for Patent Examination
effective before this date, it was explicitly
stipulated that, the pattern displayed after a
product is powered on, for example, the pattern
displayed on the dial of an electronic watch, the
pattern displayed on a mobile phone’s display,
the software interface, etc., do not belong to
eligible subject matters for a design patent. As
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a turn point and a start point of China’s GUI
design system, revised Guidelines for Patent
Examination came into effect as of May 1, 2014,
under which GUIs, more precisely, products
with GUI, became eligible subject matters for
design patents.
In China’s GUI design system, a principle
applicable till now is that it is the product with a
GUI, rather than the GUI per se, being an eligible
subject matter for design patents. At the early
stage of China’s GUI practice, the Chinese
patent office stuck strictly to this principle and
required the applicant to submit six side views
for a GUI-related design application, and this is
the reason why the drawings involved in the
afore-introduced two stories are shown as a
mobile phone or computer monitor.
In such a case, a problem arose, just as the
decision by the Beijing IP court introduced above,
there emerged a gap between the patenting
side and the enforcement side. We know that
for a GUI-related design, the innovation resides
usually in the GUI per se, but not in the shape or
appearance of the related physical product.
Moreover, the GUI can be applied to any applicable
product. However, since the drawings as filed
are shown as a specific product, in the early
years of China’s GUI design system and at least
in some courts’ opinion, the scope of the design
patent is limited to this specific product.
This situation was changed in the end of 2019,
when CNIPA released a revised version of the
Guidelines for Patent Examination which includes
a major change to examination criteria for the
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GUI related design applications. According to the
revised Guidelines, for those design applications
with key point
residing in merely
the graphic user
interface, it is no
longer necessary to
submit six side views
of the related product.
Instead, it is allowed
to submit only a view
showing a display
including the GUI.
Taking Figure 1
involved in the above
introduced case as
an example, it is
allowable to submit
a view exemplarily
illustrated in Figure 3, instead of views showing
a whole mobile phone. This is huge progress, as
in this case the scope of the GUI design is in
effect not limited to a specific product but can
cover any anticipative products, therefore the
predicament involved in the above case
introduced in conjunction with Figure 2 can be
avoided fundamentally.
What is worth mentioning is, the principle that
it is the product with a GUI, rather than the GUI
per se, being an eligible subject matter for
design patent still applies. However, allowing
the submission of views of a display including
the GUI is actually a workaround of this principle.
“Display” in this context is a physical device for
presenting information or graphics to a user,
and therefore is an eligible subject matter for
design patents. On the other hand, just as
illustrated in Figure 3, it is not necessary to
provide any details of the physical display device,
instead the display can be simply represented
by a frame. In this way, the scope of the GUI
design is not limited by the physical display
device, but merely by the GUI.
It is still not the whole story. On June 1, 2021,
the newly amended Chinese Patent Law came
into force. In this new patent law, partial design
is introduced. Under such a partial design
system, the applicant of the GUI design application
may claim particularly the GUI or even a part of
the GUI, which may make the GUI design even
better targeted.

New era of GUI design in China
So far, we can see a clear trend from the above
stories that the environment for GUI design in
China is getting better, regarding both examination
by CNIPA and trial by the court system. In my
view, we are embracing a new era of GUI design
in China.
Now in China, when we have a new design
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In this new
patent law,
partial
design is
introduced.
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with the key point residing in GUI and plan to file
a design application, it is not necessary to
submit views showing the whole product,
instead it is adequate to submit views of a
display having the GUI. In this way, although the
subject matter of the design is the display, what
is claimed is effectively the GUI per se. Therefore,
the GUI design patent may cover any products
having the same or similar GUI. Even for those
GUI design patents filed in earlier years with
views showing an associated specific product,
the scope thereof may be not limited to such a
specific product, but, as introduced at the beginning
of this article, may cover other products having
the same or similar GUI, at least in some judges’
opinion. Furthermore, such GUI design patents
may even be enforced against infringers who
do not provide physical products but merely
software.
With the introduction of the partial design
system, it is expected that GUI design may get
more conducive to protection of innovations.
GUI can greatly facilitate user’s operation on
devices. With smart devices prevailing nowadays,
GUI is becoming one of the core competitiveness
of device manufacturers. Accordingly, design
application filers are getting more interested in
filing GUI design applications in China. As shown
in Figure 4, the number of registered Chinese
GUI designs continues to grow over time.
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EUROPEAN UNITARY PATENT AND THE UNIFIED PATENT COURT
EUROPEAN UNITARY PATENT AND THE UNIFIED PATENT COURT

On the home straight:
The European Unitary
Patent and the Unified
Patent Court

Fig. 1

By Rainer K. Kuhnen, Senior Partner at Kuhnen & Wacker, summarizes the
Unitary Patent and Unitary Patent Court, whose entry into force is now in
sight, with comparative advice in relation to the existing European bundle
patent.

T

he European Unitary Patent and Unified
Patent Court will create for the first time a
patent and court system in which
inventions will be obtained for many Member
States of the European Union, and then dealt
with uniformly before a court (the Unified Patent
Court). It has been a long road to get here, which
is now turning into the home straight.

Background
The advancing European integration after
the Second World War was also accompanied
by the endeavour to create a genuine single
European market with uniform patents, trademarks
and designs (registered designs) valid for the
entire European Community, now the European
Union. While this goal has now been achieved
for trademarks and designs, this wish has so far
remained unfulfilled for patents.
It is true that there is a European patent (EP
patent) granted by the European Patent Office
with its headquarters in Munich and branches in
The Hague and Berlin, which is granted (or
refused) under a supranational treaty completely
independent of the European Union, the European
Patent Convention (EPC) – sometimes called
the “Munich Convention” after the place where
it was adopted. However, once granted, this EP
patent splits into a bundle of national patents
(hence in jargon and hereafter called a bundle
patent), which must then be enforced by the
patentee individually for each member state
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like traditional national patents. Third parties
who feel disturbed by the bundle patent may
indeed challenge the patent centrally with an
opposition at the European Patent Office within
nine months after publication of the grant. After
that, however, they too are reliant on national
nullity proceedings to be conducted individually
for each member state. This is not only timeconsuming and costly, but also often leads to
divergent results.
Efforts to achieve a genuine Union patent
therefore continued after the EPC came into
force. Although it was still not possible to achieve
a genuine Union patent that was valid and
enforceable for the entire European Union.
However, by way of “enhanced cooperation”, a
European patent with unitary effect (UP) and a
Unified Patent Court (UPC) were created with the
participation of 25 member states of the European
Union. This new patent and court system can
enter into force together as soon as 13 member
states of the European Union, including the three
EU states with the largest number of applications
in 2012, namely Germany, France and Italy have
ratified. This ratification hurdle has been finally
cleared and it is now expected that the EPC will
be able to start its work at the end of 2022 or in
the first half of 2023 at the latest.
The map (Figure 1) shows which states are
participating in the European Patent Convention,
the Unitary Patent and the Unified Patent Court.
Those member states of the European Union
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official languages which were not the language
of proceedings.
The European patent (EP patent) is generally
granted with effect for all member states of the
European Patent Convention (EPC). The 38 member
states of the EPC include not only all 27 member
states of the European Union, but several more

that are also participating in the UPC are shown
in green and are called participating member
states in the following. Spain, Croatia and Poland
(red) are members of the European Union and
the European Patent Convention, but not of the
UPC. States which are members of the European
Patent Convention without being members of
the European Union are shown in blue.

Bundle patent versus Unitary
Patent
Traditional European bundle patents are filed at
the European Patent Office (EPO). The official
languages at the EPO are German, English or
French. The application must therefore be filed
in one of these languages or translated into one
of these languages, which then becomes the
language of the proceedings. The EPO examines
the application and the invention for patentability
and grants a European patent if the examination
is positive. For this purpose, the applicant must
translate the patent claims intended by the EPO
for the grant of the patent into the two other
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(as shown on the map on previous page), such
as the United Kingdom, Switzerland, Norway
and Turkey, to name just a few of the larger states.
The EP patent itself is not enforceable, but
only the national bundle patents resulting from
it. To do this, the patent holder must first
“validate” his patent in the member states in
which he wishes to obtain protection. For this
validation process, depending on the state,
translations of the patent claims or even the
entire patent specification into the respective
national language must be filed within a period
of three months. In some states where a translation
of the claims is sufficient, the description and,
where applicable, textual details in drawings must
be in English if the patent was not published in
English anyway. If a patent proprietor wishes to
validate in all EPC states or at least in the states
participating in the unitary patent, they must
prepare translations in a great many languages
and file them with the respective office.
Furthermore, the patent proprietor must pay the
renewal fees to the respective national office in
the country where they wishes to maintain their
patent. Accordingly, the validation process is
correspondingly time-consuming and expensive.
As indicated above, the term “unitary patent”
is short for “EP patent with unitary effect”. The
European Patent Office is therefore also
responsible for granting unitary patents and the
application goes through the same grant procedure
described above. However, after grant, the patent
proprietor has the additional option of requesting
“unitary effect” for all member states participating
in the unitary patent system. After the patent
has been granted, the applicant/patentee can
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“

On the other
hand, the
disadvantage
is that
flexibility is
lost, because
the unitary
patent can
only be
maintained
in full or not
at all.

”

The Unitary Patent (UPC)
therefore decide whether they wants to have a
bundle patent (bundle of national validations) or
a unitary patent for the participating member
states. For the member states of the European
Patent Convention, they can still have the bundle
patent in addition to the unitary patent (see Fig. 2).
Although the “unitary effect” option therefore
does not transform the EP patent in a “Union
patent”, but provides for a kind of low-cost “common
validation”, as only one translation is required.
In order to choose the “unitary effect” option,
the patent proprietor must declare to the
European Patent Office within one month from
the date of publication of the grant of the patent
that he wishes to have unitary effect and - still
for a transitional period of six years, which may
be extended to 12 years by the participating
member states – file a translation of the description
into English, if the language of the proceedings
was German or French, or into another language
of the European Union, if the language of the
proceedings was English. Renewal fees for the
maintenance of the unitary patent are paid
centrally at the European Patent Office.
The unitary patent thus offers the advantage
that it does not have to be maintained
individually in each participating member state
and does not require a large number of
translations. This significantly reduces the
administrative burden if the patent is to be
maintained in several participating Member
States. Since the renewal fees for the unitary
patent are calculated according to the renewal
fees of the four most selected EPC member
states, there is also a substantial fee saving
compared to protection with bundle patents
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Somewhat surprisingly, the UPC will not only be
responsible for unitary patents, but also for the
traditional European bundle patents already
granted by the European Patent Office. On the
one hand, this is due to the fact that the original
objective was to have a single court for bundle
patents; on the other hand, it is also intended to

“

At the
request of
the parties or
the chamber,
a technically
qualified
judge (in the
technical
field of the
patent) may
be called in
as a fourth
judge.

”

ensure that the UPC is given work from the outset
by also being responsible for bundle patents granted
before the entry into force of the UPC Agreement.
Patent owners of traditional European bundle
patents can therefore file their infringement
action centrally with the future UPC instead of
having to sue individually in all validated member
states, as was previously the case. Likewise, third
parties who feel disturbed by such a patent can
bring their revocation action before the UPC. For
a transitional period of seven years, which can be
extended by the participating member states by
a further seven years to a total of 14 years, such
actions can also be filed with the established
national courts (Art. 83 UPC Agreement).
If a patent proprietor wishes to prevent a
revocation action against their European bundle
patent from being brought before the UPC, they
can make an “opt-out” declaration (Art. 83(3) EPC
Agreement). Then, third parties can not attack
the patent centrally before the UPC, but must
rely, as before, on national revocation proceedings
in each individual participating member state in
which the validated EP patent is in force and in
which they seek a declaration of invalidity. After
an opt-out declaration has been lodged, it is still
possible to withdraw the opt-out, a so-called
opt-back-in. However, this is only possible as
long as no proceedings arising from or against
a national part of the bundle patent in question

Fig. 2
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with at least 16 EU states participating in the UP
system.
On the other hand, the disadvantage is that
flexibility is lost, because the unitary patent can
only be maintained in full or not at all. It is quite
common for a patent proprietor to initially
pursue their European bundle patent in very
many member states. In the course of the
maximum 20-year life of the patent, however,
patent protection is then abandoned for more
and more member states, until in the end often
only two states or even a single state remain. In
such a case, the unitary patent may even end
up being more expensive than a bundle patent.
Furthermore, when deciding between a unitary
patent and a bundle patent, it must be taken
into account that the unitary patent can only be
enforced, or its body of law challenged, at the
UPC. The path to the national courts is then no
longer possible. The proprietor of a unitary patent
therefore always puts “all their eggs in one basket”.

EUROPEAN UNITARY PATENT AND THE UNIFIED PATENT COURT

30

THE PATENT LAWYER

“

It should be
assumed
that as a
rule the
second
instance
is the end
of the
proceedings.

”

to a court of appeal seated in Luxembourg. This
court is always composed of three judges
with legal qualifications and two judges with
technical qualifications, regardless of the
subject matter of the dispute.
The route of an appeal to the Court of Justice
of the European Union (CJE) is only possible in
cases where the Court of Appeal has the
obligation to refer questions on the interpretation
of Union law to the CJE. Opinions differ as to
whether the international agreement on the
UPC is to be considered to as Union law at all.
To be on the safe side, however, it should be
assumed that as a rule the second instance is
the end of the proceedings.

EUROPEAN UNITARY PATENT AND THE UNIFIED PATENT COURT

have become pending.
First, however, the UPC should be briefly
introduced: The UPC is a court of the European
Union with two instances. In the first instance,
there are central divisions and, in participating
Member States, local or regional divisions
(decentralized divisions). However, the
decentralized chambers must not be confused
with the national courts. They are chambers of
the UPC whose judgments are always effective
and enforceable for all participating Member
States. The decentralized chambers are primarily
competent for infringement actions brought by
patent proprietors against defendants from the
European Union who are domiciled in the
participating member state in which the local or
regional chamber is located or in which the
infringement action took place, as well as for
revocation counter claims by the defendant. The
central division is, roughly simplified, competent
for independent revocation actions and
defendants who are not domiciled in a participating
Member State. Regional and local chambers
differ only in that regional chambers are competent
for several states, whereas local chambers are
only competent for their host state. This is
illustrated in Figure 3.
The decentralized chambers are always
composed of three judges with legal training, at
least one of whom must be from a state other
than the host state. If the defendant files a
revocation counter claim, the regional or local
chamber can decide on it. At the request of the
parties or the chamber, a technically qualified
judge (in the technical field of the patent) may
be called in as a fourth judge. Alternatively, the
board may separate the invalidity proceedings
and refer them to the central division. This
separation of proceedings is due to the
influence of the German patent system, in which
more than two thirds of all European patent
infringement proceedings take place and in
which there has always been the so-called
bifurcation principle between infringement and
validity proceedings. However, the author
considers it unlikely that the decentralized
chambers will make extensive use of the latter
possibility. Rather, they are also likely to decide
on the revocation counter claim.
If the decentralized chamber considers the
case to be technically difficult, it may also – and
even without a revocation counterclaim – call
upon a technically qualified judge as a fourth
judge. This can also be suggested by the parties.
In infringement actions, the central division is
composed of two judges with legal qualifications
and one judge with technical qualifications, with
one of the judges with legal qualifications
always presiding.
Appeals against first instance judgments go

Figure 3

Unified Patent Court versus
National Jurisdiction – opt-out or
not opt-out?
Applicants for a European patent application are
thus faced with the choice, after the grant of the
patent, whether to opt for the unitary patent or
the traditional bundle patent for the participating
member states. Holders of traditional European
bundle patents are faced with the question of
whether to declare an opt-out.
In the following, the author expresses some
thoughts on whether and when a patent proprietor
should declare an opt-out. These thoughts are
not exhaustive and do not claim to be complete.
The author would be pleased if they would stimulate
discussion and further reflection on this topic.
In practice, the chambers will always be
composed of judges of different nationalities
from countries with different legal traditions.
Even for the decentralized chambers, it is
envisaged that at least one judge will not be
from the host state. In this way, the UPC will
bring together different legal traditions and
certainly also ensure a unification of the
jurisprudence of national courts. At least two of
the judges in the first instance and even more
so the judges in the appeal instance will be very
experienced patent judges. The author
therefore expects a high quality of decisions.
Nevertheless, doubts and initial reservations
about the future UPC are quite understandable.
The UPC has the advantage that the patent
proprietor can enforce their patent with a single
procedure for all participating member states.
However, it also has the disadvantage that the
patent can be invalidated in a single procedure
with effect for all participating member states. A
patent proprietor may therefore be inclined to
always declare an opt-out to avoid this danger.
But does this make sense all the time?
For “crown jewels”, i.e., particularly important
patents, an opt-out is certainly advisable. This is
all the more true if the patent has not yet
survived any validity proceedings, such as
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opposition proceedings before the European
Patent Office.
Patents that have already survived such
opposition proceedings are still not certain to
survive nullity proceedings (whether national or
before the UPC). However, the probability of a
successful attack on a patent is significantly
reduced if opposition proceedings have already
been survived. No patent examiner in this world
will search for promising grounds for invalidity
against a patent with as much zeal and selfinterest as a competitor who feels that their
economic development opportunities are being
impaired.
In such a case and in the case of patents that
are perhaps less important economically, a waiver
of the opt-out therefore seems appropriate.
However, the following should also be
considered: An opt-out can no longer be declared
as soon as proceedings against or arising out of
the patent have been brought before the UPC.
It is quite convincingly argued that proceedings
for an interim injunction are not proceedings
which preclude an opt-out. This opens up the
possibility of trying the UPC with an application
for an interim injunction. If it does not succeed,
or at least not without the challenged alleged
infringer learning of the application, the application
can be withdrawn again. However, this “test” can
only be carried out if no opt-out has been declared.
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“

Conclusion

For “crown
jewels”,
i.e.,
particularly
important
patents, an
opt-out is
certainly
advisable.

”

With the European patent with unitary effect,
the so-called “unitary patent”, and the Unified
Patent Court, a single patent and a court system
for its enforcement will be created for the first
time for large parts of the European Union.
Users of the patent system will therefore soon,
if not already, be required to consider whether
they want to use the previous national systems
or the new European unitary system. Advantages
and disadvantages of this system have been
presented in this article and some thoughts on
the decision-making process have been
expressed. Ultimately, the conclusion is that
there is no general rule as to which system is
the more suitable. Rather, this is always a caseby-case decision that each patent applicant/
holder must make separately for each of their
patents.
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INTERNET OF THINGS: FRAND IN THE UPC

Sarah Taylor, Senior Practice Development Lawyer at Pinsent Masons
LLP, addresses the opportunities the Unitary Patent Court presents in the
space of the Internet of Things, and how FRAND litigation may evolve in the
Unitary Patent Court.

O

nce of sole concern to telecoms
companies, standard essential patent
(SEP) licensing issues are now the
business of organizations in technology-rich
sectors, including the implementors of Internet
of Things (IoT) solutions which depend on
standardized communications technologies,
such as ‘5G’, that underpin them.
The introduction of the Unified Patent Court
(UPC), currently expected to take place in early
2023, provides a new forum for the resolution of
fair, reasonable and non-discriminatory (FRAND)
licensing disputes in the IoT space, for which
multi-jurisdictional patent litigation may have
been seen as inaccessible.
This article will address the opportunities the
UPC presents in this space, and how FRAND
litigation may evolve in the UPC.

market. Litigating in one jurisdiction as opposed
to multiple national litigations may be
advantageous to IoT implementers, many of
whom are smaller than the traditional telecoms

Internet of Things: FRAND in the UPC

Internet of Things:
future FRAND
disputes in the UPC?

implementers and have restricted budgets.
While UPC litigation offers advantages, it
will not replace, but will sit alongside national
litigation. National litigation will still take place in
jurisdictions which have elected not to
participate in the UPC. One such key jurisdiction
is the UK, which is also a leading jurisdiction for
FRAND disputes given the robust adversarial
trial system and the number of FRAND cases it
has heard.
Further, holders of classic EPs that have not
been opted out may elect between UPC or
national litigation during a seven year transitional
period3. This choice will be important. Multiple
national litigation is the status quo for FRAND
disputes, and is unlikely to have any strategic
significance in forcing settlements. However,
there may be a divergence in national decisions,
which may lead to more favorable and quicker
settlement.
While SEP holders may benefit from the
threat of a central preliminary injunction (PI) or
final injunction, the precise nature of the test is
unclear. In particular, while the test for assessing
whether a PI4 should be granted requires the
UPC to balance the interests of the parties, a
similar requirement for proportionality is not
present in the test for a final injunction5. The
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A forum for IoT disputes
The UPC will have exclusive jurisdiction for
disputes relating to infringement and validity of
unitary patents and classic European patents
(EPs) which have not been “opted out” of the new
system. Although the underlying UPC Agreement1
(UPCA) does not directly address FRAND
disputes, it is expected that they will be dealt
with as a defense to an infringement action2.
Rather than multiple national litigations and
potentially conflicting decisions, the UPC offers
one central action, leading to centralized relief,
which saves on costs. While the prospect of
centralized relief may appeal to SEP holders,
equally, the opportunity for centrally revoking a
patent is attractive to IoT implementers, providing
commercial certainty across the European
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Evolution of FRAND case law
before the UPC?
The UPC has new procedural rules, no existing
case law, and judges with a mixture of national
experience. This means that there is the
possibility to shape FRAND case law and some
of the unresolved issues.
Negotiating a FRAND license: willing licensee
The framework for the steps an SEP holder
needs to take in FRAND negotiations, as well as
those an implementer must take to obtain the
benefit from a FRAND license, was established
by the CJEU6 and subsequently developed at
the national level. While the CJEU provided
guidance rather than a strict set of rules, the
UPC is expected to take a similar approach.
Notwithstanding this, national courts have
interpreted the guidance differently. As the UPC
is required to take into account national law7 in
making its decisions, how the UPC judges interpret
this will, at least in the short term, depend on
the local experience of the judges. The
composition of a judicial panel, and therefore in
which division of the UPC proceedings are
brought, will be critical and may lead to ‘division
shopping’ between different divisions of the
court. Clear guidance is unlikely to be available
until the UPC Court of Appeal issues a decision
in due course.

“

There is the
possibility
to shape
FRAND case
law and
some of the
unresolved
issues.

”

Comment
The UPC provides new strategic European
litigation opportunities, with numerous advantages
for those in the IoT space which should be taken
into consideration for future FRAND disputes.
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Global royalty rate
A key question in FRAND disputes is whether a
court, and in this case the UPC, will set a FRAND
royalty rate. There is currently no guidance from
European courts, with the German Federal
Court of Justice11 stating that a royalty rate
should be negotiated by the parties. The only
guidance comes from the UK, where the
Supreme Court12 held that the UK court has the
power to grant an injunction to prevent infringement of a SEP and determine the royalty rates
and terms of a global FRAND license. If the UPC
elects not to diverge from the UK jurisprudence,
implementers may have an opportunity to
argue for a different outcome.
Alternative dispute resolution
ADR in the UPC may offer cheaper and quicker
ways to manage SEP disputes, and will still offer
centralized relief, which will be commercially
attractive to those in the IoT space.

Confidentiality
IoT implementers may benefit from certain
procedural tools in the UPC, notably document
disclosure8. Obtaining disclosure of comparable
licenses is often critical for negotiating royalty
rates.
Use of these powers remains to be seen.
Disclosure requests must be balanced by the
impact on obtaining a swift resolution of a dispute,
and therefore commercial certainty, which is
desirable for IoT implementers. The aim is for a
UPC first instance decision to be handed down
within 12-15 months. If disclosure is ordered, this
may be challenging.
Availability of a FRAND injunction
If a FRAND defense is raised during an infringement action, the SEP holder may ask the UPC to
grant FRAND injunction, where an injunction is
granted unless the implementer unconditionally
commits to take a FRAND license as settled by
the court9. The FRAND injunction was established
by the UK High Court, and so far, has not been
awarded elsewhere, nor is it present in the
UPCA. The UPC will consider national law when

interpreting the UPCA10, but as the UK withdrew
from the UPC following Brexit, it is unclear to
whether the UPC will consider UK decisions.
However, at least early on, there may be scope
for UPC judges to adopt varying interpretations
of the rules, and therefore whether or not the
UPC will grant such an injunction is currently
unclear.
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IP LAW CHANGES IN JAPAN

proportionality requirement is likely to be
beneficial to IoT implementers and how the UPC
judiciary assesses injunctions will be of interest.

IP law in Japan:
the recent changes
Osamu Yamamoto, Partner at Yuasa and Hara, updates us on the recent
changes to Japanese IP Law, including the implementation of online
procedures, the secret patent system, and trail for correction.

T

here is a pressing need in Japan to
improve and enhance the intellectual
property rights system. Moreover, as a
result of the COVID-19 pandemic, digitization
and teleworking have been promoted. In
response to these circumstances, and to enhance
global harmonization, the Japan Patent Act and
other laws have been subject to gradual revision.
This article explains some of the significant
changes that have come into effect in Japan.

Résumé
Osamu Yamamoto is a patent attorney,
and a partner of Yuasa and Hara, Japan.
He is the acting Chief of the Chemical
Section of the firm’s Patent Division. He
has represented a variety of companies
in the fields of pharmaceuticals,
biotechnology, and diagnostics, etc. He
has more than 20 years of experience in
intellectual property, focusing on
patents, including drafting patent
applications, providing expert opinions,
and defending or attacking patent rights.
He often gives lectures on patents.
Before specializing in intellectual
property, he gained 10 years’ experience
working in pharmaceutical and
biotechnology research and
development for a chemical company.

Osamu Yamamoto

Online procedures
Effective from October 2021, in patent invalidation
trials before the JPO, a party who is summoned
to an oral hearing may participate by web
conference. Under the online hearing system, it
is possible for some parties to appear in person
before the JPO trial court and for others to
attend online. In addition, if some parties, for
example, designated employees, wish to attend
an oral hearing online, permission may be granted
provided that consent of all parties involved is
obtained. According to JPO statistics, following
commencement of online oral hearings, a total of
around two-thirds of the number of oral hearings
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Prohibition of multi-multi
dependent claims
In patent or utility model applications filed on or
after April 1, 2022, it is no longer permissible to
utilize multi-multi dependent claims. The JPO
states that this revision is aimed at promoting
international harmonization, as well as reducing
examination workloads, and monitoring burdens
for third parties.
Examination of claims that include multi-multi
dependent claims will be conducted as follows:
1) no substantive examination of novelty, inventive
step, etc. will be conducted for multi-multi
dependent claims, 2) if a multi-multi dependent
claim is amended to permissible format in
response to a rejection issued on the ground of
improper format, a next Office Action will be
made “final,” and 3) the restriction on multi-multi
dependent claims will not constitute a reason
for opposition or invalidity.
The revised law governing claim dependencies
in Japan should be taken into account prior to
requesting examination so as to avoid issuance
of a reason for rejection on grounds of improper
claim dependency. In this regard, it is also worth
noting that the official fee for requesting
examination is calculated based on the number
of claims.

Restoration of rights
Restoration of rights lost due to expiration will
be considerably eased from the current standard
of “reasonable care” to “unintentional.” This provision
is expected to come into effect by May 2023.
Criticism has been raised that requirements
for restoration of rights under the current law
based on the “reasonable care standard” in Japan
are excessively strict relative to comparable
standards used in many other countries. It is
expected that the new requirements will be
substantially less restrictive.

Secret patent system
A law covering a so-called “secret patent system”
was enacted in May 2022, and will come into
force in Japan in the near future.
In most developed countries, secrecy of
nationally sensitive patent applications is maintained
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and measures are taken to prevent outside
knowledge of such inventions. Further, in
many countries, restrictions are imposed on
filing applications for patents of such inventions
in foreign countries. The secret patent system in
Japan is also designed to maintain secrecy of
inventions deemed important to national security
etc. Details are under discussion and will be
decided in the near future, including how to
examine applications to be closed to the public,
and how to set up a system to pay compensation
to applicants who are subject to the system.

Trial for correction
Until recently, when a non-exclusive license
was granted a patent right, if a patentee wished
to file a trial or a request for correction or the
like, it was necessary for the patentee to obtain
consent of the non-exclusive licensee to proceed.
Under the revised Patent Act, which came into
effect on April 1, 2022, it is no longer necessary
to obtain consent of a non-exclusive licensee to
proceed with such a trial or request, or the like.
Also, under the revised Patent Act, in contrast to
past practice, it is no longer necessary to stipulate
an approval clause in a license agreement granting
a non-exclusive license.
The reasons for the amendment are as
follows: 1) patentees do not wish to be restricted
from filing a request for a correction that may
act as an effective countermeasure against a
patent invalidation trial etc., 2) a practical need
exists to avoid difficulties in obtaining a
licensee’s consent in time-critical situations.

this regard, recently the Tokyo District Court
found that a defendant’s actions themselves
were within the scope of the patent, but did not
find infringement of the relevant patent right
because a part of the processing was performed
overseas (Tokyo District Court Decision, 2049
(wa) No. 25152).

On-site inspection system
An amendment of the Patent Act to introduce
on-site inspection system came into effect on
October 1, 2020. When filing a patent infringement
lawsuit in Japan, a plaintiff must prove infringement of a patent by an alleged infringer by
submitting concrete evidence. However, since
an alleged infringer is likely to be in possession
of such evidence it is often difficult for a plaintiff
to obtain and produce the requisite evidence. In
such a case, as a means to collect evidence
held by the alleged infringer, some procedures
are stipulated including “document submission
order” (Article 221 of the Civil Procedure Code,
Article 105 of the Patent Act). However, for a
variety of reasons, courts have been reluctant
to adopt these procedures, and thus the
procedures are rarely used in practice. To make
it easier for a plaintiff to prove infringement of a
patent, an on-site inspection system for collecting

evidence was introduced.
Since on-site inspection enables an expert to
directly assess production methods and procedures
in situ, it is anticipated that such inspections will
provide an effective means for plaintiffs to collect
evidence for presentation in infringement actions,
particularly in cases involving inventions in the
field of a method for production of chemicals or
in software-related patents. If the system is
properly implemented, it could provide a trump
card against “the infringer wins” outcome. If
appropriate protection and utilization of patents
are promoted in Japan, the importance of
patents in business will be enhanced.

Calculation of damages
Amendments to the provisions regarding
calculation of damages came into effect on
April 1, 2020.
a) Article 102(1) of the Patent Act
In view of the difficulty in proving an amount of
damages caused by patent infringement, Article
102(1) provides that lost profits based on a
patentees’ profit margin may be considered as
an amount of damages caused by patent
infringement. On the other hand, the amount
that could be claimed was limited to an amount
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Amicus Curiae
A third-party opinion solicitation system,
effectively a Japanese version of “Amicus Curiae,”
was introduced by amendment into patent and
utility model infringement litigation, and came
into effect on April 1, 2022. If the Tokyo District
Court, the Osaka District Court, or the Intellectual
Property High Court (IPHC) considers it necessary,
they can invite opinions from members of the
public for use as evidence in proceedings.
In the age of AI/IoT technology, patent
infringement litigation is expected to become
increasingly sophisticated and complicated,
and court decisions are likely to have a huge
impact on the development of related industries.
It is expected that effective use of this system
will provide courts with expert knowledge and
opinion beyond that which may be provided by
parties directly involved in litigation.
One possible issue that could be a subject of
the system would be a case where “a part of an
alleged infringer’s acts is performed by a server
located in a foreign country.” Theoretically, a
Japanese patent right can only be enforced for
working of the invention as a whole in Japan. In

CTC Legal Media

CTC Legal Media

THE PATENT LAWYER

37

IP LAW CHANGES IN JAPAN

“

have been held online. Although some
difficulties may arise in gauging the reaction of
trial examiners via a video link, the introduction
of online oral hearings seems to have been
generally well-received due to the convenience
afforded by the system.
As for court proceedings in civil litigation, full
adoption of IT will be realized in three phases by
the year 2025. The operation of dispute resolution
procedures using web conferencing etc. has
already begun under implementation of phase I.
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that did not exceed a production capacity of the
patentee. In addition, if there were circumstances
under which the patentee was unable to sell the
product, an amount corresponding to such
circumstances could be deducted from the
total amount of damages claimed. As a result of
this restriction, a number of cases arose where
the patentee was not satisfied with the amount
of damages awarded by the courts.
To rectify this situation, the revised Act allows
a patentee to claim as damages an amount of
lost profits equivalent to a license fee even if
that amount exceeds equivalent production
and sales capacity, etc.
b) New Article 102(4) of the Patent Act
Article 102(3) of the Patent Act stipulates that an
amount equivalent to a license fee can be claimed
as compensation for patent infringement.
In precedent cases, an amount equivalent to
a license fee has been calculated by taking into
consideration various factors such as precedent
cases of license in the art, average license fee in
the art, and degree of contribution of the patented
invention. However, in these precedents, it is not
clear that the facts on a patentee lost an
opportunity to license a patented invention or
on a valid patent right was infringed were taken
into consideration.
New Article 102(4) came into effect on April 1,
2020, to enable the award of an appropriate
amount of damages. As a result, it is expected
that an appropriate amount of damages equivalent
to a license fee will be calculated by taking into
consideration due facts of patent infringement,
loss of opportunity to license, and a patented
invention was worked without contractual
restrictions, etc.

Revisions of Trademark Law and
Design Law
Finally, recent changes to the Design Law and
Trademark Law are briefly explained.
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The importation of counterfeit goods for
personal use was not considered to automatically
constitute an infringement of IP rights, since an
individual is the subject of the importation. As a
result, it had become difficult to prevent or
recover damages from sale of counterfeit
products caused by small-scale importation. The
revised Trademark Law and Design Law came
into effect on April 1, 2022, thereby making it
easier to claim trademark and design right
infringement even for importation by mail into
Japan of counterfeit goods by foreign businesses.
Under the revised Design Law which came
into effect on April 1, 2020, images, such as a
time display image on a smartphone, a design
of architecture and store interior design can be
protected as Design Rights. The duration of a
Design Right has been changed from “20 years
from the date of registration” to “25 years from
the date of application for design registration,”
thereby to support development of a company’s
original design concept and promote enhancement
of brand value.
In the post novel-corona-virus era, further
active and effective use of intellectual property
rights is anticipated in Japan.
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PATENTS IN FASHION

Is it possible to protect
fashion objects as
inventions and utility
models?
Ludmila Lisovskaya, Patent Specialist at Zuykov and partners, encourages
the exploration of patents as a form of protection in the fashion industry
with successful examples.

M

ost often, objects related to fashion:
clothing, footwear, various accessories,
fabrics and materials are protected
as industrial designs, since according to Article
1352 of the Civil Code of the Russian Federation,
the decision of the appearance of an industrial
or handicraft product is protected as an industrial
design. An industrial design is granted legal
protection if it is new and original in its essential
features. Essential features of an industrial design
include features that determine the aesthetic
features of the product’s appearance, in particular
the shape, configuration, ornament, combination

Résumé
Ludmila Lisovskaya has worked as a
Patent Specialist and a Chemical
Specialist with Zuykov and partners LLC
since 2017. Ms. Lisovskaya specializes in
Patent search on inventions and utility
models, Preparation and filing of patent
applications on inventions, utility models,
software and database, response
preparation on request for substantive
examination on inventions, utility models,
software and database applications, etc.
Her previous professional experience also
includes working as a Head of Department
in the preparation and implementation of
new technologies, at JSC “Togliatti
Institute of nitrogen industry”.

40

THE PATENT LAWYER
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of colors, lines, contours of the product, texture
or texture of the product material.
Also, by means of a trademark (in particular a
pictorial trademark), it is possible to protect
fashion brands. For example, the well-known
red sole of Christian Louboutin is known under
the international registration number 902955,
and the crocodile depicted on all Lacoste
products is registered in the Russian Federation
under the number RU35654.
But few experts in the fashion world take into
account that, if their author’s product has features
that are not only due to its original appearance
but also have a technical function, then such
design features are protected features of
inventions and utility models.

has a mirror surface and is fixed on a portion of
the surface of the top in the toe area and/or the
back of the heel.
Utility model patent RU 15 161 U1 “Doublesided garment”, published on 27.09.2000, discloses
a shirt, the details of the fabric of which are
connected at the edges, while the details are
cut without seam allowances, and if there are
notches, the latter are cut along the contour, the
edges of the product parts are connected” buttto-butt “ with the use of a decorative element
made in the form of either binding, or edging, or
embroidery, or decorative stitching, or applique,
or braid.

Here are some examples of such
fashion-related patents.
Utility model patent RU 16 690 U1 “Shoes”,
published on 10.02.2001, discloses a shoe
containing a top connected to a sole having a
heel and a pad, characterized in that the pad

Patent RU 72 386 U, published on 20.04.2008,
protects a jewellery product an earring that
includes a load-bearing element to which a
headset and one or more jewellery are attached,
while the load-bearing element is made stepwise
of three links: the two extreme ones-the upper
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and lower ones and an intermediate link
connecting them, while the extreme links are
parallel to each other, and the jewellery placed
on the lower link of the load-bearing element
under the intermediate link from the side opposite
to the attachment point of the reinforcement to
the load-bearing element.

From the utility model patent RU 182029 U1,
a textile product with a reflective application
containing a textile cloth on the front surface is
known, which applies an application characterized
in that the application is equipped with a protective
textile coating with a density of 70 to 150 g/m2,
while the reflection application is made of
reflective material with a light reflection coefficient
of at least 30 cd/(lux×m2).
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a method of manufacturing a product that will
apply to various types of products, while not
limiting the form of their implementation.
An example of such an invention is a method
of embroidery of products protected by patent
RU 2164569 C1, published on 27.03.2001, based
on the fact that the fabric of the product with
the contour of the pattern applied to it is twisted
into embroidery hoops, provide fabric tension,
apply threads to the fabric of the product
moving relative to the needle of the sewing
machine, and the fabrics are selected differently
in different directions relative to the shared
thread of the fabric, then the tension of the
upper and lower threads of the sewing machine
is adjusted so that the point of interweaving of
the upper and lower threads of each stitch is
inside the fabric, after which the embroidery
frame with the fabric is moved in the direction of
sequentially covering the embroidery pattern
with simultaneous movement of the embroidery
ery
frame with the fabric so that the embroidery
es
stitches form a polyline. The stitch length varies

All products
in the
fashion
world
are quite
complex
objects.

”

Patent for the invention RU 2190943 C1,
published on 20.10.2002, reveals an ornament
for a women’s dress, one-piece with a bodice,
formed from a rectangular piece of fabric. The
decoration is formed by preliminary double
folding of the segment with the formation of
two horizontal borders on the bodice, the lower
one is located above the line of placement of
the highest points of the chest and is formed by
bending the bodice part horizontally facing
inwards, and the upper one has a gap in the
middle, which is eliminated by tying a cord
drawn along the edge of the allows you to get a
three-dimensional, mobile decoration with
minimal labor intensity without using a pattern
or having a special skill.
It is worth noting that if a utility model can
only protect the design of a particular product,
then the invention opens up wider boundaries
for the designer-developer, so they can patent
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widely and can be, for example, from 2 to 5 mm.
The output is various products with an
approximate design, presented below.

Final thoughts
In conclusion, it is necessary to add that all
products in the fashion world are quite complex
objects, such solutions often stand on the line
between aesthetic perception and technical
functions, so it is not always easy for a patent
attorney to identify an object for patenting and
choose the right protection strategy. It is
necessary to approach design objects in a
comprehensive manner, and in order to protect
their rights more broadly, the developer is
recommended to approach the issue
comprehensively. Protect the brand as a
trademark, the method of manufacturing a
product as an invention, its design as a utility
model, and its original appearance as an
industrial design. Then the author, whose
creative work created the design solution, can
be sure of reliable protection of their exclusive
and copyright rights.
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However, in essence, “technical language”
describes a T-shirt, sweatshirt or any other product
with a reflective applique containing a textile
cloth on the front side of which the applique
is fixed. The application is provided with a grid,
while the application is made of reflective
material. As a textile fabric, any fabric suitable
for the manufacture of clothing can be selected,
for example, woven, knitted or non-woven fabric.
The grid ensures the passage of light reflected
from the reflective layer of the application. The
application can be either a multi-layered structure
with reflective microspheres, or a textile fabric
with reflective coating. Also, the application can
be made of reflective threads. For example, a
knitted fabric can be selected as the second
protective textile layer. The application is fixed
on the front surface of the textile fabric by
means of hot glue or sewn on. Thus, the product
looks plain in daylight, but when it is exposed to
light of a certain wavelength, such as ultraviolet,
the application manifests itself and effectively
glows in the dark.
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An interview: inspirations, experiences, and ideas for equality.

C

lio is an accredited IP Advisor and has
been working in the field of Intellectual
Property for almost 15 years. She started
her career as a patent searcher before going on
to provide IP advice to startups and SMEs. Prior
to founding Sparks IP, Clio spent seven years in
a senior consulting position at a leading IP
Software provider working with international
corporations and Law Firms across Europe, Asia
and North America on their IP process
management and technology adoption. Clio is
now a leading subject matter expert in the IP
Software sector with unparalleled insights into
the IP technology landscape.

What inspired your career?
In my late teens, I wanted to be an intelligence
analyst in the police and the careers advice I
received was to first get some office experience.
So, at the end of university, I applied for an
office job as a Researcher and it turned out to
be a patent research role – that was my first
foray into IP and I simply never left!
During my tenure as a patent researcher, I
completed several IP courses and qualifications
to help with my IP education. I ended up
becoming a qualified patent paralegal and a
UKIPO-accredited IP advisor, even though I
wasn’t practicing, because at the time there
weren’t many education options outside of
training to become a patent or trademark attorney.
After my first job, I later transitioned to an IP
strategy company which introduced me to the
commercial side of IP, where I stayed for a few
years.
I was young, ambitious, and looking for a new
challenge when I came across a job advert for
an IP software organization. Until this point, I hadn’t
really realized the depths of the IP software &
services world. I spent seven years at that company
and it gave me access to some amazing
opportunities; I got to work across three continents
with some incredibly large clients and I was
fully immersed in this IP tech world that I didn’t
previously know much about. So influential was
my exposure to this side of IP that it inspired me
to launch my own consultancy in January this
year, specifically focusing on IP technology.
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So, I’ve come from not really knowing this
world existed to being a subject matter expert,
helping others with IP technology adoption,
development and advisory.

Clio Davies
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My advice
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”

How have you found the pathway to your
current position? And can you offer advice
from your experience?
Very fragmented! Unless you’re going down
the traditional attorney route into IP, I don’t think
there is a natural path of progression. I’ve found
that people in the industry who aren’t attorneys
tend to fall into the IP world, so for me, even
once I was in it, I didn’t know what opportunities
there were and I didn’t know how to progress
organically.
Every move I made until now was primarily
opportunistic and without any known career
direction in mind. Even starting my own
company was to some degree a leap of faith
but it has actually helped me hone in on my
niche within IP. Going it alone was six months in
the planning and even during that time my
ideas of the sorts of services I would be offering
have changed. I think, like any business, my
ideas and plans are ever-evolving and I’ve been
reacting to identified market needs. I think many
would agree, that unless you’re on a traditional
career path, e.g., patent attorney or paralegal,
there isn’t necessarily a natural or obvious route
forward in the IP space.
One piece of general advice I would give
would be to never underestimate the strength
of your own knowledge. I think it’s been
incredibly difficult to prove myself in this
industry because I don’t come from a more
traditional engineering or legal background I’ve found that proving that I actually know what
I’m talking about when it comes to IP has been
much more challenging. As someone from a
non-traditional IP background, as a woman, and
as someone who is fairly young in comparison
to the typical demographic, I have definitely
had to work harder than others to prove myself
every step of the way.
In a previous position, I initially took a junior
role because they didn’t think that I was ready
for the senior position I had applied for. But after
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What challenges have you faced? And how
have you overcome them?
I have been in meetings where I’ve noticeably
seen people talking directly to my colleagues,
typically the men in the room or the person
most senior, and positioning their questions
solely towards them but as I’ve begun to talk
I’ve watched the room’s focus move towards
me. Winning the room like that has often taken
work, but in some ways, it’s also rewarding once
you see that shift and receive the acknowledgement
that, actually, yes, I am the subject matter
expert here. But as a young woman, simply
turning up to the meeting doesn’t automatically
give you the floor and as someone who considers
themselves very progressive, it was difficult to
come to terms with.
I found a similar thing occurred at networking
events, particularly when I was younger. I typically
walked into a room full of mostly older men
who would engage me in conversations that
weren’t at the same professional level as my
peers: they might ask me if I had any holidays
planned that year rather than talk to me about
the recent transactions in the IP market. I’ve had
to learn to position myself right off the bat and
start conversations at a deeper professional
level. I’m at the point in my career now where
events are a lot easier because I’ve gained
confidence through experience and expertise
but that has equally come through networking
because other IP professionals I know will also
now introduce me as a SME.
What would you consider to be your greatest
achievement in your career so far?
I think starting my own company is a pretty huge
achievement! There are individual projects that
I’ve worked on previously that have been great,
but starting a company is a whole different
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kettle of fish - and actually, something I thought
I would never do.
It does come with its challenges because you
have to fulfil every role. You can put a lot of
effort into business development and winning
new clients but you then also have to deliver
projects in tandem. Plus, you are every other
job in the company on top of that - you’re the
administrator, the digital marketer, the
bookkeeper and everything in between. I’m
only six months in at this point but I feel very
fortunate that it’s been a success and that I have
a number of significant clients and opportunities.
What are your future career aspirations? And
how will you work to achieve them?
I’d like to continue to grow the business, whether
that’s organically or through partnership or
acquisition. I think having the opportunity to
work with additional experts and resources
could really expand the potential of Sparks IP
and the services we offer. I’m also at a point in
my career where I feel I can bring value to the
next generation of people entering the field. It
would be great to be able to give back a little bit
whether that’s directly through nurturing my
own team or through mentorship.
What changes would you like to see in the IP
industry regarding equality and diversity in
the next five years?
I think one change I’d like to see is more
acceptance of people from non-traditional IP
backgrounds, for those like me who haven’t
entered the profession with an engineering or
legal background. When I see companies advertise
jobs, I think why aren’t these opened up to a
wider audience? More often than not, an IP
Strategy role requires a patent attorney in the
job description but you don’t need to have a
legal background to understand the commercial
aspects of IP. There was a point in my career
when I almost didn’t get a job because of my
background but I ended up being an asset to
the company. There are so many alternative
roles within the IP space now, especially when
you look at IP software and services, and I’d like
to see those people recognized more for their
contributions to IP, through notable industry
awards, for example.
One of the biggest gender diversity issues
arises from the fact that STEM subjects are still
very male-dominated, resulting in more men
coming through the patent attorney route. But
this goes back to my previous point of accepting
people from different educational backgrounds.
How do you think the empowerment of
women can be continued and expanded in
the IP sector?
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Clio Davies: Founder,
Sparks IP

a few short months, they offered me the original
senior position because I had proved that I
was capable. If I could go back and talk to my
younger self then, I would have instilled more
confidence in myself to push for the senior
position that I actually was ready for. I think
there is also the typical issue here of impostor
syndrome, which is much more prevalent in
women, that saw me easily convinced at the
time that I wasn’t ready for the senior role.
So, my advice would be to have that confidence
and conviction in your own abilities and what you
bring to the table. Try not to let your perception
of what is more traditional muddy the waters.
There are a lot of people in this industry, all of
whom will look different, will come from
different backgrounds, and be of different genders
and it’s important to remember not to be blindsided by your initial pre-conceptions of them.

WOMEN IN IP LEADERSHIP

“

The
influencers
within the
industry are
still mostly
men but I
want it to be
possible for
aspiring
female
professionals
to pick out
role models
in the IP
industry and
envisage
their own
path to
success.
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There has been a steady increase of womenfocused IP events and initiatives which is great
to see, but I remember going to my first one
very excited only to leave a little disappointed.
I was expecting the program to be IP-rich topics
but with female speakers and leaders and I was
excited to meet and hear opinions from other
female industry professionals. But the topics
were all about business: ‘how to get a raise’ or
‘how to communicate with your boss’ etc. Now,
these are all valuable topics, but we almost
aren’t helping ourselves in limiting these
initiatives to that. As a young woman in the
industry at the time, I wanted to see women
talking about IP in the way that I could see
myself doing in 10 years. I wanted to see women
having a voice when it came to real-world IP
issues, and next-generation industry decisions.
I wanted to find role models in these IP
leadership-type roles, not just hear about HR
issues which aren’t specific to the IP industry
but to all businesses in general.
I don’t want to do a disservice to these
initiatives because I think they are incredibly
valuable, but I think that there is more to be
done. I would like to see more women on the
podiums at speaking conferences and more
women putting themselves out there on
platforms like LinkedIn. The influencers within
the industry are still mostly men but I want it to
be possible for aspiring female professionals to
pick out role models in the IP industry and
envisage their own path to success.
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Throughout the next few pages, you will view a comprehensive
list of the 10 most well-respected law firms from
South America, in alphabetical country and company order.
Our focused list is derived from a multifaceted methodology,
which uses months of industry research and feedback from
our readers, clients, and esteemed connections around the
world. All firms are ranked top 10 in their jurisdiction but are
displayed alphabetically to avoid bias.
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Bolet & Terrero
Bufete Aguirre, Quintanilla, Soria & Nishizawa (BAQSN)
Cervieri Monsuarez
C. R. & F. Rojas Abogados
DAK Intellectual Property
Escobar & Escobar
Guevara & Gutierrez (Dentons)
Landivar & Landivar
Moreno Baldivieso
W A Mendez & Asociados

Chile

Argentina
Berken IP
Berton Moreno IP Law
Estudio Chaloupka
G. Breuer
Hausheer Belgrano & Fernandez
Marval O’Farrell & Mairal
Noetinger & Armando
O’Conor & Power
Ojam Bullrich Flanzbaum
Palacio & Asociados

Albagli Zaliasnik
Alessandri
Beuchat, Barros & Pfenniger
Carey
Claro & Cia.
Johansson & Langlois
PORZIO RIOS GARCIA
Sargent & Krahn
Silva
Villaseca Abogados

SPACE TO FILL
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Colombia
Baker McKenzie
Brigard Castro
Castellanos & Co
Cavelier Abogados
Dentons Cardenas & Cardenas
Goméz-Pinzón
Lloreda Camacho & Co
OlarteMoure & Asociados
Posse Herrera Ruiz
Vera Abogados Asociados

SPACE TO FILL

Brazil
Bhering Advogados
Barbosa Müssnich Aragão (BMA)
Daniel Law
Dannemann Siemsen Advogados
Di Blasi Parente & Associados
Guerra IP
Gusmão & Labrunie
Licks Attorneys
Montaury Pimenta, Machado & Vieira de Mello
Vaz e Dias Advogados & Associados

SPACE TO FILL

Ecuador
Bermeo & Bermeo
Bustamante Fabara
CorralRosales
Falconi Puig Abogados
Julio C. Guerrero B.
Lexvalor Abogados
Pérez Bustamante & Ponce
Romero Corral Abogados
Quevedo & Ponce
Tobar ZVS

Guyana
Leading Brazilian Intellectual Property (IP) law ﬁrm, specialized
in complex IP Litigation, IP Prosecution and Enforcement
B R A Z I L : R I O DE JA N E I RO | SÃO PAU LO | WWW.MO N TAU RY.CO M.B R
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Cameron & Shepherd
Dentons
Fraser, Housty & Yearwood, Attorneys at Law
Hughes, Fields & Stoby
Jamela A. Ali, Attorney-at-Law
Kyte Small Barker
London House Chambers
McDoom & Company
Satram & Satram
Templar Chambers
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Paraguay
Abente Stewart Abogados
Bareiro Modica Abogados
Berkemeyer (BKM)
Cervieri Monsuarez
Ferrer
MERSÁN Abogados
Olmedo Abogados
Peroni Sosa Tellechea Burt & Narvaja
Vouga Abogados
Zacarías & Fernández

SPACE TO FILL

Uruguay
Bacot & Bacot
Bergstein
Cervieri Monsuarez
Cikato Abogados
Fernández Secco & Asociados
Ferrere
Fischer Abogados
Fox & Lapenne
Pittaluga Abogados
Vanrell IP
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Venezuela


Patent and trademark
prosecution and litigation.
47 years of professional
practice in all areas of
IP practice representing
clients from several
countries.
Address: Manuel Almenara 265, Lima 18, Peru
Telephone: + 51 1 447 2454
Email: estudio@pierola.com.pe
Website: www.pierola-asociados.com
Linkedin: https://pe.linkedin.com/in/josedepierola
Contact: Jose de Pierola

Antequera Parilli & Rodríguez
Baker McKenzie
Bolet & Terrero
D’Empaire
E.C.V. & Asociados
ENTRA IP / Rojas Gaona & Bandres
Hoet & Partners
MHOV Abogados
Moreau González & Asociados
Travieso Evans Arria Rengel & Paz

SPACE TO FILL

Twenty-two consecutive years
as the number 1
in Peru

Peru
BARLAW - Barrera & Asociados
Barreda Moller
Espinosa Bellido Abogados
Estudio Colmenares & Asociados
Estudio Muñiz
OMC Abogados & Consultores
Osterling Abogados
Pierola & Asociados
Rodrigo, Elías & Medrano
Valencia Law Office

SPACE TO FILL

The International Legal Alliance granted Barreda Moller
the Gold Award as the best Latin American IP Law Firm.
The Managing Intellectual Property magazine, the Latin Lawyer
law directory, the Legal 500 law directory, the World Trademark Review magazine
and Chambers and Partners for twenty-two consecutive years have selected
Barreda Moller as the number 1 IP law firm in Peru.

Av. Angamos Oeste 1200
Lima 15073, Peru
T (511) 2215715
mail@barredamoller.com
www.barredamoller.com
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Jurisdictional Briefing, US:
parameters of export control:
considerations when patenting
dual-use technologies
Dr. Grant Ehrlich and Maggie Russell of Cantor Colburn reflect on the
parameters of export and the results of violation along with foreign filing
licenses at the USPTO.

D

ual-use technologies, i.e., those with
both civilian and military end-uses,
have become increasingly widespread.
Avoiding a disclosure contrary to U.S. export
control laws is critical for patent applicants.
Recent world events in Ukraine and elsewhere
highlight the shrinking differences between
commercial and military technologies, and
have prompted renewed interest in ensuring
appropriate export controls are applied to
applicable technology. However, what disclosure
in a patent application is subject to export
control can be subtle. To protect inventors and
applicants, companies can review and update
their Technology Control Plan to avoid a disclosure
contrary to U.S. export control laws.

Dr. Grant Ehrlich

export” and result in a violation. The consequences of violation of export control laws can
be severe, with penalties of up to $1 million and
potential prison time, even if the violation is
inadvertent.
Once a patent application becomes publicly
available the contents are no longer export
controlled. However, this does not mean that
products or information beyond the application
can be exported. Thus applicants may need to
obtain an export license prior to export of a
dual-use technology, regardless of its patent
status. Export licenses can take time to acquire,
and there are no exemptions or general licenses
for export of technical data in connection with
the preparation of U.S. patents.

Export control

Foreign filing license

Export control laws aim to protect national security
and provide trade protection. An invention may
be subject to export controls based on the
technology’s end-use. The Export Administration
Regulations (“EAR”) provide trade protection,
while export of military technology is controlled
by International Traffic in Arms Regulations
(“ITAR”). Export can occur in tangible ways, such
as publishing, or intangible ways, such as
discussions by phone or email. Also, what is a
“deemed export” can be subtle. A plant tour, a
presentation to a foreign national legally in the
U.S., or emailing a colleague can be a “deemed

The U.S. Patent and Trademark Office (“USPTO”)
can provide a foreign filing license to file a
patent application in a foreign country. The USPTO’s
licensing authority is limited. A foreign filing
license must be obtained prior to filing a patent
application abroad if there is U.S. inventorship.
Penalties for filing without a foreign filing license
are significantly less severe, though still significant,
than those provided for violation of export
control laws, and foreign filing licenses can be
obtained retroactively.
A foreign filing license should not be confused
with an export license. To confirm, a foreign
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See 22 C.F.R. § 127 (2012);
see also Penalties (doc.
gov); see also Understand
The ITAR - DDTC Public
Portal (state.gov).
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Résumés
Grant M. Ehrlich, Ph.D., Esq. is a Partner and Chair of Cantor Colburn’s
Energy Storage, Batteries, and Materials Practice Group. He supports
technology-based companies in the development and implementation
of effective intellectual property strategies. He has drafted and
prosecuted patents and has prepared non-infringement, invalidity, and
freedom-to-operate opinions in fields spanning batteries, fuel cells,
thermoelectrics, displays, sensors, medical devices, metallurgy,
magnetic and magnetocaloric materials, ceramics, water treatment,
heating systems, lubricants, detergents, coatings, and phosphors. His
counsel is informed by his engineering experience at Pratt & Whitney
in the Systems Design and Component Integration (SD&CI) Group, at
UTC Fuel Cells where he led an electrode development team, his
scientific experience at Yardney Technical Products where he led a
lithium-ion battery technology development effort, and his Ph.D. in
chemistry. He also has litigation experience as an expert in batteries,
electrochemistry, and materials characterization.

Practice tips
When patenting dual-use technologies,
practitioners are advised to confirm the inventors
are aware of applicable export controls and to
confirm inventors are aware of the company’s
Technology Control Plan or other mechanism
governing dissemination of information. A
Technology Control Plan will often indicate the
export controls to be considered, a primary
contact responsible for the technology, project
information, and procedures to be followed. As
applied to the patent process, a Technology
Control Plan should provide for internal review
to confirm whether an invention disclosure contains
information subject to export control prior to
disclosure to outside counsel. Internal review
can also confirm that the invention disclosure
contains only civilian end-use information and
avoids information subject to export control.
When developing an application for a dualuse technology, patent practitioners can request
that applicants confirm the application does not
include information subject to export control.
This confirmation can serve as a reminder of the
need to avoid disclosure of information that
could be subject to ITAR or EAR. Confirmation
may be provided by consulting with persons
indicated in the company’s Technology Control
Plan, or a client’s export control counsel, for
example. Further, a panel including technical
leaders, patent counsel, and export control
personnel to oversee patent applications can be
useful in screening applications to avoid unintended
disclosure of export controlled information.

Maggie Russell is an Associate who focuses her practice on drafting
and prosecuting patent applications for chemical and material science
technologies. Maggie has experience in a wide range of fields including
chemistry, chemical engineering, semiconductor devices, mechanical
engineering, and material science. Prior to joining Cantor Colburn, she
worked as a semiconductor engineer at BAE Systems and authored
multiple publications in the Journal of the Electrochemical Society.

governs dissemination of information, can avoid
unintended disclosure. Practitioners are advised
to consider export controls when patenting
dual-use technologies and to confirm with
applicants that the applications avoid disclosure
of export controlled information.

Contact

Cantor Colburn LLP
20 Church Street, 22nd Floor, Hartford,
CT 06103-3207 US
Tel: +1 860-286-2929
www.cantorcolburn.com

Conclusion
Avoiding the unintended disclosure of export
controlled information is critical, as the penalties
can be severe. A Technology Control Plan, which

Invention
Disclosure

Invention
Disclosure

Disclosure to
Outside Counsel

Internal:
Export Control
Review

JURISDICTIONAL BRIEFING: US

filing license allows for foreign patent filing,
does not authorize the disclosure of export
controlled information, and is distinct from an
export license.

Provisional
Application

Application
Prepared

PCT/NP
Application

Application
Published

Receive
Foreign Filing
License

Time
During the patent process, an invention disclosure is first reviewed internally for consistency with the company’s intellectual
property strategy, then it should be reviewed to confirm it does not include information subject to export control. Externally, an application is prepared by patent counsel, filed, and a foreign filing license is obtained, prior to filing outside the U.S.
Throughout the above process, export controls may apply.
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RIGHTS FOR UNNAMED INVENTORS

DPS Parmar, Special Counsel at LexOrbis, addresses this question with
reference to Indian law and previous cases, offering cautionary remarks
on the claim to patent rights as an unnamed inventor.

G

one are the days when the ‘eureka’
moment happened. Today, when
inventions are gaining complexity by
involving scientists from multidisciplinary fields,
it is common to have a situation where
inventions are bound to have multiple coinventors. Many inventions would be the result
of such multiparty collaborations. Creation of
intellectual property seems easy by collaboration,
but it normally raises a pertinent question: who
or which entity owns the patent on a new
process or product? Inventors are like the heart

DPS Parmar

of any invention. They pump life into any invention
from the time of its conception to the time it is
put into practice. No doubt every patent law
requires that the patent application must be
filed by the inventor either alone or jointly
with other inventors or through their assignee.
Inventorship is, therefore, recognized by law
as a primary requirement for filing a patent
application. So, what happens when the patent
application or an issued patent contains an
incorrect listing of inventors? Does the deliberate
or unintentional act of missing the name of an

‘Inchoate property’ in the invention
Legally speaking, the rights of the inventor in
any invention subsists when he conceived
the invention. For instance, Lord Walker in Yeda
Research and Development Co Ltd v RhonePoulenc Rorer International Holdings Inc [2007]
UKH] described this concept as an “inchoate
property” in the invention, when he observed
that:
“Before a patent has been granted for an
invention there may be two (or even more)
inventors, each of whom can claim to be the
invention’s ‘actual deviser’ …. because each has
independently arrived at the same inventive
concept. Until one of them has led an application
(and so long as none of them has altruistically or
inadvertently published his invention to make it
part of the state of the art) each has a sort of
inchoate property in the invention.”

Inventorship vs ownership
Questions about patent ownership are distinct
from questions of inventorship. That is because
when an invention is made inchoate property
right comes into existence which is distinct and
separate from any subsequent right in filing the
patent application or granted patent. On satisfying
the requirement of being true and the first
inventor as envisaged under section 6 (a) of the

THE PATENT LAWYER
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Inventorship
is,
therefore,
recognized
by law as a
primary
requirement
for filing a
patent
application.

”

Declaration of inventorship
‘Inchoate property’ is a legal proposition which
defines that a property right in an invention
comes into existence when an invention is made.
It stands clear and distinct from any subsequent
right which may be in a patent application or
patent. By the definition of inventorship under
section 6 (a) of the Patents Act, 1970, an application
for a patent can be filed by any person claiming
to be the true and first inventor of the invention.
It is mandatory to give the list of the inventors
through a declaration in form 1 or form 5 (section
(10(6) and rule13(6)). The declaration in Form 5
also permits the inclusion of additional inventors
when the complete specification is filed after
provisional. If the name of an inventor is not
included in the application, the unnamed inventor
will not lose his right in the patent application or
be granted a patent as he is permitted to get his
name included as claimant (under section 20(1)
and 20(3(c)) or as an inventor (under section
28(1)).
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Patent Act, 1970 the person gains a sort of
inchoate property in the invention even when
his name is not included in the inventor’s list. If
two more persons are inventors, each one will
be acquiring an inchoate property in the
invention and the property includes the right to
apply for a patent. That right is exclusive to them
as all of the co-inventors are entitled to apply. If
the name of any inventor is omitted, the right of
the unnamed inventor in the invention will
subsist notwithstanding such an omission either
deliberate or otherwise. Such an inventor can
file a separate application even by using the
same description. In such a case if an opposition/
interference is filed the IP office would be
required to first settle the issue of co-inventors.

Consequences of omitting
an inventor
In Ethicon, Inc. v. U.S. Surgical Corp. [135 F.3d 1456
(Fed. Cir. 1998)] Judge Rader discussed the rights
and liberties of the unnamed inventor in the
infringement proceeding in US patent 4,535,773
relating to trocars, which is an essential tool for
endoscopic surgery. In this case, Yoon and Choi
worked together to develop the invention
relating to trocars but Yoon named himself the
sole inventor and obtained a patent. He granted
an exclusive license to Ethicon. In 1989, Ethicon
filed suit against U.S. Surgical for infringement.
During the pendency of this suit, US Surgical
became aware of the unnamed co-inventor Choi
and contacted him regarding his involvement in
Yoon’s safety trocar project. On getting a
confirmation from Choi on his role in the trocar
project, U.S. Surgical obtained from Choi a
retroactive license to manufacture Choi’s trocar-

Résumé
DPS Parmar, Special Counsel
Mr. D.P.S Parmar heads the Intellectual Property Appellate Board
(IPAB) practice group at LexOrbis. After joining the IPAB as Technical
Member (Patents) in 2011, he has been instrumental in writing some
path breaking and insightful decisions on Indian patent law issues.
These include establishing legal positions on excluded subject matter
under Section 3(d), 3(i) and 3(k), divisional applications, disclosure
requirements under Section 8, working statements and compulsory
license, to name a few. Before joining IPAB, Parmar worked with the
Indian Patent Office (IPO) for over 27 years and had played a vital role
both at the administrative and policy levels. He represented India at
various rounds of discussions organized by the World Intellectual
Property Organization (WIPO) and attended follow-on programs at the
European and Japanese Patent Offices. He was instrumental in the
recognition of IPO as the 15th ISA and IPEA under the Patent
Cooperation Treaty (PCT). He also served as the head of the
Intellectual Property Training Institute (IPTI) in Nagpur, which was
responsible for providing training to new examiners at the IPO.
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RIGHTS FOR UNNAMED INVENTORS

Do unnamed
inventors have rights?

inventor extinguish the right of the missed
inventor in a patent? What happens if an unnamed
inventor grants a license to the rivals of the
patentee? Is it possible to correct the mistake in
the list of inventorship? These questions appear
to be simple but are most complex to get a
legally sound answer.

RIGHTS FOR UNNAMED INVENTORS

‘Inchoate
property’
is a legal
proposition
which
defines that
a property
right in an
invention
comes into
existence
when an
invention is
made.

”

patent granted in pursuance of the
application in the complete specification
and in the register of patents:
Provided that the mention of any person
as inventor under this section shall not
confer or derogate from any rights under
the patent.

Findings and resultant eﬀects

(2) A request that any person shall be
mentioned as aforesaid may be made in
the prescribed manner by the applicant
for the patent or (where the person
alleged to be the inventor is not the
applicant or one of the applicants) by the
applicant and that person.

The majority in this decision agreed that patent
issuance creates a presumption that the named
inventors are the true and only inventors. They
also joined to state that inventorship is a
question of law, which this court reviews without
deference. Once the co-inventorship is proved
the co-inventor gets the claim to the entire
patent as joint invention would become joint
property in absence of any agreement to the
contrary. The court held that “Choi had the power
to license rights in the entire patent” which he
used to grant a license to US Surgical. Therefore,
for layman’s understanding, this patent is invalid
against Choi and US surgical as well. Since Choi
is declared as co-inventor, he gets an equal share
in the granted patent which includes granting of
license without the consent of the co-inventor.
This means failure to include anyone who
contributes to the invention as a co-inventor can
pose serious problems when the patent’s
ownership is litigated, or the patent is enforced.

Indian law on co-inventors rights
The patent law in India is more or less the same
where the rights of the co-inventors are in dispute.
Section 28 for example allows co-inventors the
right to be mentioned as an inventor in the
application before the grant of the patent. However,
such recording of a co-inventor is subjected to
the condition that “the mention of any person as
an inventor under this section shall not confer or
derogate from any rights under the patent.”
“28. Mention of inventor as such in
patent. — (1) If the Controller is satisfied,
upon a request or claim made in
accordance with the provisions of this
section,—
(a) that the person in respect of or by
whom the request or claim is made is the
inventor of an invention in respect of
which application for a patent has been
made, or of a substantial part of that
invention; and
(b) that the application for the patent is a
direct consequence of his being the
inventor, the Controller shall, subject to
the provisions of this section, cause him
to be mentioned as inventor in any
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(3) If any person other than a person in
respect of whom a request in relation to
the application in question has been
made under sub-section (2) desires to be
mentioned as aforesaid, he may make a
claim in the prescribed manner in that
behalf.
(4) A request or claim under the foregoing
provisions of this section shall be made
before the grant of patent.”

without the consent of the other
persons in India.

Cautionary remarks
It is an essential requirement of the patent law
of all jurisdictions to include a list of all inventors
for filing a patent application. At times it is
difficult to name all the inventors, or some
inventors may be tempted to exclude other
inventors. In the majority of cases, in the former
case, it is possible to correct inventorship errors
with the consent of all the named inventors
before the patent is granted but in the latter
case, the unnamed inventor can be a source of
trouble in the infringement disputes as it
happened in the Ethicon case. If the unmade
inventor proves that he is a co-inventor court
would not hesitate to grant him all right in the
patent including the power to grant a license
without the consent of the other inventor. In
other words, the patent would be invalid against
him and his licensee as well. Though the US
Ethicon trocar dispute resolved the issue of coinventors right to be mentioned as inventors if
they are omitted during the filing of the patent
application. However, this case created an
anomaly of giving an absolute right to entire
claims to the unnamed inventor even if their

Similarly, according to section 50 when
the patent is granted to two or more
persons “each of those persons shall,
unless an agreement to the contrary is in
force, be entitled to an equal undivided
share in the patent.”

contribution to the invention is limited to only a
few claims. Such a precarious situation can be
avoided if the inventors/companies applying for
patent consult an expert who can help navigate
through the slippery turf of co- inventorship.

Contact

LexOrbis
709-710 Tolstoy House,
15-17 Tolstoy Marg, New Delhi -110001,
India
Tel: +91 11 2371 6565
www.lexorbis.com
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Since Choi is
declared as
co-inventor,
he gets an
equal share
in the
granted
patent which
includes
granting of
license
without the
consent of the
co-inventor.

”

(2) Subject to the provisions contained in
this section and in section 51, where two
or more persons are registered as
grantee or proprietor of a patent, then,
unless an agreement to the contrary is
in force, each of those persons shall be
entitled, by himself or his agents, to
rights conferred by section 48 for his
own benefit without accounting to the
other person or persons.
However, under section50(3) unless
there is an agreement to the contrary.
“where two or more persons are
registered as grantee or proprietor of a
patent, then,) a licence under the
patent shall not be granted and share
in the patent shall not be assigned by
one of such persons except with the
consent of the other person or persons.”
Therefore, when two or more persons
are registered as a grantee of a patent
they are not free to grant a license
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“

related inventions. Choi agreed to help US
Surgical with any suit regarding the US’773
patent. Armed with Choi’s license US surgical
moved for dismissal of the infringement suit.
The district court granted U.S. Surgical’s motion
and dismissed the infringement suit. Ethicon
filed an appeal.

2022 ANNUAL
MEETING
SEPTEMBER 18-20, 2022
JW MARRIOTT L.A. LIVE
LOS ANGELES, CA

FEATURING
KEYNOTE SPEAKER
Kathi Vidal
Director, US Patent
DQG7UDGHPDUN2IÀFH

REGISTER ONLINE!
www.ipo.org/AM2022

Patent opinions:
are they still helpful,
and if so, when?
Adam Smoot & Anthony Zhang of Maschoff Brennan review the appropriate
use and potential benefits of patent opinions with reference to cases in
which implementation has been successful.

A

fter a few recent discussions with
clients, our hearts go out to in-house
attorneys who are handling a wide
variety of legal issues and must try and keep
straight various aspects of patent law where the
legal standards and best practices continue to
shift and change. So-called patent opinions are a
perfect example of this changing landscape. In
the 1980s and 90s, it was borderline malpractice
not to get such an opinion as the Federal Circuit
had established a “duty of care” to avoid infringement,
and willfulness was found in nearly two-thirds of
cases. After the Seagate decision from the Federal
Circuit in 2007 removed the duty of care, willful
infringement and enhanced damages decreased
significantly, and almost any reasonable defense
at trial negated willfulness, so opinions were

used much less frequently. With the Halo decision
from the Supreme Court in 2016, the landscape
shifted again to where willful infringement and
the specter of enhanced damages were again
on the table. Additionally, the timing for culpability
is now at the time of alleged infringement, so a
reasonable but unsuccessful defense at trial is
no longer helpful. This was further reinforced in
2018 when twice the Supreme Court vacated
reversals by the Federal Circuit of enhanced
damages. Since Halo, the Federal Circuit has
continued to define the contours of willful
infringement and “egregious” conduct. This article
will consider the questions of whether opinions
are still helpful (spoiler alert: they definitely have
their uses), and when that opinion should be
obtained.

This must-attend event brings together IP professionals
IURPFRUSRUDWLRQVODZÀUPVJRYHUQPHQWDFDGHPLDDQG
service providers from around the world to discuss strategies,
trends, and best practices. The annual meeting offers a mix
of educational programs, committee meetings, networking
opportunities, and exhibits.
www.ipo.org/AM2022
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PATENT OPINIONS

PATENTS | TRADEMARKS | COPYRIGHTS
TRADE SECRETS | INDUSTRIAL DESIGNS

PATENT OPINIONS

Adam Smoot is a shareholder in
Maschoff Brennan’s Salt Lake City office.
Adam’s practice focuses primarily on
post-grant proceedings before the
United States Patent and Trademark
Office, patent prosecution and
counseling, and complex intellectual
property litigation. Adam has handled
numerous inter partes review
proceedings, as well as inter partes
reexamination proceedings. He also
has experience with other post-grant
proceedings before the USPTO. Adam
has represented both Petitioners and
Patent Owners before the Patent Trial
and Appeal Board.

Adam Smoot

Anthony Zhang

“

Parties
should seek
a patent
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when they
suspect
a risk of
patent
litigation
exists
involving
a new or
existing
product
or service
offered by
the party.
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Anthony Zhang is a registered patent
attorney in Maschoff Brennan’s Salt Lake
City office. Tony’s practice focuses on
patent prosecution and intellectual
property litigation support in a variety of
technologies. He has also worked on
Office Action responses, provisional
applications, intellectual property due
diligence, and prior art searches in
technical fields such as computer
architecture, cybersecurity, chemical
compositions, and mechanical devices.

A patent opinion is a written legal analysis that
typically comes in one of two varieties. An opinion
of non-infringement compares an existing patent
for which the opinion is sought (which we will
refer to as the patent at issue) to a product and
provides reasons why the product does not
infringe the patent at issue. An opinion of invalidity
compares the patent at issue to prior art and
provides reasons why the patent at issue is
invalid in light of the prior art. Typically, a patent
opinion is sought to provide cover for possible
litigation relating to an entity’s products that may
infringe on the patent at issue because a rigorous
assessment of non-infringement or invalidity
with respect to the patent at issue can help show
that the party was not willful in any infringement,
and did not subjectively believe their actions (or
the actions of their customers) infringed the
patent at issue. Such a showing can assist the
party to avoid willful or induced infringement of
the patent at issue, or otherwise mitigate any
enhanced damages even if the party is found to
have willfully infringed the patent at issue.

When Should a Party Seek a
Patent Opinion?
Parties should seek a patent opinion when they

suspect a risk of patent litigation exists involving
a new or existing product or service offered by
the party, or in other words, once the party is “on
notice” of the patent at issue. For example, when
a new product or service is being released,
parties often perform freedom-to-operate
analyses, and that may provide an indication of
one or more patents for which opinions may be
beneficial. This may be particularly applicable in
a technology space that is known to be
especially competitive or crowded with participants.
Having knowledge of patents in such technology
spaces, especially of specific patents that could
read onto new products or services, would be
suitable subjects for patent opinions.
As to what qualifies as “notice,” it is a highly
fact-based analysis that should be conducted
with counsel. For example, an infringement
letter is often found as providing notice (see, e.g.,
Halo Elecs., Inc. v. Pulse Elecs., Inc., 579 U.S. 93,
101 (2016)), but not always (see Evolved Wireless,
LLC v. Samsung Elecs. Co. Ltd., 2016 WL 1019667,
*3-*4 (D. Del. Mar. 15, 2016) (letter with list of 85
patents was not notice)). As another example,
the patent at issue being cited on the face of a
patent of the party may not qualify as notice
(see, e.g., Elbit Sys. Land and C4I Ltd. v. Hughes
Network Sys., LLC, 2016 WL 3878246, *2-*3 (E.D.
Tex. Mar. 30, 2016) (finding notice); but cf. Radware,
Ltd. V. FR5 Networks, 2016 WL 4427490 (N.D. Cal.
Aug. 22, 2016) (finding no notice)), but the patent
at issue being used in an Office Action may
qualify as notice. See Intellectual Ventures I LLC
v. Symantec Corporation, 2017 WL 639638, *8 (D.
Del. Feb. 13, 2017).

In What Ways are Patent Opinions
Beneficial?

cases included enhanced damages 60.3% of
the time, while 69.0% of cases included
enhanced damages after Halo. In total, Halo has
increased findings of willful infringement by 27.8%
and findings of enhanced damages by 8.7%.
After a finding of willfulness and when
considering enhanced damages, courts have
almost universally applied the Read factors,
which relate to whether an infringer acted in
good faith. See Read Corp. v. Portec, Inc., 970 F.2d
816, 827 (Fed. Cir. 1992). The Read factors
include: (1) whether the infringer deliberately
copied the ideas or design of another, (2)
whether the infringer investigated the scope of
the patent and formed a good-faith belief that it
was invalid or that it was not infringed, (3) the
infringer’s litigation behavior, (4) the infringer’s
size and financial condition, (5) the closeness of
the case, (6) the duration of the misconduct, (7)
the infringer’s remedial actions, (8) the infringer’s
motivation for harm, and (9) whether the
infringer attempted to conceal any misconduct.
Id. at 826-28. Based on the Read factors, securing
a patent opinion before performing any potentially
infringing acts or within a reasonable amount of
time after being on notice can have a substantial
effect on factors (2) and (8). Given the significant
impact on these factors, even if willfulness is found,
having an opinion can give a judge good reason
to decline to enhance damages for a party or
decrease the magnitude of any enhanced damages.
Lastly, we note that a policy of burying your
head in the sand to avoid discovering others’
patents has its risks, whether for willfulness or
enhanced damages. For example, in Motiva Patents
LLV v. Sony Corp., HTC Corp. filed a motion dismiss
the claim for willful infringement based on no
pre-suite knowledge of the patent. See Motiva

In a simple response, opinions can be an important
tool when new products are launched, potential
infringement is discovered, or other times when
the party might be “on notice” of potential
infringement to avoid a finding of willful
infringement or induced infringement. And
while such an opinion may not avoid a finding of
willfulness, it might still help to avoid enhanced
damages anyway. In particular, the Halo decision
bifurcated the findings of willfulness, and
enhanced damages. Willfulness is a pre-requisite,
but the court must find “egregious” conduct
before enhanced damages are awarded. A
post-Halo empirical study of willful infringement
and enhanced damages cases conducted by
Karen Sandrik indicates that 37.1% of cases
before Halo included a finding of willful
infringement and 64.9% of cases after Halo
included a finding of willful infringement. Karen
Sandrik, An Empirical Study: Willful Infringement
& Enhanced Damages in Patent Law After Halo,
26 Mich. Tech. Law Rev. 61 (2021).1 Before Halo,
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Pats. LLC v. Sony Corp., 408 F. Supp. 2d 876, 884
(E.D. Va. 2013). However, because of a policy to
not review the patents of others, the court found
that “willful blindness” can supply the requisite
knowledge to keep the motion in the suit. Id. at
833-34. Similarly, when addressing enhanced
damages, a 2011 opinion stated, “even if []
[defendant’s] belief of non-infringement was
subjectively in good faith, this is negated by the
Court’s finding that the Defendants evinced
ostrich-like, head-in-the-sand behavior.” See
Mestso Mins., Inc. v. Powerscreen Int’l Distrib. Ltd.,
833 F. Supp. 2d 333, 338 (E.D. N.Y. 2011).
By working with your patent counsel and being
proactive in addressing issues upfront rather
than ignoring or avoiding knowledge of high-risk
patents, parties can better protect themselves
from claims of willful infringement and the
associated potential for enhanced damages.

“

Having an
opinion can
give a judge
good reason
to decline
to enhance
damages for
a party or
decrease the
magnitude
of any
enhanced
damages.

”

1

We note that there are
other interesting findings
supported by the data in
the study conducted by
Karen Sandrik, such as the
effect of venue on the
finding of willfulness, and
on the enhancement of
damages post-Halo,
However, this article does
not address those other
findings.

Contact
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Salt Lake City,
UT USA 84111
Tel: +1 801.297.1850
www.mabr.com
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Résumé

AIPPI welcomes Members and Non-Members to
the San Francisco Marriott Marquis hotel in
September!

We will be coming together in person again to
take part in the making of AIPPI's resolutions.
Experts from different countries and regions will
be sharing and exchanging insights on various
areas of IP.

EXCEPTIONAL PROGRAM:
Panel Sessions (incl. Pharma Panels)
UPC Boot Camp

Rafael Beltran, Principal and Partner of Beltran Fortuny y Beltran Rivera,
reviews the changes to the term of registration of Industrial Designs in
Mexico in light of the latest revisions in 2020.

T

he provisions dealing with the term of
Industrial Design Registrations in Mexico
remained unchanged, despite Mexico’s
interest in having a legal regime comparable to
the standards of its principal business partners.
On June 28, 1991, the Law for the Fostering
and Protection of Industrial entered into force,
repealing the Inventions and Trademarks Law of
February 10, 1976.
The aim of the Law for the Fostering and
Protection of Industrial was to “modernize” the
provisions of the IP regime.
Consequently, the term of Industrial Design
Registrations was increased from seven to 15
years, not renewable.
Later, amendments to the Law for the
Fostering and Protection of Industrial, changing

AIPPI Cafés
Young Members Forum

We are back
with an in-person Congress!

Copyright in Graffiti and Street Art)

The aim of
the Law for
the Fostering
and
Protection
of Industrial
was to
“modernize”
the
provisions
of the IP
regime.

”

Women in AIPPI Social Event
IP Lunches (incl. Diversity and Inclusion Today,

“

its name to Industrial Property Law, entered into
force on October 1, 1994.
No changes were made to the term of
Industrial Design Registrations, remaining as 15
years, not renewable.
Amendments to the Industrial Property Law
dealing with the term of Industrial Design
Registrations entered into force on April 27,
2018.

Would you like some IP with your Wine?, and

Aberu.Go / Shutterstock.com

September 10 - 13, 2022

INDUSTRIAL DESIGNS REGISTRATIONS TERM

2022 AIPPI World Congress

Industrial Designs
Registrations term
in Mexico

Get your ticket or Limited Exclusive Package!
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1.

2.

3.

Industrial Design Applications filed on or
after April 27, 2018:
• Its term is of five years, counted
from the filing date, renewable for
successive periods of the same
duration up to a period of 25 years,
subject to payment of the
corresponding fees.

On November 5, 2020, the Law for the Protection
of Industrial Property entered into force. It repeals
the June 28, 1991, Law for the Fostering and
Protection of Industrial, which name was changed
to Industrial Property Law. October 1, 1994.
Under the new Law, terms are as follows:
1.

Pending Industrial Design Applications
filed on or before April 26, 2018:
• Applicants are granted a term of 30
working days counted from April 30,
2018, to opt for the provisions of the
amendment to the Law in writing.
Industrial Design Registrations issued on
or before April 26, 2018:
• The term of 15 years counted from its
filing date until its expiration stays.
• Registrants are given the opportunity
to renew them for two successive
periods of five years, without its term
exceeding a maximum of 25 years.
The first request to renew must be

2.

Rafael Beltran

Industrial Design Applications filed on or
after November 5, 2020:
• Term is of five years, counted from the
filing date, renewable for successive
periods of the same duration up to a
period of 25 years, subject to payment
of the corresponding fees.
Industrial Design Registrations issued
under the repealed Law:
• Will remain in force until its expiration
date.

Note. - When the request to renew is filed by
someone who is not the attorney-of-record, the
filing of a power of attorney document is
mandatory.
A specific power of attorney document suffices.

Résumé
Rafael Beltran, Partner of Beltran Fortuny y Beltran
Rivera, S.C. Principal of the firm. He oversees the Patent,
Trademark, Copyright, Plant Breeder’s Rights, Internet,
and Enforcement Groups practice of the firm. He
possesses extensive knowledge and experience in IP
Law and practice. Rafael has served on the Board of the
Mexican Association for the Protection of Intellectual
Property AMPPI, Mexican group of AIPPI. Current ViceChair of AIPPI’s Standing Committee on the PCT. Rafael
was appointed to INTA’s Trademark Office Practices
Committee 2022-2023. And is a lecturer at local and
international events organized by AMPPI, AIPLA,
CIOPORA. Rafael is an Editorial Board Member of
The Patent Lawyer Magazine.

Contact
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filed within the six months prior to the
original term expiration. Or, before the
end of a six-month period, counted
from the original expiration term.

The amendments consisted of a set of
specific rules, applicable to:
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Robert Klinski, the Founder of Patentship, examines technology patents as a
valuable asset, discussing blockchain and 5G patents as an option for return
on investment.

L

ooking for exposure in your portfolio to
high-growth technologies? The
conventional answer is to pick a promising
start-up and line up €10 million in equity. It
remains fraught with difficulty. Even the smartest
investors only expect to make a significant gain
on one investment in 10. Another two of their
start-ups might break even. The rest will burn
their capital.
The challenges in proving a technology are
hard enough. You have to put in place the right
operation and the right team. Then do it again
when it comes time to scale.
Can you save yourself the risk of losing all
your capital, while still retaining the option for a
gain on the upside? In other words, instead of
investing in a ‘hard asset’ such as equity, can
you use a ‘soft asset’ such as a derivative to
leverage your position?
In the case of equity, options give you the
right, but not the obligation, to buy or sell an
underlying asset (or just the option itself) at or
before a date in the future at a fixed financial risk
(the premium). In the case of technology, patents
can serve as a highly effective equivalent to
options. Instead of investing in hard assets such
as technologies or start-ups, why not invest in
intellectual property as an analogy to options?
In fact, as an investor, you can gain up to 31
months by filing a patent application under the
Patent Cooperation Treaty at a fixed capital risk
and establishing a priority date to determine
whether a patent is worth pursuing in the future.
The capital at risk is roughly one percent of the
commitment to a start-up.
For a number of investors, notably from China,
patents are starting to represent a more efficient
way of making a return on technologies. Instead
of risking €10 million on a start-up, they are
using patents to catch a technology at the right
point, not too early, not too late, but just at the
sweet spot when it stops emerging and starts to
grow.
The economics are compelling. If you build a
quality patent portfolio with 10 patents for a
technology in the five main countries worldwide,
you are putting roughly €1 million at risk, based
on an average cost of €20.000 per patent in each
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country. So, you could build 10 such portfolios
for the cost of investing in one start-up.
You might think everyone is following this
logic. Far from it. All industries are in the midst of
a digital transformation, deploying technologies
such as artificial intelligence, the internet of things
and the new ultrafast mobile standard, 5G. In
fact, engineers in research and development
are mostly focused on incremental technology
development rather than on strategic patent
development. Moreover, the software implementations at the core of digital innovations are
widely viewed as non-patentable.
Let me give you a real-life example. At a large
mobile operator, the engineering team was
struggling with creating valuable innovations
around 5G, which is now being deployed across
Europe. In addition, they saw little point in

Résumé
Robert Klinski is a German and European patent, trademark and
design attorney, and the founder of Patentship. He studied electrical
engineering and telecommunications at the Technical University
Hamburg-Harburg and received his PhD with honours from the
Technical University of Munich in the field of statistical signal
processing in telecommunications. He was a scientific researcher at
the Fraunhofer Institute and an engineer at Siemens AG in the fields of
wired and wireless communication systems, and he is mentioned as
an inventor in several patents relating to telecommunications. Dr
Klinski has worked in the IP field since 2002 and has extensive
experience in IP prosecution, IP litigation, IP harvesting and creating IP
on demand in the fields of digital signal processing, 5G, the Internet of
Things (IoT), AI, fintech, security and blockchain. In his recent 5G, SIM,
IoT, security and fintech projects, he supported his clients by
harvesting more than 300 inventions. Dr Klinski also actively supports
international investment firms in IP-backed start-up incubation and IP
generation on demand. Patentship is a medium-sized patent law firm
based in Munich, specialising in value-oriented, results-driven patent
drafting, prosecution, litigation and invention harvesting in various
jurisdictions and across a wide range of technologies, such as
electrical engineering, telecoms and information systems, software,
mechanical engineering, automotive, chemistry and biotech.
Patentship’s clients include national and international research
institutes, medium-sized companies and global players listed in the
Fortune 500 and Forbes 100 rankings.
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VENTURE BUILDING WITH IP

The technology sweet spot
All technologies follow a lifecycle as they emerge,
grow and mature. At the start, everything is new.
There is no history. Comparisons are hard to
draw. Platform IP can be secured at relatively little
cost, it is even hard to know which technology
trend to follow and the risk-to-reward ratio is
speculatively high.
At the growth stage, innovation becomes more
incremental, driven more by R&D and less by
inventors. Many more patents are filed, the scope
for protection narrows, IP costs rise and the risk-toreward ratios drop. Once a technology matures,
innovation plateaus, IP becomes expensive to maintain and the risk-to-reward ratio reaches its low point.
If you make your move too early, you can be
technically brilliant but with no foundation in the
market. If you’re too late, you will join a saturated
market with low returns. The sweet spot is at the
point that an emerging technology establishes
itself, rewarding those who can articulate what
the market demands.
These technologies are typically disruptive in
their effects, as first identified by the Harvard
professor Clayton Christiansen in his 1997 book,
The Innovator’s Dilemma: When new technologies
cause great firms to fail. He argued that disruptive
technologies often begin in low-value segments
of the market and involve high degrees of
technical difficulty. So, it opens up the way for
disrupters to steal a march and open up the
potential for innovation.
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pursuing patent applications directed to
network solutions implemented in software.
As it turned out, in the course of one-to-one
conversations with the engineering team, a
significant number of valuable inventions were
identified that could be patented. Most of them
related to 5G and the configurations of networks
developed for real-time services such as IoT
applications.
In the long term, any one of these patents has
the potential for creating significant extra value
for the operator. So how were such applications
being overlooked not just by this operator but
by many other companies in a similar position,
not to mention potential investors?
Patents only ever have any value if they are
written in the language of the technology and of
the market. So, the potential for any upside
depends on four states of mind: an understanding
of technology, an insight into the market, a
capacity to direct engineers towards the disruptive
and a grasp of patent strategy.
For this particular mobile operator, a change in
mindset led to more than 80 harvested technical
inventions resulting in more than 50 applications
for patents in the field of 5G, of which a majority
has already been granted.

Blockchain is proving just such a technology
with mainstream companies now doing what they
can to keep up. Its origins lie in the search for a
secure digital currency and the solution, which
links a chain of digital signatures across blocks
of data, bypasses any directly comparable
technologies. As an innovation, it managed to
articulate what the market required and frame
the technical challenge in a way around which
developers could invent.
For those who can join up the pieces of such
disruptive ideas, it opens up the prospect of a
highly productive three-step strategy: clearly
articulate the challenge for your market, set a
technical problem and then let your engineers
or developers create a series of innovations that
you can patent.

Engineering mindsets
Engineering teams develop technical solutions
incrementally by nature. They work on the basis
of identifying improvements to existing
technologies. They are typically responding to
requests from their managers for more speed,
less weight, more stability or better security. It is the
basis for how ever higher levels of performance
are reached in technologies such as the combustion
engine and the microprocessor, even though they
both passed the emerging stage many years ago.
Or put it another way. Engineers excel in
making tangible improvements and creating
new features. However, they are less trained in
making the intangible, based on what the market
is seeking as opposed to what existing technologies
can offer.
Patent offices work in the same way. They look
for the difference between your invention and
the prior art. They then judge whether it justifies
a patent. Like engineers, they are not taking
their cue from the market. They want a defined
technical platform from which to start.
Although 5G is not as disruptive as blockchain,
the same thinking applies in realizing its value.
From the point of view of an engineer or a patent
office, you could argue that you have little scope
for innovation, as the existing 4G technology
infrastructure (LTE) is widely being used for 5G
networks as well. The difference in the communication technology per se is thus hard to identify.
The transmission technologies and the
communication protocols might even be the
same, but the fundamental difference lies in
how you design a 5G network. By using network
slices, which essentially are service-oriented
sub-networks, you can scale it up and down
depending on what kind of service you are
trying to deliver, whether it is making a phone
call, screening augmented reality to a crowd of
fans or sending signals to a driverless car. The
speed and quality of the connection that is
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required will vary: you can have some leeway on a
phone call; you can have none in a driverless car.
The value lies in how you design each of
these slices of the network for different
applications. You take your cue from what the
markets expects in specializing 5G configurations
for use in smart cities or for IoT, then you set
yourself a technical challenge. The solutions
you develop will be a rich source for harvesting
innovations that can be patented.

Patentability
These ‘network slices’ are becoming one of the
most highly sought and potentially lucrative
sources of patents. Like the mobile operator,
you may be dissuaded from applying for them
by lack of prior art and you may worry that no
patents will be granted on any software. However,
you can chart a course that satisfies the disruptive
demands of the market and meets the tests for
patentability.
Essentially, you have to run two lines of inquiry:
check out how the market is defining your
purpose and keep exploring potential inventions.
Your two searches will come together at the
point when you can define a technical challenge
for your engineers to solve. By harvesting innovation
in this way, you are speaking both the language
of disruption and IP.
Your solution will directly correspond to an
application within the market. It will also avoid
the trap into which disruptive technologies can
fall and meet the tests for patentability by
clearly defining the technical challenge.
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Like engineers, patent examiners at the EPO
rely on a problem-solution approach in
identifying an inventive step: what is the prior
art? What is the objective technical problem?
Could a person skilled in the art arrive at the
inventive solution of the technical problem
when starting from the prior art? Does the
invention relate to a computer program that per
se is not patentable? By framing your network
slice as providing a solution to a technical
problem, it cannot be excluded just because it
is implemented by software. The same thinking
applies to AI, big data or cybersecurity.
So those who invest in capturing the
innovative new services that flow from 5G and
provide solutions to technical problems that
comply with the EPO’s tests for patentability will
be putting themselves at a significant advantage
over those who rely on conventional engineering
for more speed, less weight and more security
for their returns.
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WRITTEN DESCRIPTION REQUIREMENTS

David McCombs, Eugene Goryunov, Alan Wang, and Li Yang of Haynes
& Boone provide an update on the Written Description Requirements,
following on from the article published in the March/April 2022 issue,
based on the majority’s opinion in the June 2022 Novartis decision.
I.

Introduction

In our earlier article—“Negative Limitations and
the Written Description Requirement”1 — we
examined the state of law on the written
description requirement for negative limitations
in view of Novartis Pharmaceuticals v. Accord
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Healthcare Inc., No. 2021-1070 (Fed. Cir. Jan. 3,
2022). On June 21, 2022, the U.S. Court of Appeals
for the Federal Circuit vacated its decision in
Novartis and further refined the standard for
when a silent specification can meet the written
description requirement.

II. The Panel Rehearing in Novartis
The dispute in Novartis involves U.S. Patent No.
9,187,405 (“the ’405 patent”). Each independent
claim recites a negative limitation, “absent an

Résumés
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Majority Opinion
The majority held that the written description
requirement “cannot be met through simple
disregard of the presence or absence of a
limitation.” It may, however, “be satisfied when
a skilled artisan would understand the
specification as inherently disclosing the
negative limitation.”6 To establish inherency,
“evidence must make clear that the missing
descriptive matter is necessarily present in the
thing described in the reference, and that it
would be so recognized by persons of ordinary
skill.”7 Specifically, testimony from a skilled
artisan as to possibilities or probabilities that the
recited element would be excluded is insufficient.8
On the other hand, if a patent owner could
establish that a particular limitation would “always
be understood by skilled artisans as being
necessarily excluded if that limitation is not
mentioned,” the written description requirement
would be satisfied despite the specification’s
silence.9
The majority characterized the district court’s
fact finding as clearly erroneous and concluded
that written description support for the noloading-dose limitation was lacking .10 The
parties’ experts agreed that loading doses are
sometimes given to patients.11 Novartis’s expert
focused on where in the specification the
patentee would have mentioned a loading dose
if they intended a loading dose to be included.12
The majority opined that the expert did not
answer the correct question which should have
been whether the patentee precluded the use
of a loading dose.13 The majority found that, “[o]
n this record, there is no evidence that a skilled
artisan would understand silence regarding a
loading dose to necessarily exclude a loading
dose.”14
According to the majority, the written description
requirement is not met for the no-loading-dose
limitation.
Dissenting Opinion
Judge Linn dissented. He stressed that the
majority “applies a heightened written description
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standard to the facts of this case in requiring not
only a ‘reason to exclude’ but a showing that the
negative limitation in question was ‘necessarily
excluded.’”15 Judge Linn argued that the written
description requirement for a negative limitation
can be implicit in a disclosure, and it is how a
skilled artisan reads a disclosure that matters.16

III. Conclusion
David McCombs

The majority’s opinion in the June 2022 Novartis
decision still upholds the Federal Circuit’s
precedents, i.e., a disclosure need not describe
a limitation – any limitation – in haec verba and
the critical test for the written description
requirement is whether a disclosure “reasonably
convey[] to those skilled in the art that the
inventor had possession of the claimed subject
matter as of the filing date.” As of today, to
satisfy the written description requirement for
negative claim limitations, a written description
should demonstrate that it is not only ambivalent
to, but expressly or inherently excludes, an
excluded feature.
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The ’405 patent, 12:48-13:9.
See the prosecution history of US 8,741,963,
Response filed Feb. 18, 2013.
Novartis, No. 2021-1070 (Fed. Cir. Jun. 21, 2022) at 3-4.
The January panel consisted of Chief Judge Moore
and Circuit Judges O’Malley and Linn. The June panel
consisted of Chief Judge Moore and Circuit Judges
Hughes and Linn.
Novartis, No. 2021-1070 (Fed. Cir. Jun. 21, 2022) at 5-6.
Id. at 6 (citing In re Robertson, 169 F. 3d 743, 745 (Fed.
Cir. 1999)).
Id. at 7.
Id.
Id. at 12.
Id. at 11.
Id.
Id.
Id. (emphasis original).
Novartis, No. 2021-1070 at 14 (Fed. Cir. Jun. 21, 2022)
(Linn, C.J., dissenting).
Id. at 19 (quoting MPEP §2163 (“newly added claims or
claim limitations must be supported in the
specification through express, implicit, or inherent
disclosure.”)).
Id. at 12 (citing Ariad Pharms., Inc. v. Eli Lilly & Co., 598
F. 3d 1336, 1351 (Fed. Cir. 2010) (en banc)).
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WRITTEN DESCRIPTION REQUIREMENTS

Negative limitations and
the Written Description
Requirement – a sequel

immediately preceding loading dose regimen.”2
This no-loading-dose limitation was added
during prosecution of the ’405 patent’s parent
application. Importantly, the ’405 patent (like its
parent) does not mention any loading dose in its
specification—whether to be used or not.3 The
district court found that the claims were not
invalid for inadequate written description.4 In
January 2022, the Federal Circuit affirmed the
district court’s judgement, and HEC petitioned
for a panel rehearing. The new panel vacated
the January 2022 decision and reversed the
district court.5
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Can you start by introducing yourselves and
your connection to the survey?
Anthony: I’m the CEO and founder of Legatics,
a legal transaction management solution for
lawyers. We commissioned YouGov to conduct
this survey, because burnout and stress are
critical, live issues for many lawyers.
Mental health, well-being, and ensuring
lawyers are given the support to be
successful, are issues that are particularly
close to my heart. Providing technology that

helps alleviate the burden of low-level
administrative work on junior lawyers and
providing them with a better work-life balance
was the reason I founded Legatics.
Lucy: I’m a partner at Pinsent Masons, which is
one of the founding members of the Mindful
Business Charter, and I’m involved with the firm’s
efforts to mitigate some of the issues this survey
highlights.

Registration is Open!
Don’t miss this important annual event!
Go to www.aipla.org for more information.
CTC Legal Media
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Anthony Seale is the CEO of Legatics.
He was a Project Finance lawyer with
a previous background in satellite data
analysis and used these skills to bring
together the software and legal worlds in
order to create a better way of managing
legal transactions.
Lucy Shurwood is a partner for Pinsent
Masons LLP. Part of Lucy’s role is
focusing on innovation and service
delivery for clients, including the
development of technology solutions
for legal services. Pinsent Masons is one
of the founders of the Mindful Business
Charter | Re-humanising the workplace
– a practical framework which aims to
combat stress and burnout.

Can you introduce the Legatics & YouGov
survey? What did the survey set out to achieve?
Anthony: We had lots of anecdotal evidence of
burnout within the profession and had made
tackling these issues part of Legatics’ founding
mission but needed to know how deep these
issues go and take a measured approach to
assessing their scale.

Anthony Seale

Lucy: The fact that nine in 10 lawyers experience
burnout was striking, and hopefully an eyeopener for firms and businesses that aren’t yet
making changes to improve the wellbeing of
their employees.
Why do you think it is that so many lawyers
experience stress and burnout on a daily
basis?
Anthony: I think the problem is partly the demands
of clients and partly cultural. In an environment that
still makes significant use of the billable hour, and
where there is a strong desire for career progression
amongst ambitious people, a culture of working
even harder than clients require, and not showing
the personal impact of work, can develop.

Lucy Shurwood

Lucy: There are several factors in working
environments that can contribute to negative
working practices. For example, technology
advances have brought welcome improvements,
but also expectations of quicker turnaround
times and 24/7 availability. Other common
habits include staying connected while on
holiday, joining conference calls during familytime and working outside of core hours all of
which increase workplace stress.

Why do you think it was important for this
survey to be carried out?
Anthony: It was hugely important to carry out
this survey because these are critical issues
facing the legal profession, and we all need to
find a way forward. Many of the team here at
Legatics are former lawyers, including me
personally, and many of us experienced or saw
burnout and stress at work.
Lucy: The survey aligns to some of the issues I
experienced first-hand in my career. It’s helpful
for us, as Anthony says, to find out the scale of
the problem - it’s also good to get a clearer
picture of what can be addressed to help take
some of the stresses and strains away of
people’s day to day work.
Which of the survey’s findings was most
interesting to you?
Anthony: We know from our own experiences
that long hours, a lack of a work-life balance,
and the burden of deal administration has an
impact on lawyer’s wellbeing. However, what
really surprised us was the scale of these issues
and the very real effects they are having on
people’s mental and physical health. It’s crystal
clear that there is a particularly acute problem
in the legal sector.
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The second point that really stood out was
the fact that ahead of remuneration, more than
a quarter of lawyers said that the main reason
they decided to pursue a career in the law was
to make a difference to people’s lives. Its clear
firms can’t solve this by just throwing money at
the problem. A sense of purpose matters and
the best lawyers are the ones who love what
they do. If they are stuck completing repetitive
administrative tasks and sitting on long
coordination calls, they are not going to feel that
sense of purpose, which I think is an important
part of not burning out.

Résumés

“

I think the
problem is
partly the
demands
of clients
and partly
cultural.

”

How do the findings of the survey compare to
each of your own professional experiences?
Anthony: In my experience practicing law, as a
junior lawyer, I didn’t always use the technical
legal skills I’d learned at law school, and it didn’t
get me as close to the underlying commercial
motives of a transaction as I would have hoped.
Instead, I felt like I was doing a lot of
administrative work that didn’t require me to be
a lawyer and I was working quite long hours. It
made me feel less connected to the sense of
purpose I had when I entered the profession,
which for me was around understanding
commercial motives for transactions. The
further I was from that purpose, the harder it
was for me to accept a lesser work life balance,
and my mind started to turn to how that work
could be automated.
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Lucy: A lot has changed since I first started,
thankfully, but I do remember the days of being
expected to be available anytime day or night
and regardless of whether you were on holiday.
Thankfully this has changed and as a partner
now myself, I have a responsibility to ensure
things are better than they used to be.
With your knowledge of the YouGov Survey,
what do you think is the biggest contributor
to Law’s Great Resignation?
Anthony: Again, it comes back to that sense of
purpose - a significant percentage (28%) of the
survey respondents told us they became
lawyers to make a difference to people’s lives.
25 percent did say they wanted a good salary,
but clearly that’s not enough for many people.
Considering that salaries in the legal profession
have skyrocketed, it is clear it hasn’t prevented
people from leaving the profession. I think the
pandemic also had a big impact – people had
the experience of different work-life balance,
and their priorities shifted, and now they don’t
want to necessarily go back to the way things
were.
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“

What
Legatics can
do is help
turn tasks
that need to
be done into
quick and
easy parts
of the job.

”

Lucy: I agree that the pandemic has had an
impact. I also think that the younger generation
of lawyers are less tolerant, perhaps, of doing
things a certain way just because that’s always
how they were done. I’ve experienced stress at
work, but ultimately, I continued in the
profession because I think I can do interesting
work and make a difference. This is particularly
true of my involvement in initiatives such as the
Mindful Business Charter.
How do you think technology is impacting the
life of lawyers in their day-to-day work?
Anthony: I think that it’s very interesting that our
survey highlighted that many lawyers believe
technology is one of the main things that has a
significant impact on their working lives. I do, of
course, as the founder of a legaltech company
– but it’s important to hear whether the people
still in roles at law firms are finding that to be the
case. What Legatics can do is help turn tasks
that need to be done into quick and easy parts
of the job – for example, creating a closing set
can be done in a matter of minutes, rather than
taking up a whole weekend.
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Lucy: Another way to look at this question is to
acknowledge that there are downsides, too –
technology is a tool, so it can be used for good
or not. At Pinsent Masons, for example, we
found that even if we told junior lawyers that
they didn’t need to respond to late-night emails
until the following day, if they saw that the
partners were sending them emails, they’d feel
compelled to reply out of hours. We’ve stopped
doing that. We also use Legatics and we have
found that it saves us a lot of time, which is a big
part of alleviating stress and burnout.
What steps do you think need to be taken to
make the legal profession a better
environment to work in to avoid stress and
burnout?
Lucy: I think that it’s important for people in
positions of power at law firms to enact changes
like the ones the Mindful Business Charter
advocates. But we also need to make sure these
practices are embedded in how we do business.
At Pinsent Masons, our proactive steps have
included:
•
Introduced protected time for the lunch
hour and encouraged people to take
walk/ exercise/ family time;
�•
Introduced wellbeing conversations
for everyone;
•
Introduced shorter meeting times,
so all meetings are now automatically
25mins or 50mins to make sure there
is time between meetings;
•
Introduce guidance that encourages
colleagues to not send emails outside
of core working hours.
The Mindful Business Charter describes itself
as ‘re-humanising the workplace’, can you
tell us what is meant by that and what this
message stands for?
Lucy: The approach of the MBC’s founders was to
develop a real understanding of the root causes
of stress and involved a year-long series of
employee workshops, a review of academic
literature, and mutual sharing of staff survey
data to understand and engage on the key issues.
The result was a series of practical suggestions,
centered on improved communication, and
codified into a Charter that organizations could
adopt and incorporate into their panel terms
and existing relationships with clients.
Performance against MBC principles is
monitored at relationship review meetings
encouraging all parties to be open and honest
about day-to-day communications, successes,
and areas for improvement.
At Pinsent Masons, we complete a Mindful
Business scorecard in relationship meetings with
our key clients, on which we and our clients
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score each other on compliance with key
elements of the MBC. The scorecard highlights
areas where MBC principles are perhaps not
being observed and encourages us to discuss and,
if possible, address those areas collaboratively.
This pragmatic approach reflects the reality that
sometimes it isn’t possible to observe all the
principles of the MBC, for example when deals
need to be completed against very short
deadlines. We have found that even where
deadlines are tight, our commitment to the MBC
enables us to have more open discussions with
our clients about timescales, being mindful of
the impact on our people.
The MBC looks to eradicate some of the
‘negative working practices’ that the survey
highlights. For example, continued interruptions
have a significant impact on how we feel about
our jobs, on our relationships and family life.
Taking steps to remove the avoidable ones will
result in people feeling happier, valuable, and
more positive about their careers.
Can you tell us about the changes that the
Mindful Business Charter is helping to
implement to eradicate negative workplace
practices?
The Mindful Business Charter is the first-time
banks and their legal services providers have
come together to reach a shared agenda for
supporting mental health and wellbeing.
Launched in 2018 signatories now include
banks Lloyds Banking Group and NatWest, and
the law firms Ashurst, Baker McKenzie, Clifford
Chance, Eversheds Sutherland, Hogan Lovells,
Norton Rose Fulbright, and Simmons & Simmons.
The Charter has been growing in its global
influence and has already been adopted by
over 70 global corporate and law firms as far
afield as the UK, Asia Pacific, and South Africa.
All of the signatories have committed to a set
of principles aimed at changing the way we
work by identifying and addressing the root
causes of unnecessary stress to promote better
mental health and wellbeing across legal teams.
Download the report here: https://events.
legatics.com/yougov-report-request-0

Contact

Legatics: https://www.legatics.com/
Pinsent Masons:
https://www.pinsentmasons.com/
Mindful Business Charter:
https://www.mindfulbusinesscharter.com/
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Whatsapp: 829-743-8001

Address: 9a Avenida 14-78 zona 10, Guatemala,
Guatemala, C. A.
Tel/Fax: (502) 2246 3000 / (502) 2333 5980
Website: www.lexincorp.com
Email: gonzalomenendez@lexincorp.com
groca@lexincorp.com
Contact: Mr Gonzalo Menéndez G., Ms Gina Roca

CTC Legal Media

CTC Legal Media

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address: United Trademark & Patent Services
Suite 7, 2nd Floor, Chicago Building,
Al Abdali, P.O. Box 925852, Amman,
Jordan
Website: www.utmps.com
Email:
jordan@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Mrs Fatima Al-Heyari

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address: United Trademark & Patent Services
6th Floor, Burj Al Ghazal Building, Tabaris,
P. O. Box 11-7078, Beirut, Lebanon
Website: www.utmps.com
Email:
lebanon@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Hanadi
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LUXEMBOURG

YOUR IP
Patent42
Representation for Europe and Luxembourg,
France and Belgium.
Patent 42 is a law firm acting in Industrial Property.
Our job is to help and assist companies and
entrepreneurs in protecting and defending their
investments in innovation and creation.
If innovation is first of all a state of mind, it is also
a necessity and a source of development and growth
for your company. Investments carried out to develop
new products or new activities deserve to be
protected.seeking to protect valuable original creations.

MACAU

We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have been
resolved, so, our professional success is also based on
providing prompt response and high quality,
personalized service. “Whatever you need in Mexico,
we can legally find the most affordable way”
Tel:
525528621761 & 525534516553
Website: www.tciplaw.mx
Email: ecruz@tciplaw.mx
mtovar@tciplaw.mx
contactus@tciplaw.mx

Sigeon IP, Grzelak & Partners

United Trademark & Patent Services

Sojuzpatent

Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with a
timely notice of their intellectual property matters. We
also prepare and register license agreements.

Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”
service in Poland and Europe.

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Sojuzpatent is the oldest leading IP law firm on the
territory of the former USSR, with seven offices in
Russia, and associates in all the neighboring
countries. We employ more than 150 people,
including 50+ patent attorneys and litigation lawyers,
to achieve seamless prosecution and successful
litigation. We offer everything you may need for
protecting your IP in the whole region.

Address: Paseo de la Reforma 265, M2, Col. Y Del.
Cuauhtemoc, 06500 Mexico, D.F.
Tel:
(5255) 5533 0040
Fax:
(5255) 5207 3150
Website: www.goodrichriquelme.com
Email: mailcentral@goodrichriquelme.com
Contact: Enrique Diaz
Email: ediaz@ goodrichriquelme.com

Tel:
+48 22 40 50 401/301
Fax:
+48 22 40 50 221
Website: www.sigeon.pl/en
Email:
ip@sigeon.pl
Contacts: anna.grzelak@sigeon.pl (patents,
management & international cooperation)
tomasz.gawrylczyk@sigeon.pl
(trademarks, designs & legal)

Address: United Trademark & Patent Services
Ahmed Al-Misnad Building, Building No. 241,
2nd Floor, Office 9, Street No. 361,
Zone No. 37, Mohammad Bin Thani Street,
Bin Omran P.O.Box : 23896 Doha
Website: www.utmps.com
Email:
qatar@unitedTM.com &
unitedtrademark@unitedtm.com
Contact: Ahmed Tawfik & M.Y.I. Khan

Address: Myasnitskaya St., 13, Bldg. 5, Moscow,
101000, Russia
Tel:
+7 495 221 88 80/81
Fax:
+7 495 221 88 85/86
Website: www.sojuzpatent.com
Email: info@sojuzpatent.com
Contact: Svetlana Felitsina, Managing Partner
Tatiana Petrova, Head of Trademark
Department

Address: Avenida da Praia Grande, 759, 5° andar,
Macau
Tel:
(853) 2837 2623
Fax:
(853) 2837 2613
Website: www.ipsol.com.mo
Email:
ip@ipsol.com.mo
Contact: Emalita Rocha

MOROCCO

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address: United Trademark & Patent Services
58, rue Ibn Battouta 1er étage,
no 4. Casa Blanca, Morocco
Website: www.utmps.com
Email:
morocco@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan

PAKISTAN

United Trademark & Patent Services

Bharucha & Co.

International Intellectual Property Attorneys

Established in 1948, Bharucha & Co. is one of the
leading Intellectual Property law firms in Pakistan
providing full range of IP services including all
aspects of patents, trademarks, designs, copyright,
domain names, licensing, franchising and litigation.
The firm is ranked among the leading law firms in
Asia by most of the prestigious legal referral guides.

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address: United Trademark & Patent Services
Suite No. 702, 7th Floor, Commercial
Centre, Ruwi Muscat, Sultanate of Oman,
P. O. Box 3441, Postal Code 112 Ruwi,
Sultanate of Oman
Website: www.utmps.com
Email:
oman@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: S.Maqbool & T.F. Khan
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RUSSIA

Goodrich Riquelme Asociados

Contact: Elsa Cruz, Martin Tovar

OMAN

QATAR

IPSOL is a key service line focused on the planning,
registration and management of trademark, patent
and other IP rights portfolios, offering solutions that
enable to maximize the protection of your IP assets in
Macau and worldwide.

United Trademark & Patent Services
TOVAR & CRUZ IP-LAWYERS, S.C.

POLAND

IPSOL

Address: BP 297, L-4003 Esch-sur-Alzette,
Luxembourg
Tel:
(+352) 28 79 33 36
Website: www.patent42.com
Email: info@patent42.com

MEXICO CITY

MEXICO

Address: F-7/1, Block 8, K.D.A Scheme 5,
Kehkashan Clifton, Karachi, Pakistan.
Tel:
+92-21-3537 9544
Fax:
+92-21-3537 9557-58
Website: www.bharuchaco.com
Email: email@bharuchaco.com
Contact: Mohammad Fazil Bharucha, Abdul Aziz

NIGERIA

RUSSIA

Aluko & Oyebode
The IP practice at Aluko & Oyebode is recognised as a leader
in handling patents, trademarks, copyrights, designs, and
related IP litigation in Nigeria. The Firm’s IP team has an
extensive trial experience and provides an incomparable
expertise in a variety of IP matters, including clearance
searches, protection, portfolio management, use and
enforcement of trademarks, copyright, patents, design and
trade secrets, licensing, technology transfer (interface with
the National Office for Technology Acquisition and
Promotion), franchising, media law, packaging, advertising,
labelling, manufacturing and distribution agreements, and
product registration with the National Agency for Food and
Drug Administration and Control (NAFDAC).
Tel:
+234 1 462 83603387
Website: www.aluko-oyebode.com
Contacts: Uche Nwokocha, Partner
Uche.Nwokocha@aluko-oyebode.com
Mark Mordi, Partner
Mark.Mordi@aluko-oyebode.com

PAKISTAN

International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.
Address: 85 The Mall Road, Lahore 54000, Pakistan
Tel:
+92 42 36285588, +92 42 36285590,
+92 42 36285581, +92 42 36285584
Fax:
+92 42 36285585, +92 42 36285586,
+92 42 36285587
Website: www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan, Hasan Irfan Khan

CTC Legal Media

SRI LANKA

Vakhnina and Partners

United Trademark & Patent Services

United Trademark & Patent Services

The team of Vakhnina and Partners, one of the leading
IP firms in Russia, comprises of highly-qualified patent
and trademark attorneys, lawyers and technical
experts. We represent our clients' interests in Russia
and at Eurasian Patent Office, and also cooperate with
partners and associates in other Eurasian countries as
Georgia, Ukraine, Belarus, Kazakhstan, Armenia,
Azerbaijan, Kyrgyzstan, Turkmenistan, Uzbekistan,
Moldova, Tajikistan, as well as Baltic states.
Member of INTA, FICPI, AIPPI, LESI, ECTA, PTMG

International Intellectual Property Attorneys

International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
30th Street, Olaya Opposite to Madarris Al
Mustaqbil, P.O. Box 15185, Riyadh 11444,
Kingdom of Saudi Arabia
Website: www.utmps.com
Email:
saudia@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Dr.Hasan Al Mulla &
Justice R Farrukh Irfan Khan

Address: U.T.P.S Lanka (Pvt) Ltd
105, Hunupitiya Lake Road, Colombo – 2,
Sri Lanka
Website: www.utmps.com
Email:
srilanka@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Krishni & M.F. Khan

Address: Moscow, Russia
Tel:
+7-495-946-7075, +7-495-231-4840
Fax:
+7-495-231-4841
Website: www.vakhnina.ru
Email: ip@vakhnina.ru
Contact: Dr. Tatyana VAKHNINA
Dr. Alexey VAKHNIN

SWEDEN

United Trademark & Patent
Services

SAUDI ARABIA

TAIWAN, ROC

Fenix Legal

Deep & Far Attorneys-at-law

Fenix Legal, a cost-efficient, fast and professional
Patent and Law firm, specialized in intellectual
property in Europe, Sweden and Scandinavia. Our
consultants are well known, experienced lawyers,
European patent, trademark and design attorneys,
business consultants, authorized mediators and
branding experts. We offer all services in the IP field
including trademarks, patents, designs, dispute
resolution, mediation, copyright, domain names, IP
Due Diligence and business agreements.

Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far
normally are generally graduated from the top five
universities in this country. More information
regarding this firm could be found from the website
above-identified.

Tel:
+46 8 463 50 16
Fax:
+46 8 463 10 10
Website: www.fenixlegal.eu
Email:
info@fenixlegal.eu
Contacts: Ms Maria Zamkova
Mr Petter Rindforth

CTC Legal Media

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
Taipei 104, Taiwan
Tel/Fax: 886-2-25856688/886-2-25989900
Website: www.deepnfar.com.tw
Email: email@deepnfar.com.tw
Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN R.O.C.

Giant Group International Patent,
Trademark & Law Office

Giant Group is specialized in domestic and international
patent application, litigation and licensing, as well as
trademark and copyright registration. Regardless of
whether you are seeking legal protection for a piece of
intellectual property, or being accused of infringing
someone else's intellectual property, you can deal with this
complex area of law successfully through Giant Group.
Tel:
Fax:
Website:
Email:
Contacts:

+886-2-8768-3696
+886-2-8768-1698
www.giant-group.com.tw/en
ggi@giant-group.com.tw
Marilou Hsieh, General Manager,
Tel: +886-911-961-128
Email: marilou@giant-group.com.tw
Amanda Kuo, Manager
Tel: +886-2-87683696 #362
Email: amandakuo@giant-group.com.tw
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TAIWAN, ROC

TANZANIA

TURKEY

LEWIS & DAVIS

United Trademark & Patent Services

Destek Patent

LEWIS & DAVIS offers all services in the IPRs field,
including prosecutions, management and litigation of
Trademarks, Patent, Designs and Copyright, and
payment of Annuity and Renewal fee. Our firm assists
both domestic and international clients in Taiwan,
China, Hong Kong, Macau and Japan. Our experienced
attorneys, lawyers, and specialists provide professional
services of highest quality while maintaining costs at
efficient level with rational charge.

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

We are a multinational legal practice that has provided full
range Intellectual Property services including trademarks,
patents, designs, plant variety protection and more since
1983. With more than 200 qualified in-house staff,
including 50 patent and trademark attorneys, we are able
to assist domestic and international clients worldwide.

Tel:
+886-2-2517-5955
Fax:
+886-2-2517-8517
Website: www.lewisdavis.com.tw
Email: wtoip@lewisdavis.com.tw
lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO
David M. C. HO

U.A.E.

Address: United Trademark & Patent Services
Shauri Mayo Area, Pugu Road,
Dar-Es-Salaam, Tanzania
Website: www.utmps.com
Email:
tanzania@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Mr Imad & Fatima Al Heyari

UGANDA

Address: Maslak Mah. Büyükdere Cad. No: 243
Kat:13 Spine Tower Sariyer/Istanbul
Tel:
+90 212 329 00 00
Website: www.destekpatent.com
Email: global@destekpatent.com
Contact: Claudia Kaya
(claudia.kaya@destekpatent.com)
Murat Bürkev
(murat.burkev@destekpatent.com)
Simay Akbaş
(simay.akbas@destekpatent.com)

UKRAINE

United Trademark & Patent Services

SIPI Law Associates

Pakharenko & Partners

International Intellectual Property Attorneys

SIPI Law Associates is a boutique commercial law
practice in Uganda, with a bias to Intellectual Property
Law. Our IP advisory services cover all transactional
aspects of Patents, Trademarks, Copyright, Industrial
designs, Trade Secrets and licensing aspects. The firm
philosophy is based on providing first class legal services
based on the integrity of our staff, giving our clients
sound legal and timely advice, as well as holding our
clients’ information in the utmost confidentiality.

Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP
law, anti-counterfeiting and anti-piracy, pharmaceutical
law, competition law, advertising and media law,
corporate law, litigation and dispute resolution.

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address: United Trademark & Patent Services
Suite 401-402, Al Hawai Tower,
Sheikh Zayed Road, P.O. Box 72430,
Dubai, United Arab Emirates
Website: www.utmps.com
Email:
uae@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: M.F.I. Khan, SM. Ali & Maria Khan

VIETNAM

Address:
Visiting:

PO BOX 4180, KAMPALA, UGANDA
Jocasa House, Third Floor, Unit 5 Plot
14 Nakasero Road.
Tel/fax:
+256 393 272921/ +256 414
235391 / +256 752 403 763
Website: www.sipilawuganda.com
Email: info@sipilawuganda.com
Contact: Paul Asiimwe; Dinnah Kyasimiire

VIETNAM

Annam IP & Law

Pham & Associates

ANNAM IP & LAW is one of the most professional
Intellectual Property & Law Firms in Vietnam,
member of APAA, INTA and VIPA. We provide our
clients with a full range of IP services to protect their
inventions, trademarks, industrial designs and related
matters not only in Vietnam, but also in Laos,
Cambodia, Myanmar and other jurisdictions. We also
provide our clients with legal advices on Finance and
Corporate and Business Law.

Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 IP attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The
firm has been being the biggest filers of patents,
trademarks, industrial designs and GIs each year
and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP
infringements. The firm also advises clients in all
aspects of copyright and other matters related to IP.

Tel:
(84 24) 3718 6216
Fax:
(84 24) 3718 6217
Website: https://annamlaw.com/
Email: mail@annamlaw.com.vn
annamlaw@vnn.vn
Contact: Le Quoc Chen (Managing Partner)
Dzang Hieu Hanh (Head of Trademark
Department)

Tel:
+84 24 3824 4852
Fax:
+84 24 3824 4853
Website: www.pham.com.vn
Email: hanoi@pham.com.vn
Contact: Pham Vu Khanh Toan, Managing Partner,
General Director
Tran Dzung Tien, Senior IP Consultant
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Address: P.O.Box 78, 03150 Kyiv, Ukraine
Visiting: Business Centre 'Olimpiysky',
72 Chervonoarmiyska Str., Kyiv 03150,
Ukraine
Tel/Fax: +380(44) 593 96 93
+380(44) 451 40 48
Website: www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact: Antonina Pakharenko-Anderson
Alexander Pakharenko

VIETNAM

Tri Viet & Associates
Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm
provides a full range of IP services, strongly focuses on
PATENT and PCT services, in a wide range of industries
and modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client’s inquiries.
Tri Viet & Associates is a member of AIPPI, INTA, APAA,
VBF, HBA, VIPA.
Tel:
+84-24-37913084
Fax:
+84-24-37913085
Website: www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn
Contact: Nguyen Duc Long (Mr.), Managing Partner –
Reg. Patent & Trademark Attorney
Linkedin:https://www.linkedin.com/in/longnguyen-tva
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Your European
IP Partner

For more than ﬁve decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.
Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

Pushing
forward
the world’s
greatest
innovators.
Patents
Trademarks
Designs
IP Strategy
Online Brand Protection
Legal Actions & Contracts

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

XT
NE

196
7

Our mission at GLP is to provide top level
intellectual property services to the best
companies in the world.

Via L. Manara 13
20122 MILANO

Viale Europa Unita 171
33100 UDINE

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Tel: +39 0432 506388
Email: glp@glp.eu

Tel: +39 051 328365
Email: glp.bo@glp.eu

g l p .e u
Other ofﬁces:
PERUGIA · ZÜRICH
SAN MARINO

Scan and
download our app
EU IP Codes:
Get your
IP toolbox now!

