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Welcome to our 60th issue, marking 10 years of The Patent Lawyer 
Magazine and publishers CTC Legal Media. We would like to take this 
opportunity to thank all our readers and our clients for their continued 

support for the magazine over the years and look forward to continuing these 
relationships for many more years to come! 

This issue’s cover story is the second instalment of the FRAND series, with an 
update from three jurisdiction specialists on the implementation of FRAND in a 

Supply Chain. With details on how this differs in the 
US, UK and Germany, this is one not to miss! 

Plus, a feature article on how the Supreme Court is 
undermining innovation from W.K. Wells, president of 
Cormorant Technologies, and Alfred G. Collins III, with 
an interesting observation of the patenting of DNA 
recognition algorithms. 

This plus advice on settling patent infringement 
disputes with administrative adjudication; the 
importance of patenting early in the corporate life 
cycle, AI as a potential game-changer in the finance 
space and an overview of the importance of 
provisional applications… and much more! 

This issue’s Women in IP Leadership features Maria 
Zamkova, CEO at Fenix Legal, and Zixuan Wang, Partner at Kommit. Would you like 
to find out more about how you can support this segment and the empowerment 
of women in the sector? Contact our publishing executive to find out more! 

This issue also features Issue 7 of The Life Sciences Lawyer with hot topics from 
across the sector. 

Our next issue will be our AIPPI special edition – contact us now to get involved! 
Enjoy the issue.

Faye Waterford, Editor

Editor’s
welcome

Mission statement
The Patent Lawyer educates and informs professionals working in the industry by 
disseminating and expanding knowledge globally. It features articles written by people 
at the top of their fields of expertise, which contain not just the facts but analysis and 
opinion. Important judgments are examined in case studies and topical issues are 
reviewed in longer feature articles. All of this and the top news stories are brought to 
your desk via the printed magazine or the website www.patentlawyermagazine.com

Sustainability pledge
We pride ourselves on using a sustainable printer for our hardcopy magazines. 
Pureprint Group was the first printer in the world to become CarbonNeutral® and 
has worked to remove non-recyclable materials from the manufacturing processes 
while creating dynamic allocations to reduce energy, waste, transport, and materials. 
Find out more at www.pureprint.com/sustainability/ 
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United States: Eugene Goryunov, 
Partner at Haynes & Boone and 
US patent specialist
Recent U.S. case law provides further clarification 
on FRAND defenses in supply chain cases.  Two 
recent court of appeal decisions, albeit from 
different circuits, find that SEP holders are not 
required to grant a “license-to-all” entities within 
a supply chain.

Most recently, in February 2022, the Fifth Circuit 
in Continental v. Avanci2 held that SEP holders do 
not have to license to all entities within the supply 
chain as long as they license at the end device 
level (OEM) on FRAND terms. The decision rejects 
the argument that SEP holders are obligated to 
grant a “license-to-all” entities within the chain of 
production. In Continental, Continental argued 
that it was injured because Avanci refused to 
grant it a license. The court disagreed, finding 
that Continental was merely an incidental 
beneficiary. As a supplier, Continental did not 
claim membership in the relevant SSO’s and did 
not need SEP licenses to operate since Avanci 
licensed OEMs that incorporated Continental’s 
products. There was also no evidence that the 
SEP holders and SSOs intended to require 
redundant licensing of third parties up the supply 
chain. As an incidental beneficiary, Continental 
had no right to enforce the FRAND contract, 
according to the court.

Even if Continental was entitled to a license on 
FRAND terms as a third-party beneficiary, the 
court found that Avanci fulfilled its obligations to 
the SSOs with respect to Continental because 
Avanci and the SEP-holder defendants were 
actively licensing to OEMs. In effect, the licenses 
to OEMs made licenses indirectly available to 
Continental because the OEMs implemented 
Continental’s products.

Continental is not an isolated decision.  In 
August 2020, the Ninth Circuit in FTC v. Qualcomm3 
also held in favor of an SEP holder that licensed 
exclusively to OEMs. Regarding the breached 
SSO obligations, the court concluded that, as a 
matter of anti-trust law, any potential harm was 
born by the OEMs, not the rival chip manufacturers 
because Qualcomm’s royalties were “chip-
supplier neutral.” No harm was felt by rival chip 
suppliers because the suppliers were able to 
practice Qualcomm’s SEPs royalty-free. The 

court noted that remedy for a breach of SSO 
commitment lies in contract and patent law, not 
antitrust.  

In view of Continental and Qualcomm, SEP 
holders are free, at least at this time, to choose 
the licensing model that is optimal for their 
strategy. Though the factual scenarios are different, 
courts of appeal concluded that suppliers can’t 
force SEP holders to do business on any particular 
terms just because they are the implementer’s 
preferred terms. At this time, it appears that 
FRAND defenses, based on supply chain 
considerations, raised by alleged infringers may 
fail, even if the SEP holder has chosen to license 
exclusively to OEMs. If the supplier is not part of 
the relevant SSOs and does not need the SEP 
license to operate, it is possible that a court will 
find that they did not suffer an injury. As such, it is 
likely that a SEP holder’s license to an end device 
level OEM is sufficient to satisfy their SSO 
obligations because the OEM incorporates the 
products of the supplier. SEP holders are not 
required to grant a “license-to-all” entities 
throughout a supply chain at this time. Instead, 
“access-to-all” is sufficient when SEP holders 
make their technologies available by licensing to 
OEMs on FRAND terms. 

Contact
Haynes and Boone 
180 N LaSalle Street, Suite 2215
Chicago, IL 60601, USA
Tel: +1 312.216.1620
www.haynesboone.com 

Résumé
Eugene Goryunov, 
Haynes & Boone, US
Eugene is a partner 
at Haynes and Boone 
with nearly 15 years 
of experience 
representing clients 
in complex patent 
litigation matters 
involving diverse 
technologies, from 
consumer goods to 
high tech, medical 
devices, and 
therapeutics.

2 Continental Automotive 

Systems, Inc. v. Avanci, 

LLC, et al., Case No. 20-

11032 (5th Cir. 2022). 
3 FTC v. Qualcomm Inc., 969 

F. 3d 974 (9th Cir. 2020). 

Eugene Goryunov
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Following on from the introductory 
overview published in July/August issue 
20211, our industry experts bring you the 

second instalment on the jurisdictional 
comparison of FRAND terms, this time in a 
supply chain scenario.

A typical FRAND license would be issued by 
the SEP owner for an end-product, but there are 
many products that will have multiple 
components that will require licenses for the 

use of SEPs during the manufacturing process 
along the supply chain. This is particularly true 
within the automotive field. 

But how do FRAND licenses work within a 
supply chain? And how does this differ between 
jurisdictions? The Patent Lawyer asked SEP 
experts in three jurisdictions to provide an 
overview.

FRAND in supply chain: 
US, UK & Germany

FRAND IN SUPPLY CHAIN

Eugene Goryunov, Partner at Haynes & Boone and US patent specialist, 
Andrew Sharples, Partner at EIP and UK patent specialist, and Thomas Hirse, 
Partner at CMS and German patent specialist, each provide an overview on 
the jurisdictional differences of FRAND in supply chain.

1 https://edition.pagesuite-

professional.co.uk/html5/

reader/production/

 default aspx?pubname=& 

edid=1d138ec6-f369-4daf-

b0d1-8a823b18c54a
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SEP owner’s claim on injunctive relief against the 

car manufacturer might not be enforceable if its 

behavior, i.e., requesting the car manufacturer to 

take a license for the use of TCUs in the car, 

offering only limited licenses to the Tier 1-supplier 

and rejecting to grant licenses to suppliers on 

preceding tiers in the supply chain, would have 

been seen as abuse of a dominant position on the 

market under Article 102 TFEU by the SEP owner.

The court clarified that the license grant by the 

SEP owner must be with scope that the SEP 

implementer is enabled to compete in all product 

markets with its current and future products. The 

unhindered competition in the relevant product 

markets is weakened by the qualification of a 

patent as standard essential. The court identifies 

the selection of the licensee and the licensing 

practice of the SEP owner as a significant factor for 

the creation of competition in the product markets 

through the various tiers of the supply chain. 

Therefore, in the court’s opinion the grant of 

independent licenses – unlimited with respect to 

kind of use – are essential in order to ensure a 

competitive environment. Any licensing practice 

through which the supplier derives its use right from 

the end product manufacturer is not sufficient, 

particularly since the supplier would always 

depend on the compliance of its customer with the 

terms of the license granted to it. Furthermore, the 

court refers to the FRAND declaration of the SEP 

owner that creates the trust that any license 

seeker (including manufacturers of pre-products 

in the supply chain) might participate in the 

standardized technology on fair, reasonable and 

non-discriminatory terms. 

The court acknowledged that it might be in the 

SEP owner’s interest to roll-out one licensing 

program targeting a license on the end product. 

But even then the SEP owner is obliged to react 

properly on license requests of suppliers in a 

multi-tiered supply chain. In the court’s opinion, 

the obligation to grant a license to a license 

seeking supplier does not necessarily result in a 

monetary disadvantage. The license fee 

calculation should be orientated on the profit 

which can be made by the exploitation of the 

patented invention – independently of the supply 

tier. Consequently, the manufacturer of a 

component in a supply chain would have to accept 

a license on FRAND terms which the end-product 

manufacturer would have to accept. 

This reasoning shows that, even in supply chain 

cases, the court tries to balance the public interest 

in competition in the relevant market and the SEP 

owner’s interest in the revenues of exploitation of 

the SEP. We will know soon if other German courts 

will follow this approach since the second wave of 

connected cars patent litigation is currently rolling 

through Germany. 

Germany: Thomas Hirse, Partner at 
CMS and German patent specialist
The scope of FRAND-duties of SEP owners if their 

SEP is implemented in the components delivered 

in a supply chain is intensively discussed in Germany, 

perhaps as many big car manufacturers are head 

quartered in Germany. In the connected car cases, 

typically suppliers have to deliver components 

free of third-party rights, conflicting with the 

approach of SEP owners in the telecommunication 

industry to license the end product.

The discussion has been put in focus through a 

case series between Daimler (and their suppliers) 

and Nokia (followed by further SEP owners such as 

SHARP and Conversant) which included pending 

cases in the district courts Munich, Mannheim and 

Düsseldorf. The litigation was related to the 

connectivity modules for cars (Telematics Control 

Units - TCUs) which use the LTE Standard. 

These TCUs are sourced through a multi-tier 

manufacturing and supply chain. The TCUs are 

manufactured by the Tier 1-supplier using a 

Network Access Devices (NADs) sourced from the 

Tier 2-supplier who sourced the chips for the NADs 

from a Tier 3-supplier. The patented technology 

was already realized through the chips sourced at 

tier 3 of the supply chain. The SEP owner sued the 

car manufacturer who referred to the typical licensing 

practice in the automotive industry. While the SEP 

owner offered different license structures to the 

Tier 1-supplier during the litigation, which were 

limited on the car manufacturer’s use of the TCUs 

at the beginning, no licenses were offered to the 

Tier 2- and Tier 3-suppliers.

This patent litigation resulted in an Amicus 

Curiae Letter of the German Federal Cartel Office 

of 18 June 2020 and a referral of the district court 

Düsseldorf for preliminary ruling by the CJEU 

(decision dated 26 November 2020, docket no. 4c 

O 17/19). Through the referral, the district court 

sought clarity on an obligation of the SEP owner to 

primarily license the suppliers in supply chain 

scenarios. The district court’s referring decision 

shines light on the German court’s approach of 

how FRAND should be applied in supply chains.

The German courts approach is founded mainly 

from an EU competition law perspective. This 

approach is also applied in the connected car 

supply chain cases. The district court Düsseldorf, 

in the reasoning of its decision, pointed out that the 

Thomas Hirse

Résumé
Thomas Hirse, CMS, 
Germany
Thomas is partner at 
CMS. Thomas has 
particular experience 
with the legal 
evaluation of 
intellectual property in 
the context of 
technology-driven
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their suppliers. Unsurprisingly, though, the key 
reason for the competing positions relate to be 
the price of the licence. Patent owners seeking 
to licence the end device may seek royalties 
related to the value of the end product. In contrast, 
those seeking component level licensing may 
assert that the royalty should be tied to the 
price of the component, or often the profit 
available from the price of the component. This 
is akin to the “smallest saleable patent practising 
unit” approach to damages found in some US 
decisions. However, this has not been part of the 
English approach, which in any case regards the 
determination of FRAND terms as a contractual 
issue, rather than a damages setting exercise. 

It also does not follow that the royalty for the 
IP should necessarily be limited by the price of 
(or profit made on) a component, particularly 
where the cost of the intellectual property is not 
factored into the price the component is sold 
for. It is possible that once the cost of the IP is 
included, the price could be many times the 
cost of manufacturing and supplying the 
component itself. A key aspect of the ETSI IPR 
policy is “to balance the rights and interests of 
IPR holders to be fairly and adequately rewarded 
for the use of their SEPs in the implementation of 
ETSI standards and the need for implementers to 
get access to the technology defined in ETSI 
standards under FRAND terms and conditions”5. 
If insisting on component level supply was 
thought to prevent fair reward for the SEP 
owner, by artificially reducing the royalty rate, 
then this would count against interpreting the 
FRAND commitment as requiring component 
level licensing. This would need to be balanced 
against the need to ensure access to the 
technology, but it is at least arguable that 
access is enabled provided there is a licence 
available for at least one point in the supply 
chain, as the US courts have found.

It seems likely that the English courts will 
need to grapple with these issues in the not-
too-distant future. However, it may be that the 
UK Intellectual Property Office (“UKIPO”) is the 
first to offer guidance on the issue. The UKIPO is 
currently conducting a consultation on the “SEP 
Ecosystem”, to check whether it is functioning 
properly and to assess whether there is a need 
for government intervention. The questions 
posed by the UKIPO include how FRAND 
licensing should adapt to emerging 
technologies and what point in the value chain 
provides a basis to calculate royalty rates. The 
UKIPO’s conclusions when published will 
certainly be of interest, but given responses will 
undoubtedly be received from parties on both 
sides of the debate, there is some doubt 
whether a clear consensus will emerge. 

United Kingdom: Andrew Sharples, 
Partner at EIP and UK patent 
specialist
To date, the English courts have not been asked 
to consider the question of whether a SEP 
owner can decide at which point in the supply 
chain to offer a FRAND licence. However, the 
English courts have made clear that FRAND is a 
commercial issue, and considerations as to 
what is Fair and Reasonable are likely to be 
assessed by reference to commercial practices 
in the market place. This was made clear by the 
Supreme Court, which commented:

“In imposing those requirements and more 
generally in its requirement that the SEP owner 
makes an irrevocable undertaking to license its 
technology, ETSI appears to be attempting to 
mirror commercial practice in the 
telecommunications industry… It is to be 
expected that commercial practice in the 
relevant market is likely to be highly relevant to 
an assessment of what terms are fair and 
reasonable for these purposes… In our view the 
courts below were correct to infer that in framing 
its IPR Policy ETSI intended that parties and 
courts should look to and draw on commercial 
practice in the real world”4 .

Hence, the English court can be expected to 
be strongly influenced by what happens in the 
real world. However, this supply chain issue has 
arisen mostly in relation to supplying components 
for the automotive industry. Whilst it is common 
practice in the telecoms industry to licence SEPs 
at the end-device stage, it is more often the 
case in the automotive industry that component 
manufacturers deal with IP licensing. With patent 
pools such as Avanci licensing automotive 
manufacturers directly, this may be changing, 
but there will be a need to reconcile these 
different market practices. And of course, the 
increasingly widespread use of cellular technology 
means other industries will also be affected. 

Another material factor will likely be the 
underlying reasons why licensors and licensees 
seek different positions. There are advantages 
for the licensor in end-user licensing as it is 
easier for the licensor to monitor the deployment 
of its patented technology and detect unlicensed 
use. Conversely, automotive manufacturers 
prefer to pass on the burden of IP licensing to 
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5 https://www.etsi.org/
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technology was the use of algorithms in 
connection with biochemical processes to overcome 
a problem that heretofore was unsolvable. 

A recent decision from the Federal Circuit in 
Cybergenetics v. ESR demonstrates the arbitrary 
nature of what constitutes an “abstract” invention 
that can invalidate an otherwise legitimate 
patent. In the world of forensic science, it is well 
known that DNA samples from a single source 
can be used to identify the individual to whom 
the DNA belongs. District Attorneys across the 
United States historically have relied on that 
technology to convict those involved in criminal 
acts and acquit those who were not. 

But, those District Attorneys who had to rely 
on samples with multiple contributors were not 
so fortunate. Mixtures of DNA from different 
individuals were generally useless with the 
existing procedures at the time. The standard 
interpretation methods simply could not 
separate out individuals’ DNA for identification 
purposes. Thus, for complex mixtures, no reliable 
identification could be made, which in some cases 
permitted an assailant to go free or a falsely 
accused to be imprisoned unjustly. 

Dr. Mark Perlin, who holds PhD’s in computer 
science and mathematics, as well as a degree in 
medicine, conceived a new method for unmixing 
the sample in a manner that permitted the 
identification of each individual who contributed 
to the DNA mixture. To accomplish this feat, he 
relied on specific algorithms in combination 
with information from multistep physical and 
chemical processes. Those steps included taking 
an evidence sample from a victim of a sexual 
assault, for example, subjecting it to a biochemical 
reaction and physical detection, and utilizing 
other laboratory techniques in a designed 
sequence to generate DNA signals of different 
sizes. 

For evidence containing a single individual, 
the DNA data can be used to compare with the 
DNA of an accused to determine a match. For a 
mixture, however, the typical analysis cannot 
separate out the individual DNA components. 
And, there was and still is no practical physical 
or chemical way to do it. It had been that way for 
years, often leaving the court without sufficient 
evidence to convict the accused or to acquit the 
innocent. 

Dr. Perlin, because of his interdisciplinary 
technical background in medicine, mathematics 
and computer science, could bring a different 
perspective to the issue. The Perlin system 
bypassed traditional methods that utilized chemical 
reactions or mechanical techniques that failed 
to unmix the DNA samples. Even previous data 
methods proved ineffective in achieving the desired 
separation. His unique approach uses the 
amplified signals generated from the traditional 

laboratory methods, converts them to computer 
data, and then measures characteristics of data 
through a number of specific algorithms. This 
approach separates the jumbled evidence into 
constituent parts to identify who is in the DNA. 
In other words, computer technology, in 
combination with physical and chemical processes, 
could be employed to accomplish what had 
never been done before. Despite Dr. Perlin’s 
remarkable achievement, a federal court in a 
patent case found the invention too “abstract” to 
be eligible for patent coverage. 

A practical application of Dr. Perlin’s system is 
exemplified in Commonwealth of Virginia vs. 
Matthew Brady, a case that involved the brutal 
murder of a man and woman with little evidence 
to demonstrate conclusively that the accused 
was at the scene of the crime. Fortunately, DNA 
was recovered from stolen goods in possession 
of the accused. However, the specimens were 
DNA mixtures, historically problematic for 
identifying any one contributor. 

At trial, an issue before the court was whether 
the new genotype modeling used in Dr. Perlin’s 
TrueAllele® system, and the programming 
behind it, were sufficiently reliable to present 
the computer program’s findings to the trier of 
fact. This is where the analysis of mixture DNA 
demonstrated it was far from an “abstract,” but 
rather a real-world technology that solved a 
seemingly intractable problem. 

The evidence at trial confirmed that the 
TrueAllele system had been peer reviewed in 
numerous scholarly articles. The Department of 
Forensic Science in Virginia conducted its own 
independent scientific review, and decided that 
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A problem in defining patent eligible 
subject matter has infected our federal 
court system in a manner that is 

deleterious to investment in American based 
innovation. Particularly for computer-related 
developments, the courts have become totally 
unpredictable in this arena, forcing investment 
capital elsewhere. Pending before the Supreme 
Court is a petition by American Axle & Manufacturing, 
Inc. asking the Court for clarification on patent 
eligibility requirements. The Court should grant 
the petition in an effort to untangle the arbitrary 
nature of court decisions that have plagued our 
judicial system on the issue for almost a decade. 
Otherwise, we are asking our investment dollars 
to move into less innovative, but more predictable, 
return on investments. 

The use of algorithms under the umbrella of 
an abstract idea has become the bane of the 
judicial system in the patent arena. It is based on 
the notion that computer technology as part of 
an otherwise patentable invention evokes an 
eligibility issue. Courts have become totally 
unpredictable on the matter. As a result venture 
capitalists refuse to invest in anything that has 
even a hint of “abstractness” until tested in court 
or the patent office. This legal uncertainty has 
been the death knell to computer-related 
innovation in the United States, and a boon to 
foreign competitors who can simply copy an 
inventor’s work and sell it at a lower price. 

An example of the inconsistency in this arena 
is Federal Circuit’s affirmance of a decision 
finding a patent directed to pioneer technology 
for identifying DNA from a mixture invalid,  
because it was too “abstract” to be eligible for 
patent protection. A key element in the 

Supreme Court 
undermining 
innovation in the U.S.

PATENT ELIGIBILITY: U.S. 

W.K. Wells and Alfred G. Collins III evaluate patent eligibility of computer-
related innovations in the U.S., due to their ‘abstract’ nature, following 
several cases that have questioned the reliability of DNA recognition 
inventions. 
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The 
computer 
algorithms 
used 
with DNA 
laboratory 
processes 
for 
identifying 
suspects 
was 
abstract, not 
deserving 
of patent 
protection.

“ and legal principles. Such is the very definition 
of arbitrary decision making. No one is willing to 
invest in new technology that is subject to this 
type of unpredictability. Not one investor would 
consider funding Dr. Perlin’s litigation effort until 
the patent eligibility issue was resolved. It turns 
out their fiscal caution was well-placed. 

In short, the courts have made a mess of it. It 
is time for the Supreme Court to step in and 
restore the patent system to some semblance 
of consistency that protects innovation, even if 
algorithms are involved. Otherwise, investment 
in computer-related technology, particularly in 
the medical field, will wane, and as a nation we 
will be the worse for it.

Circuit affirmed the decision by the District 
Court that the invention in its reliance on 
algorithms rendered the claimed invention an 
abstraction and therefore invalid. 

Yet there is not one iota of difference in the 
Cybergenetics fact pattern from that in 
CardioNet. In both cases the underlying process 
steps were well known. In both, it was the 
sequence of algorithmic steps in the computer 
operation that improved the relevant technology. 
In both cases the computer steps were tied to 
specific data from an individual source to produce 
a new result heretofore unavailable. And in both 
the algorithms were specifically defined to 
operate in a particular order to arrive at the 
desired result. These are hardly abstract concepts, 
but rather concrete steps both in their operation 
and result. Yet in one case a court finds the 
method to be an abstraction while in another it 
does not. The latter ruling eliminated any barrier 
to competition from foreign entities, and wasted 
the effort, time, money and opportunity of U.S. 
companies. 

The aforementioned cases are just a few 
examples of the courts’ inability to arrive at a 
consistent and reliable standard for evaluating 
whether or not an invention is “abstract.” These 
cases are not unique, as a wealth of decisions in 
our judiciary fall on both sides of the issue. The 
judicial analyses in these decisions are a study 
in legal chaos, confounding practitioners with 
disparate results on essentially the same facts 
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“ subject matter under our patent laws. The Court 
in Alice however went further to find that simply 
adding a generic computer to the patent claim 
did not convert the claimed system from an 
abstraction. Even though the computer is a 
useful device for calculating risk, the Supreme 
Court found that was not enough—it had to do 
more: the computer had to operate in a way that 
was beyond its ordinary and expected manner. 
Henceforth a court in assessing the abstract 
nature of an invention had to determine whether 
or not use of computer algorithms was ordinary 
– often a fact-rich inquiry. 

Numerous courts have expanded the Alice 
decision to invalidate patents that utilize 
computer algorithms, even in a novel and 
inventive way with well-defined processes or 
devices. Aside from the missing the basic 
concept of the effect of algorithms, the test 
propounded by the Supreme Court is so filled 
with ambiguity that it does not lend itself to 
ready analysis—it is essentially arbitrary. In this 
new realm created by Alice, there is no other 
term that evokes more disparate interpretations 
than that of “abstract.” One person’s abstract 
principle is another person’s concrete definition 
of an invention. Ultimately, like art, it is in the 
eyes of the beholder. 

A perfect example of the arbitrary nature of 
the “abstraction” test is a decision from the 
Federal Circuit in CardioNet v. Infobionic decided 
in 2020, where patentability of a cardiac monitoring 
device was at issue. The device involved 
monitoring the heart rhythms of a patient’s 
heartbeat to determine if problematic arrhythmias 
occurred. For its sensing capability the device 
offered no new approach beyond using standard 
EKG technology. The invention revolved around 
the computer algorithms utilized in the device’s 
computer module to identify atrial fibrillation or 
atrial flutter. Nevertheless, an appellate court 
panel found that the computer operation, in 
conjunction with the device’s conventional 
technology, took it out of the “abstract” arena 
and into eligible subject matter for patent 
protection. 

But, within a year of Cardionet, the Federal 
Circuit in Cybergenetics v. ESR, a case almost 
identical to that in CardioNet, found that the 
computer algorithms used with DNA laboratory 
processes for identifying suspects was abstract, 
not deserving of patent protection. Cybergenetics 
is the company founded by Dr. Perlin to 
commercialize his invention. ESR out of New 
Zealand made and sold DNA related technology 
in competition with Cybergenetics. In its brief 
before the Federal Circuit, Cybergenetics pointed 
out how its process for unmixing a DNA sample 
had not been used before in any form. That 
assertion was not contested by ESR. The Federal 

the Dr. Perlin’s approach in his TrueAllele 
program was reliable in addressing DNA 
mixtures. They deemed TrueAllele a “useful 
tool” for resolving DNA mixtures and helping 
prosecutors more accurately decide if and who 
to charge based upon those results. Ultimately, 
Dr. Perlin’s testimony was admitted for the purposes 
of identifying the accused. Mr. Brady is now 
serving two life terms in prison for first degree 
murder. 

The Brady case is just one of tens of 
thousands of successful applications of the 
TrueAllele system for analyzing DNA mixtures. 
The technology is used with a number of 
physical and chemical steps applied to a DNA 
mixture. The algorithms are inextricably tied to 
the biological mixture sample. It is effective in 
separating the sample into its constituent parts, 
and accurately identifying an individual to 
whom the DNA belongs. It was a pioneer 
development whose value has been proven 
repeatedly in multiple criminal court contests. 
The impact on our criminal justice has been 
remarkable. Any prosecutor, defender, or exonerated 
prisoner who has relied on it for justice will 
confirm it is not an abstraction. 

However, the American judicial system did 
not recognize it as patentable subject matter, even 
after the Patent Office had found otherwise. As 
a result, unscrupulous entities both foreign and 
domestic can copy the technology and compete 
with the inventor’s company with impunity. 
What is particularly troubling about our federal 
courts on this particular issue is that there is 
no predictability. In some cases, where similar 
improvements involved computer-related tech-
nology, courts have found them amenable to 
patent coverage, while in others they have been 
found to be too “abstract” to be worthy of patent 
protection. The line between what is abstract 
and what is not is elusive, to say the least, and in 
some cases nonsensical. There used to be a 
bright line distinction between eligible and 
ineligible subject matter that made judicial 
outcomes readily predictable. That changed when 
the Supreme Court decided to impose a new 
ambiguous standard for patentable subject 
matter that has wreaked havoc on investment in 
computer-related technologies. 

The confusion all started when the Supreme 
Court rendered its 2014 decision in the Alice v. 
CLS Bank Int’l, a case that focused on what was 
patentable in business method type claims. The 
patents involved mitigating risks in financial 
obligations. That risk had in the past been a 
manual calculation based on well-known business 
principles. The problem for the Court was that the 
patent claimed a generic computer for making 
the calculation. As a computer is a device, it 
historically defined what would qualify as eligible 

PATENT ELIGIBILITY: U.S. 
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In the case of 3M, Zhang Weifeng (hereinafter 
referred to as ZHANG, the plaintiff in the trial of 
first instance) signed an employment contract 
with 3M1 in 2003 and served as an engineer 
during his work. ZHANG completed an invention 
together with three employees of 3M0 when 
he worked for 3M1. Later 3M2 filed a patent 
application for the invention in China, which was 
allowed patent right in 2010. 

3M1 officially implemented the Service Invention 
Bonus Plan of 3M China from September 1, 2010. 

ZHANG was dissatisfied with the rules of the 
Plan and resigned. 3M1 paid ZHANG a reward of 
RMB 500 (in the same currency below), and in 
December 2011, paid RMB 20,384.16 to ZHANG 
as remuneration.

In 2012, ZHANG sued to Shanghai No. 1 
Intermediate Court, claiming that 3M’s Group 
members including 3M1 had implemented the 
service invention on a global scale since 2006 
and gained huge benefits, but 3M1 and 3M2 
hadn’t paid equitable remuneration to him. 

ZHANG claimed for a decree to: 
(1)  confirm that the two defendants (3M1 

and 3M2) had infringed ZHANG’s right to 
remuneration on the service invention; 
and

(2) request the two defendants to jointly 
pay RMB 4.6 million to him. 

2.  Overview of the judicial 
decision

Shanghai No. 1 Intermediate Court (the court of 
first instance) ordered in November 2014 that 3M1 
should pay ZHANG RMB 200,000, but rejected 
the remaining claims.1  

Both ZHANG and 3M1 refused to accept the 
first-instance judgment and appealed to Shanghai 
High People’s Court. The second-instance court 
ruled in April 2015, dismissing the appeals and 
upholding the first-instance judgment.2 

Later, ZHANG applied to the Supreme People’s 
Court for retrial, and the Supreme People’s Court 
ruled to reject the retrial application in December 
2015.3 

3.  Controversial focuses in the 
judicial trial and key points of 
the judgment 

During the court hearing, there were three main 
controversial points: 

(1)  whether Chinese law is applicable to the 
trial of 3M’s case; 

(2)  whether ZHANG has the right to request 
payment of remuneration on service 
invention from the two defendants; and

(2)  how to calculate the specific amount if 
ZHANG has the right to request 
payment of remuneration on service 
invention from the two defendants. 

The court held that the trial of the 3M’s case 
shall be governed by Chinese law. Its main basis 
is that cross-regional cooperation on invention-
creation activities is not uncommon in multi- 
national enterprises’ research and development 
and the so-called place where the invention-
creation is completed does not require the whole 
technical solution of the invention or its parts shall 
all be completed in a certain place. Therefore, 
the place where some technical contributions 
are made shall also be regarded as one of the 
places where the invention is completed. 

The court upheld the claim that 3M1 shall pay 
the remuneration but rejected the claim of 
remuneration payment by 3M2. 3M Group adopts 
a “centralized” IP management model based on 
the agreement between its affiliated companies. 
Such an IP management model cannot deny 
the relevant rights owned by the inventor in 
accordance with the law. After implementation 
of an invention-creation patent, a company 
should pay the inventor equitable remuneration 
as per the scope of application and the economic 
benefits gained. In the case of 3M, due to the 
agreement between 3M0 and its affiliates, 3M2 
applied for the patent of the invention involved. 
The provisions of the Patent Law on remuneration 
on inventors aim to provide inventors the 
remuneration they deserve for their work. The 
lawful right to remuneration should not be 
damaged by the agreement within the 
multinational enterprises. Although 3M1 is not 
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For some large-group companies adopting 
a centralized IP management model, the 
transfer of ownership of service inventions 

within them will cause separation of the 
employer of inventors and the owners of service 
invention patents. In such cases, it’s difficult to 

calculate the remuneration for service inventions. 
This article explains China’s judicial practices 
in patents and proposes corresponding 
suggestions.

The case of 3M concluded in 2015 is a good 
reference for the calculation of the remuneration 
on service inventions under the centralized IP 
management mode. 

1. Introduction of 
 the Case 
3M Corporation (hereinafter 
referred to as 3M0) is a tech-
nology innovation enterprise 
based in the United States. 3M 
China (hereinafter referred to as 
3M1, a defendant in the trial of 
first instance) is a wholly-owned 
subsidiary established in China 
by an affiliated investment 
company of 3M0, and 3M 
Innovative Properties Company 
(hereinafter referred to as 3M2, 
another defendant in the first 
instance) is a wholly-owned 
subsidiary of 3M0 located in the 
United States. 

The Contract Research Agree-
ment and the IP Agreement 
signed by 3M0, 3M1 and 3M2 in 
2006 indicated that 3M’s R&D 
work and related IPR manage-
ment was highly centralized. All 
IP rights developed and acquired 
by 3M’s Group members including 
3M1 would be first transferred to 
3M2 and then licensed to 3M’s 
Group members for use. 

Calculation of remuneration 
on service invention under a 
centralized IP management 
model in China

REMUNERATION ON SERVICE INVENTION: CHINA

Chengzhe CUI, Partner at Beijing Sanyou Intellectual Property Agency Ltd., 
evaluates the process for remuneration on service invention by reviewing 
the 3M multijurisdictional case.   

Sanyou_TPL60_v4.indd   16 06/06/2022   13:18



R
E
M

U
N

E
R

A
TIO

N
 O

N
 SE

R
V

IC
E
 IN

V
E
N

TIO
N

: C
H

IN
A

Contact
Beijing Sanyou Intellectual Property 
Agency Ltd.  
16th Fl. Block A, Corporate Square,
No.35 Jinrong Street, Beijing, 100033, 
P.R.China
Tel: +86-10-88091921 | +86-10-88091922
sanyou@sanyouip.com
www.sanyouip.com/English/”

Much more 
importance 
is attached 
to the 
agreement 
between the 
employer 
and the 
employee.

“

management. On July 14, ZHANG sent an email 
to the management of 3M1, expressing that he 
had jointly discussed regulations on the 
inventor’s compensation. He believed it was 
equitable to increase the contribution, which 
was 0.01% of the sales of patented products, by 
an order of magnitude to better encourage 
invention and creativity.  On September 2, 2010, 
3M1 sent an email to employees and announced 
that the Service Invention Bonus Plan of 3M China 
was officially implemented as of September 1, 
2010. 

From the above development process, 3M1 
has actually negotiated with employees on the 
Service Invention Bonus Plan of 3M China, that 
is to say, the plan was not a policy unilaterally 
made by 3M1 without sufficient consultation. 

It can be seen from the case of 3M that the 
consultation between the employer and the 
employees is very important when developing 
rules and regulations for remuneration on 
service invention. If there is no consultation 
process between the employer and the 
employees, the above-mentioned rules are 
likely invalidated due to procedural issues. 

4.2.2  ZHANG claimed that the result was 
obviously unfair and should be 
invalidated since it accounted for 
only 1% of the current legal 
minimum remuneration standard in 
China after being calculated under 
the Service Invention Bonus Plan of 
3M China. 

According to the provisions of Article 78 of the 
Rules for Implementation of the Patent Law, the 
calculation method of remuneration stipulated 
shall be applied only when the company to which 
the patent has been granted has neither agreed 
with the inventor nor stipulated remuneration in 
its legally formulated rules and regulations. 

The above analysis indicates that the Service 
Invention Bonus Plan of 3M China is a rule or 
regulation developed by the company to calculate 
the remuneration on service invention. Therefore, 
remuneration on service invention involved in 
the case should be calculated according to the 
Bonus Plan. 

In addition, as 0.01% of the sales of the 
patented product are completely different from 2% 
of the operating profit from the implementation 
of the invention patent.  There is no comparison 
between the sales and profits. Therefore, ZHANG’s 
claim was totally groundless. 

5.  Conclusion
The final judgment of the 3M’s case is of 
reference significance on how to calculate the 
remuneration on service inventions under the 
centralized IP management model. Companies 

might adopt the centralized IP management 
model with its expansion. The internal rules and 
regulations made by employers or the 
agreement between the employer and the 
employee will significantly impact the 
remuneration on service inventions. But, it is 
noteworthy that only when the employer neither 
agrees with the inventor nor stipulates the 
remuneration on service invention by its rules 
and regulations, the specific calculation method 
of remuneration stipulated in the Rules for 
Implementation of the Patent Law shall be 
applied. 
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As 3M1 did 
not provide 
its 
calculation 
process of the 
remuneration 
on service 
invention 
paid to 
ZHANG and 
it was 
difficult to 
ascertain the 
various 
factors in 
calculating 
the 
remuneration 
on service 
invention.

“the patentee of the invention involved, as 
ZHANG’s employer, 3M1 is still liable to pay the 
remuneration of the service invention to him. 
And 3M2 is not the employer of ZHANG, but is 
the patentee of the invention involved due to an 
agreement. As it has been agreed that 3M1 
should pay the remuneration on service 
invention to ZHANG, ZHANG’s claim for 
remuneration on service invention from 3M2 
lacks factual and legal basis. 

But how can the amount of remuneration of 
service invention be calculated? The Service 
Invention Bonus Plan of 3M China is essentially 
an agreement between 3M1 and its employees 
on how to calculate remuneration on service 
invention. As 3M1 did not provide its calculation 
process of the remuneration on service 
invention paid to ZHANG and it was difficult to 
ascertain the various factors in calculating the 
remuneration on service invention, the court 
ruled that 3M1 shall pay RMB 200,000 to ZHANG 
as the remuneration on service invention. 

4. Case analysis 
There are few disputes over whether Chinese 
law is applicable to the trial, so analysis on the 
second and the third controversial points are 
shown below. 

4.1  Whether ZHANG has the right to 
request payment of remuneration on 
service invention from the two 
defendants

In the case of 3M, although the technology 
involved was invented by ZHANG from 3M1 and 
three employees from 3M0, it was 3M2 who 
applied for the patent of the invention involved 
due to the agreement between 3M0, 3M1 and 
3M2. 

The transfer of ownership of service invention 
within large-group companies causes 
separation of the employer of the inventor and 
the owner of the service invention patent. 
Although the employer of the inventor signs the 
labor contract with the employee, it has no right 
on patent of service invention. In addition, the 
employer of the inventor has no or fewer 
property rights related to service invention 
because, in large-group companies, the parent 
company often decides the IP cooperation 
agreement between the affiliated companies 
and has great influence on its subsidiaries. 
Under such an IP cooperation agreement, a 
subsidiary’s service invention patent is usually 
assigned to the parent company, a specialized 
management organization, or another subsidiary 
without cost or at a low price. The assignee of 
the service invention will operate the service 
invention but will have no labor relation with the 
inventor. 

The results brought by transferring the 
ownership of the service invention within a 
large-group enterprise will hinder the inventor 
to gain the reward and remuneration for his 
inventions. 

Article 16 of the Patent Law of China does not 
cover the situation where the employer of the 
inventor is separated from the owner of the 
service invention patent. So in the trial of the 3M, 
rather than fully quoting, the court only explained 
the legislative intent of Article 16 of the Patent 
Law and held that the aim is to give the inventor 
a due remuneration and the lawful right to receive 
remuneration shall not be compromised by any 
agreement within multinational enterprises. 

The court held that even though 3M1 was not 
the patentee of the invention involved, it shall 
pay ZHANG the remuneration on the service 
invention because it was the employer of 
ZHANG. 

During the fourth revision of the Patent Law, 
the Patent Law Revision Draft prepared by the 
CNIPA (draft for comment 2015-4-1) and the 
Patent Law Revision Draft prepared by the 
Legislative Affairs Office of the State Council (draft 
for review 2015- 12-2) proposed to specify that 
the employer of the inventor shall pay remuneration 
on service invention to the inventor. However, 
in the subsequent revision draft, the above-
mentioned proposal was deleted. 

The Suggestions for Revising the Rules for 
Implementation of the Patent Law (Draft for 
Comment) issued by the CNIPA on November 
27, 2020, provides that, unless otherwise agreed, 
the employer of the inventor shall pay the 
remuneration on service invention. 

The above-mentioned judicial practice and 
the revision process of the Patent Law indicate that 
in China’s patent practicing, the remuneration 
on service invention is more likely to be paid by 
the employer of the inventor, and much more 
importance is attached to the agreement 
between the employer and the employee. 

4.2  How to calculate the amount of 
remuneration on service invention

4.2.1  ZHANG stated that the Service 
Invention Bonus Plan of 3M China 
was developed in a unilateral way, 
and was not lawfully made with full 
consultation between the parties. 

The development process of the Service 
Invention Bonus Plan of 3M China was as follows.

3M1 began to draft policies for invention 
awards in January 2010 and ZHANG participated 
in the work. In July of the same year, 3M1 
established the “Dialogue with LOC” conference 
aiming to provide another channel for 
communication between employees and the 
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HR – from inception. As the company evolves, 
those considerations must evolve, and do so at 
pace. For example, the freedom to operate in a 
limited market with a first product may be 
extinguished when a follow-on product is 
developed or market forces shift. 

The same holds true for patents covering not 
only every angle of that first product but future 
iterations and subsequent products, as well as 
competitors’ products in the space. The 
availability and securing of such rights could 
define ultimate success or complete failure of 
the entire company. Having IP protection, in 
particular patent rights, and a plan for continued 
development of IP protection, will serve 
emerging companies well as they progress on 
the corporate life cycle.

Take, for example, a hypothetical emerging 
company called ESP. ESP was founded on an 
idea related to a drug-delivery platform that is 
narrowly applicable to central nervous system 
(CNS) disease. Different active pharmaceutical 
ingredients (APIs), however, target different 
specific CNS diseases. The platform, therefore, 
has the potential to deliver different APIs for 
different diseases. ESP named the platform “6th 
Sense” and registered trademarks in several 
markets. ESP also pursued patent coverage in 
the U.S., 

Europe, and Asia for 6th Sense and decided 
to retain processes related to 6th Sense, 
including incorporating different APIs, as trade 
secrets. ESP also registered trademarks for 
variations of ESP incorporating different APIs.

At this very early stage, ESP’s core assets 
were its personnel and the 6th Sense platform 
technology. ESP focused on personnel to drive 
R&D and budgeted for, and assigning personnel 
to, IP. Soon ESP’s core assets expanded to 
include additional personnel and the IP covering 
6th Sense applied to four different CNS diseases. 
ESP secured IP covering 6th Sense with four 

different APIs, including their compositions and 
formulations as well as methods of administration 
and treatment of the specific diseases. 

ESP also developed a robust set of trade 
secrets on how to prepare compositions of each 
API on the 6th Sense platform. In addition, ESP 
registered trademarks – Psychics I, II, III, and IV 
– for those candidate treatments. 

ESP spent the next year developing Psychic 
I-IV while filing more patent and trademark 
applications and documenting additional trade 
secrets. ESP also strengthened its employee 
ranks through hiring. For two more years, R&D 
advanced faster than ever and ESP secured 
investment, requiring consideration of more IP 
(valuations, licenses) and HR issues. ESP also 
began attracting suitors - ranging from venture 
capitalist investors to collaborators and multi-
national pharmaceutical companies – interested 
in acquiring ESP. 

ESP had defined success at varying stages of 
its life cycle in ways that included securing IP, 
product approval (i.e., helping patients), and 
investment, plus collaboration and acquisition. 
From entrance into clinical trials with its first 

Résumé
John W. Cox, Ph.D., Partner 
With deep knowledge of issues 
facing the life sciences industry, John 
Cox counsels clients regarding their 
worldwide intellectual property rights 
and represents their patent interests 
when litigation arises, particularly 
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biotechnology matters. John takes his 
role in protecting these important assets 
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It is wise 
for early 
decisions to 
also include 
whether the 
founders 
should 
proceed 
alone and 
grow from 
within, 
or should 
collaborate.

”

“

Barnes & Thornburg_TPL60_v2.indd   21 06/06/2022   11:02

It is no secret that patents play an important 
role for companies of any age in almost 
every field from century-old established 

manufacturers to solo shops emerging from an 
academic incubator. And the reasons why they 
are important from early in the corporate life 
cycle and their role in whether milestones 
along that life cycle are reached cannot be 
understated. This article briefly touches on the 
role of patents from the beginning of an 
endeavor and their relation to corporate success,
and provides a hypothetical life cycle with 
relevant milestones along the way.

The core assets of many emerging companies 
include IP and personnel. Protecting the ideas 
and employees with those ideas from the onset 
is key to any successful business. Corporate 
growth is often driven by discovery and leveraging
knowledge, which requires wide-ranging IP 
protection. In turn, IP and human resources –the 
people behind the IP – define and drive research 
and development, moving everything forward 
on the corporate life cycle. 

At the early stages, IP and the company’s 
workforce can be used to raise capital; foster 
and protect collaboration; seek acquisition; 
develop products and services; and navigate 
market forces. IP can also be used as leverage, 
both on offense (as a sword to assert against 
competitors) and defense (as a shield to defend 
corporate interests or in negotiations).

Failing to protect IP – including in the context 
of HR – from day one can have unavoidable 
consequences. Inadequate protections range 

from 1) not securing IP from different 
perspectives on different aspects of key products 
or processes and 2) not implementing 
confidentiality around trade secrets to 3) 
excluding IP provisions from employment 
contracts and (d) improperly assessing what 
defines success at different milestones in the 
corporate life cycle. 

Founders should consider a combination of 
patents, trademarks, trade secrets, and even 
copyrights to protect IP from various fronts. 
When to seek those rights is often, but not 
always, “as soon as possible”; striking the proper 
balance both in terms of timing and scope must 
be part of the early calculus, as should 
geography in many instances. And if the industry 
is regulated such that data exclusivities may 
apply, or IP rights can be extended procedurally 
(e.g., patent term extension or adjustment), 
those protections can prove their worth in the 
hundreds of millions of dollars both through the 
market and investment. Regardless, defining 
and achieving success requires the assessment 
of IP opportunities as the company evolves 
through its life cycle. Otherwise, those assets 
cannot be sufficiently protected or leveraged.

It is wise for early decisions to also include 
whether the founders should proceed alone and
grow from within, or should collaborate. Sometimes,
the question is not “should” but “must”; collaboration
may be required for survival or prohibited due to 
histories between companies. 

All of these paths require consideration of IP 
protection – again, including in the context of 

The importance of patents 
early in the corporate life 
cycle and their role in 
defining success

John W. Cox

ROLE OF PATENTS IN CORPORATE LIFE CYCLE

 John W. Cox, Ph.D., Partner at Barnes & Thornburg LLP, provides an 
overview of the role of patents from the beginning of an endeavor and their 
relation to corporate success, and provides a hypothetical life cycle with 
relevant milestones along the way.
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Patent infringement disputes are settled 
largely through three means in China at 
present, viz. (i) negotiation; (ii) litigation; 

and (iii) administrative adjudication under the 
Administrative Adjudication Measures for Major 
Patent Infringement Disputes (“the Measures”).

The Administrative Adjudication Measures for 
Major Patent Infringement Disputes mentioned 
in No. (iii) above were formulated by China 
National Intellectual Property Administration 
(CNIPA) pursuant to the newly added Article 
70.1 of The Patent Law of the PRC that came into 
force on June 1, 2021, which prescribes that “The 
administrative department for patent affairs 
under the State Council may, at the request of 
patentees or stakeholders, deal with patent 
infringement disputes which have a significant 
impact nationwide.” The Measures provide an 
efficient solution to patent infringement disputes.

Comprising 27 articles, the Measures cover 
the definition of major patent infringement 
disputes, the conditions and materials for case 
filing, evidence collection and investigation, the 
rules of inspection and appraisal, the regulations 
on technical investigators, time limits, execution 
and publication, and other matters.

1.  The concept and definition of 
administrative adjudication of 
patent infringement disputes

The administrative adjudication of patent 
infringement disputes refers to the act of the 
administrative organ adjudicating civil disputes 
concerning patent infringement with legal 
authority and at the request of the parties 
interested. Patent infringement refers to the act 
of exploiting the patent of others within the 
period of validity of the patent for the purpose 
of production and operation without permission 
of the patentee or without legal basis.

The Measures specify the situations of major 
patent infringement disputes, including: involving
major public interests; seriously affecting the 
development of the industry; major cases 
involving cross-provincial administrative regions; 
and other patent infringement disputes that may
cause significant impact. Patent infringement 
disputes in these situations may be settled 
through administrative adjudication.

2.  Jurisdiction over administrative 
adjudication of patent 
infringement disputes and the 
authority accepting the request

Administrative adjudication of patent infringe-
ment disputes is subject to the jurisdiction of 
the patent authorities of the place where 
the respondent is located or the place of 
infringement. The place of infringement is the 
place where the infringement was committed or 

Settling patent infringement 
disputes efficiently through 
administrative adjudication

John XIA

John XIA, Partner & Patent Attorney at Corner Stone and Partners, gives 
a brief overview of China’s Administrative Adjudication Measures for 
Major Patent Infringement Disputes.
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cycle.
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ROLE OF PATENTS IN CORPORATE LIFE CYCLE

Psychic IV was heading toward a successful 
completion of Phase II clinical trials, Psychics V, 
VI, and VII were being developed on the 6th 
Sense platform, and the founders and key 
research scientists from ESP were leading it all. 
ESP had only gotten to this point because wide-
ranging patent rights were secured at the 
beginning of its life cycle. Indeed, even when 
the trademarks on ESP itself lapsed and ESP 
was running on fumes, the core assets of ESP 
turned it into a success.

This article should not be construed as legal 
advice or legal opinion on any specific facts or 
circumstances. The contents are intended for 
general informational purposes only, and you 
are urged to consult your own lawyer on any 
specific legal questions you may have 
concerning your situation.

Psychic product to Phase II with that product, 
that definition included securing investment 
and, if necessary, collaboration. Over the next 
couple of years, ESP secured investment, but 
found it could proceed with all four Psychics 
in early clinical trials without the need to 
collaborate with anyone other than clinical 
research organizations. Year four was proving to 
be very successful.

ESP’s investors were most interested in Psychics 
II and III, and fully funded those projects, and 
ESP continued with Psychics I and IV until 
Psychic I failed in clinical trials. Psychic II and III 
then failed before the next milestone payments 
were due. And even though Psychic IV remained 
in the clinic, ESP could not proceed without new 
investment. Earlier in the life cycle, ESP had 
expected clinical failures to spell corporate 
failure. The start of year six seemed to spell the 
end of ESP.

But ESP had its wide-ranging IP surrounding 
both 6th Sense and Psychic IV. Acquisition was 
not impossible. ESP spent the first two months 
of year six negotiating with two former suitors 
interested in the IP surrounding both 6th Sense 
and Psychic IV; one also wanted ESP’s core HR 
assets. 

By Q2 of year six, ESP had been acquired, 
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“The 
Measures 
may, 
based on 
improvement 
in the 
mechanism 
for 
diversifying 
the 
settlement 
of disputes, 
contribute 
to the faster 
settlement 
of patent 
infringement 
disputes.

ADMINISTRATIVE ADJUDICATION MEASURES

(vi)  Neither party brings a lawsuit to a 
court over the dispute and both 
parties do not agree upon any other 
means for settling the dispute.

4.  Investigation and evidence 
collection for administrative 
adjudication of patent 
infringement disputes

The Measures prescribe that the burden of 
proof lies on the requester to prove patent 
infringement. For the evidence the requester 
cannot collect for objective reasons, he or she 
may present preliminary evidence and state 
his/her reasons and then apply in writing to the 
CNIPA for investigations or inspections. Also, the 
Measures specify the legal authority a case 
handler may exercise during investigations or 
inspections. 

5.  Inspection and appraisal for  
administrative adjudication of  
patent infringement disputes

Under the Measures, if a patent infringement 
dispute involves complex technical problems 
and therefore inspection and appraisal are 
required, the CNIPA may, at the request of 
the party, entrust the inspection and appraisal 
to a competent entity. 

If one party requests for inspection and 
appraisal, both parties may negotiate a competent 
entity for it; if their negotiation fails, the CNIPA 
shall designate a competent entity for it. The 
conclusion on inspection and appraisal shall not 
serve as the basis for adjudication before it is 
cross-examined. The Measures also specify that 
the CNIPA may assign technical investigators to 
participate in the case handling and voice their 
opinions based on technical investigations. The 
Measures further specify the legal role of 
technical investigators’ opinions, which the 
collegial panel may consult to ascertain 
technical facts.

6.  Process and time limit of 
administrative adjudication of 
patent infringement disputes

The process is shown on table above right:

The Measures specify the time limit of the 
conclusion of the case. The case shall be 
concluded within three months from the filing 
date of the case although extensions are 
available. If the case cannot be concluded 
within the time limit due to the complexity of 
the case or for other reasons, an initial extension 
of one month may be allowed. If the case 
cannot be concluded within the extension, an 
additional reasonable extension may be given 
to conclude it.

took place. Where the requester charges the 
manufacturer of the alleged infringing goods 
instead of the seller of them and the place where 
the alleged infringing goods are manufactured 
is not the same as the place where they are 
sold, jurisdiction rests with the patent authorities 
of the place where the infringing goods are 
manufactured. Where a patent infringement 
dispute arises from Internet selling, jurisdiction 
rests with the patent authorities of the place 
where the respondent is located or the place of 
infringement. The place of infringement includes 
the location of network servers, computer 
terminals or other devices with which to commit 
the infringement. Where it is difficult to 
determine the place of infringement and the 
place where the respondent is located, the 
location of the computer terminal or other devices 
in which the requester found the infringement 
may be deemed the place of infringement.

The patent authorities of the province, 
autonomous region or municipality where the 
requester is located or where the infringement 
was committed or took place are the authorities 
accepting the request.

3.  Conditions for filing a case of 
administrative adjudication of 
patent infringement disputes
(i)  The requester is the patentee or a 

stakeholder; 
(ii)  a specific respondent is named in the 

request; 
(iii)  specific claims, facts and grounds are 

presented in the request; 
(iv)  Evidence shows that the respondent 

is suspected of committing the patent 
infringement; 

(v)  the request is within the jurisdiction of 
the patent authorities accepting it; and 
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7.  Execution and publication of 
administrative adjudication of 
patent infringement disputes

According to the Measures, where infringement 
is constituted, the CNIPA shall order the 
immediate cessation of the infringing act and 
notify the competent authorities and relevant 
departments of local governments to assist and 
cooperate in stopping the infringing act in time. 
Appeals may be lodged with a court against the 
administrative adjudication, but the execution of 
the adjudication will not be suspended during 
the appeal process. 

Conclusion of the case takes the forms of: (i) 
making an administrative adjudication, where 
the CNIPA issues a Letter of Administrative 
Adjudication of Patent Infringement Dispute 
and the procedure of administrative adjudication 
is finished; (ii) mediating a settlement, where the 
CNIPA issues a Letter of Mediation on Patent 
Infringement Dispute and the procedure of 
administrative adjudication is finished; and (iii) 

dropping the case, where the CNIPA issues a 
Letter of Decision on Dropping the Case of 
Patent Infringement Dispute and the procedure 
of administrative adjudication is finished.

Once an administrative adjudication is made, 
it shall be published pursuant to the Regulations 
on Publication of Government Information and 
other relevant provisions. If the adjudication 
contains trade secrets or any other information 
unsuitable for publication, trade secrets or 
information of this kind should be deleted 
before the adjudication is published so as not to 
harm the parties’ interests in trade secrets in the 
course of the publication. 

The Measures may, based on improvement in 
the mechanism for diversifying the settlement 
of disputes, contribute to the faster settlement 
of patent infringement disputes. Administrative 
adjudication provides an alternative to litigation 
that can be simpler, faster and much more cost-
effective than civil litigation, hence an efficient 
solution to patent infringement disputes in China.
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Patents are among many companies’ most 
valuable assets. For example, a company 
seeking investment may be put through 

an investor’s “patent due diligence” to show that 
they likely have (or will have) valid patents to 
block competitors in key jurisdictions, that the 
inventors have transferred their patent rights to 
the company, and that core products are 
unlikely to infringe someone else’s valid patents. 
At another time in its lifecycle, the company 
may enforce its patents against a competitor. 
And the mere existence of a strong patent 
portfolio may be enough to deter competitors 
from even trying to enter a market. So, having 
strong patents in the right foreign jurisdictions 
can be critical to a company’s long-term 
success, and those patents’ commercial value 
can last for the better part of 20 years.

But companies – and unfortunately 
sometimes their patent attorneys or agents – 
may not realize how much of a patent portfolio’s 
strength starts with its baby steps: the 
provisional application upon which the 
international patent portfolio eventually is 
based. A provisional is a lower-cost way of 
establishing an invention’s earliest filing date: it 
is not examined or published (though it 
becomes public when an application publishes 
claiming priority to it), has low filing fees (in the 
United States, typically about $300 or less), and 
is a placeholder for later filings. More specifically, 
under the Patent Cooperation Treaty (PCT), 
which the United States and many industrialized 
nations have joined, a provisional can “hold” the 
earliest filing date for up to a year before a full 

international PCT application must be filed. The 
PCT application then is used to file “national 
stage” applications in desired countries, 
typically by 30 months from the provisional’s 
filing date. These foreign filings can be costly, 
for example to obtain translations, pay filing 
fees to foreign patent offices, and hire good 
quality local counsel to assist with the filings. 

Because provisionals have comparatively low 
filing fees and are not examined or published, a 
company might not realize how critical they can 
be to the strength of the foreign patents which 
ultimately are based upon them. The company 
therefore might not invest enough money – that 
is, assistance from an appropriately experienced 
patent attorney or agent – to ensure the 
provisional can do the work that it might 
eventually need to years down the line. What 
kind of work might a provisional need to do that 
the later PCT application can’t? Establishing that 
earlier filing date (also called a priority date) for 
anything the company might ever want to try to 
claim in a foreign patent which is based on that 
provisional. In some cases, the provisional’s 
filing date can be critical to a patent’s life or 
death in ways that might not be apparent until 
years later. For example, many international 
jurisdictions (such as the European Patent 
Office) treat any earlier publication about an 
invention as “prior art” against a patent 
application, even if that publication is only one 
day before the application is filed, and even if 
that publication is by the company or individual 
that filed the application. The United States is 
more lenient in this regard, allowing up to one 

Provisional applications: 
baby steps toward a 
strong international 
patent portfolio

PROVISIONAL APPLICATIONS 

Jaime D. Choi, Ph.D., Partner at Snell & Wilmer, expounds on the importance 
of provisional applications, listing the benefits that can be reaped from 
these inexpensive filings. 
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year to file an application after the inventors 
publicly disclose their invention, but most 
countries do not have such a “grace period.” 

In a common scenario, a company files a 
provisional, then discloses the invention in an 
article or on their website or launches the 
product, and later, confidently and timely, files a 
PCT application within the required year from 
their provisional. But if the provisional 
inadequately supports the PCT application’s 
patent claims, then the provisional’s filing date 
may be useless and the company’s own public 
disclosure of the invention can act as 
“intervening prior art” against the PCT 
application, and any downstream foreign 
patents. This type of prior art can be devastating 
because it is directed to literally the same 
invention as the company wished to protect 
with the PCT and provisional applications. Less 
commonly, intervening prior art can come from 
elsewhere, such as a competitor’s patent 
application filed between the company’s 
provisional and PCT applications. Either way, the 
benefit of the provisional’s filing date is key. 
Without it, if an Examiner uncovers the 
intervening prior art during examination, it can 
be harder for the company to get foreign 
patents. Or, if foreign patents grant without 
intervening prior art coming to light and the 
company later wishes to leverage their 
commercial value, an opponent or litigant may 
use the intervening prior art to invalidate the 
patents, or an investor may reduce or withhold 
an investment because the patents may be 
invalid and diminish the company’s products’ 
protection.

Résumé
Jaime D. Choi, Ph.D., Partner
Jaime D. Choi, Ph.D. is an intellectual 
property partner in Snell & Wilmer’s San 
Diego office whose practice focuses on 
patenting complex, interdisciplinary 
technologies, and building strategic 
patent portfolios and supporting disputes 
for a variety of clients and technologies, 
from genomic sequencing to 
smartphones to blood glucose monitors 
and inorganic materials. She has 
experience drafting applications for 
direct filing in the European Patent 
Office; prosecuted European, U.S. and 
international patent applications; 
performed freedom-to-operate and 
infringement analyses of third-party 
patents in numerous technical fields; and 
advised on U.S. contractual issues.
She can be reached at jchoi@swlaw.com 
or +1 858.434.5014.

The PCT 
application 
also becomes 
prior art against 
competitors’ later 
applications.
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and draft a set of claims which captures what is of 
interest, novel, and nonobvious. The specification 
then efficiently can be drafted using the exact 
phrasing of the claims. Drawings are typically 
great, and provide an important pretext for using 
words to describe the invention in appropriate 
detail so that critical language appears in the 
application. For example, drawing system A, B, C, 
and D prompts writing about what each of those 
items can be, how they are physically connected 
together, and how they work together to provide 
new, claimed functions in far richer detail than the 
drawing alone can provide.

With careful drafting, the provisional also can 
provide a strong path to future, broader claims. 
For example, the inventors may have a particular 
vision – such as a product they are getting ready 
to launch – and the provisional claims and 
description may be crafted around that vision. 
Years later, maybe even after national stage 
applications have been filed, the product may 
look different, or a competing product may be 
on the market. The company may wish to file 
claims which differ from those in the provisional 
and PCT applications, in a “divisional” or 
“continuation,” based on a pending application. 
To reach all the way back to that critical earliest 
filing date, the provisional has to support the 
newly drafted claims. How can we possibly 
achieve this in the provisional, without knowing 
what future claims the company might want? 
First, consider avoiding terms with narrow or 
poorly defined legal meanings such as “must,” 
“requires,” “is,” “consists of,” and “is comprised of,” 
which inventors unfortunately like to use 

How can a company reduce the risk that 
intervening prior art tanks their foreign patents, 
whether it is prior art from their own public 
disclosure or from a source they don’t yet know 
about? One way may be by investing appropriate 
resources in their provisional application. First, 
this typically means writing a provisional which 
is ready to file as the corresponding PCT 
application a year later. This way, literally the 
same language, the same claims, and the same 
drawings are in both the provisional and the PCT 
application, leaving no space in which 
intervening prior art could, well, intervene. 

How can discrepancies between the 
provisional and PCT hurt an application – and 
cost real money to try to repair? New companies 
or inventors sometimes file a provisional 
application which they filed themselves, or with 
a low-cost provider, and then seek to convert it 
to a PCT application. In converting to a PCT 
application, the broadest claims they would like 
to cover their product are determined, for 
example a system including components A, B, 
C, and D, and analyzed why the claim is novel 
and nonobvious over the prior art. So far so 
good. However, to have the benefit of the 
provisional’s filing date in many foreign 
jurisdictions, the combination of components A, 
B, C, and D, exactly as they wish to phrase it in 
the claim to avoid prior art and provide the 
desired scope of protection, generally needs to 
be either literally written in the provisional or 
unambiguously derived from the provisional 
(the United States is not so strict in this regard). 
But the provisional often doesn’t include claims, 
and even if so neither the claims nor description 
usually has the exact phrasing of the claim they 
now wish to file. The provisional may include 
drawings, but often does not use words to 
describe what is illustrated, instead saying 
something like “see FIG. 8 for further details.” 
Companies rarely understand that foreign 
patent offices may not permit drawings to 
provide written basis for priority claims, 
especially if they need interpretation to extract 
claim language. So pointing to FIG. 8 may not 
help them find priority in the provisional. To 
complicate matters, sometimes the company 
publicly disclosed the invention after filing the 
provisional, making that priority claim essential. 
So the company has to contort the desired 
claims into something that sounds more like the 
original provisional, possibly reducing their 
breadth and driving up costs – both of which 
run counter to the company’s commercial goals, 
and undermining the initial premise of preparing 
the provisional on the cheap.

Generally, a far better way to draft a provisional 
is to define the inventive concept at the outset, 

PROVISIONAL APPLICATIONS 

The 
provisional’s 
fi ling date 
can be 
critical to a 
patent’s life 
or death in 
ways that 
might not 
be apparent 
until years 
later.
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design-arounds in the provisional can provide 
commercial payoffs years down the line that far 
exceed the few additional hours of time spent 
including them in the provisional.

Indeed, although companies might be 
prepared to spend a lot of money on a PCT and 
its national stage applications, they might not 
invest enough in getting their provisional right. 
Ironically, such a strategy can end up costing 
the company more than if they had just written 
the provisional ready for PCT conversion, i.e., a 
single application which can be reused multiple 
times and for purposes which can’t yet be 
predicted. Although the provisional might 
represent the “baby steps” of a portfolio, making 
those steps large and strong can carry the 
company a long way.

because they sound like they belong in a patent 
application. Broader and clearer terms are “can” 
or “may” (though there is debate about which of 
those is better), “optionally,” and “includes.” 
These can allow future claims which subtract 
elements; for example, describing component 
B as “optional” in the provisional can open the 
door to future claims to A, C, and D, possibly 
including further options described in the 
application.

Additionally, many inventors resist including 
details and examples. They might disclose just 
one favorite option for component A, worried 
that the four other options they’ve thought of 
might somehow limit the patent claims. But 
listing more options, rather than fewer, can 
strengthen the patent in many ways. First, 
designs change during the development 
process, and providing literal written basis for 
the other options supports claims directed to 
those changes later on, while retaining the early 
filing date. The PCT application also becomes 
prior art against competitors’ later applications, 
so disclosing these options means competitors 
(a) may not be able to patent those options 
themselves and (b) may find it harder to design 
around the company’s claims. So working to 
envision – and expressly describe – possible 
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IP TrendMonitorHIGH-IMPACT 
IP MANAGEMENT
What it takes to win the game

The latest IP Trend Monitor study, published by Dennemeyer in 
partnership with CTC Legal Media, focuses on how IP 
management is changing. Building on previous years’ reports, it 
provides a snapshot of what IP experts think about the recovery 
from the pandemic, how to succeed in today’s world and where 
changes are needed. 

:Download the study at
iptrendmonitor.com
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IP TrendMonitor

About 2022’s study

IP Trend Monitor is an annual survey established by the Dennemeyer Group 

to investigate current and ongoing topics in IP management. There are 

more than 400 members of the IP Trend Monitor panel, representing the full 

range of IP practitioners – lawyers, attorneys, consultants, counselors, 

inventors and scientists – working in all areas of the industry – large 

This year’s edition of IP Trend Monitor collates 1,026 answers and opinions 

from the most active panel members. Of these, the greatest proportions are 

6% in SMEs and 15% work for IP service providers. One respondent works 

in a research institute, one in IP trade marketing and two in IP consulting. 

Participants were asked about their primary responsibility: 40% said management 

level compared to 32% who answered legal experts, 11% administration of IPRs, 

9% C-suite, while 8% responded other. The “other” responses included teaching, 

consultancy, prosecution, strategy and legal / business.

Asked to select the category that best describes the industry they primarily work 

in, most respondents (58%) said IP services. The remaining responses were 

distributed across various sectors, with consulting; construction, machinery and 

industrial goods; electronics; consumer goods; science and research; food and 

beverage; chemicals and healthcare being the most popular. 

When it comes to the region(s) they have responsibility for, nearly half of the 

respondents (49%) answered Global. A further 18% said Europe, while the Middle 

East, North America and South / Central America accounted for 6% each. The rest 

of the world came to 14%.
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IP is key to recovery

How is IP work changing? What is most challenging at present, and what are the core skills and 

addressed in this year’s edition of the IP Trend Monitor survey, and the responses make for a 

fascinating read. IP managers are faced with the need to reinvent themselves to thrive in a more 

complex and competitive environment characterized by evolving client needs, innovative technologies 

and the availability of new tools.

The IP Trend Monitor respondents overwhelmingly believe that IP management will be crucial to 

business success in the wake of COVID-19, with 49% saying it will be “very important” and a further 

“neither important nor unimportant.” Strikingly, 100% of respondents responsible for North America 

checked “very important,” as did 64% of those responsible for Europe.

some slight but interesting differences depending on what aspect of IP the respondents were focused 

on. In particular, trademark and design specialists were more likely than patent specialists to say IP’s 

that are dependent on trademarks and / or designs.

Asked to identify which areas of work in IP are most challenging, the most popular selection overall 

was “justifying the expenses allocated to IP” (checked by 38%), followed by “promoting the 

clients and others within the business. 

The next most popular general responses were 

“understanding what engineers and 

researchers are doing” and “bringing 

departments together over IP” (both 35%), 

both of which are related aspects of this 

predicament. “Selecting and working with 

outside advisers” was checked by 28% of 

respondents and “communicating with the 

management board” by 22%. However, just 

24% of patent respondents checked “selecting 

and working with outside advisers” – slightly 

that patent specialists tend to have 

long-lasting and deep relationships with their 

outside advisers. SINGLE CHOICE
QUESTION

49%

25%

16%

8%

2%

Very important

Neither important nor unimportant

Indispensable

Not sure

How important do you think IP management 
will be to business recovery in the wake of 
COVID-19?
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Core competencies

distribution of responses. The most common overall pick was “budgeting and strategic planning” (59% 

of all respondents and 61% of patent specialists). Across the survey, this was followed by 

“understanding IPRs and legal aspects” (54%) and “preventing IPR infringement” (51%), while among 

patent specialists, “understanding IPRs and legal aspects” (55%) and “monitoring competitor activity” 

(50%) were the next most popular answers.

On the whole, more tactical and creative skills were ranked slightly lower: “Monitoring competitor 

respondents, while “understanding the innovative and inventive process” was checked by 48%. The 

latter was ranked slightly higher by patent specialists, however, with 50% checking it.

Overall, skills related to communication and 

analysis were selected by between a third and  

half of respondents: 38% said “facilitating 

interdepartmental cooperation,” and the same 

proportion checked “gathering and interpreting 

data,” while “promoting IP interests internally,” 

“promoting IP outside the organization” and 

by 36% of respondents. As expected, patent 

specialists placed greater emphasis on 

“gathering and interpreting data” than the 

general survey, at 45%.

Curiously, skills that make business easier and 

tackle some of the most prevalent stumbling 

blocks were seen as less vital by general 

respondents: “Implementing organizational 

tools and systems” was selected by just 26% 

and “liaising between business units” by just 

23%. 
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that “a modern IP management system” is the most important thing to enable them to work more 

It is notable that “face-to-face meetings” were 

ranked as important by just 23% of general 

respondents and just 18% of patent specialists, 

demonstrating the extent to which practitioners 

have adapted to videoconferencing and other 

remote forms of communication. However, in 

light of the increasing reliance on robust IT 

systems, it is surprising that just 11% of total 

as one of their answers.

77%

66%

56%

56%

44%

A modern IP management system

38%

38% Support from other departments

36%

33%

30%

Which of the following are most important 

MULTIPLE CHOICE
QUESTION 
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The language of IP management

science, technology, business, data and persuasion (among others) – and also the ability to translate 

between them. 

As the chart shows, legalese is unsurprisingly the highest-ranked language set for IP practitioners, 

followed by science and technology. It is worth noting that software and data processing comes third, 

ahead of more traditional language sets such as commerce and marketing – signifying the growing 

value of software and data in today’s business environment. The rankings were identical among 

Some variation was evident in these trends 

according to organization type. While legalese 

was ranked highest by respondents across all 

organizations, only 53% of those in patent and 

those in corporations / SMEs but only 20% of 

software and data processing (picked by 58%) 

expanding roles that technology and 

communication play in these businesses today. 

72%

61%

51%

44%

41%

Legalese

Persuasion

36%

7% Other

Which language sets are vital for an 
IP manager?

MULTIPLE CHOICE
QUESTION 
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How to become a powerhouse

We asked respondents to rank seven factors that could transform their IP department into a 

powerhouse and then gave each element a score based on its popularity. The highest-scoring facet by 

a wide margin was “recruiting people with the right skills,” with an overall weighted score of 6.02 

number-one determinant.

Other factors viewed as crucial 

included ongoing training, which had 

the second-highest weighted score 

(4.55), effective internal IT 

management systems (4.39) and clear 

lines of responsibility and strategic 

direction (4.25). The latter was ranked 

number one by about 21% of 

respondents. 

in terms of working” and “an inclusive, 

supportive environment” had low 

weighted scores, with hardly any 

respondents ranking them as decisive 

matters. This broad pattern of 

responses was mirrored among patent 

specialists. 

Flexibility in terms of working2.43

An inclusive, supportive environment3.05

Training / education on internal company processes3.42

Effective internal IT management systems4.39

Ongoing training on IP / legal issues4.55

Clear lines of responsibility and strategic direction4.25

Recruiting people with the right skills6.02

Sc
or
e

RANKING

What factors would transform your IP 
department into a powerhouse?
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Trusted partners

When it comes to the most important company partner for IP practitioners at large, “the management 

board” and “the R&D department” are the preeminent responses by some distance, demonstrating the 

integration of IP into management strategy and innovation, respectively. These answers rank ahead of 

“sales,” “marketing” and, perhaps surprisingly, “legal and regulatory.” Among patent-focused 

respondents, the weightings were slightly different. They selected “the management board” and “the 

R&D department” at notably higher rates: 49% and 30% compared to the broader 39% and 25%. On 

the other hand, the sales department was less relevant to patent specialists: 5% compared to an 

average of 12%.

39%

25%

12%

8%

7%

The management board

The R&D department

Sales

Legal (non-IP) and regulatory

3%

3%

Outside your IP department, who is your 
most important partner within the 
company?

2%

There is a marked distinction between legal 

experts and management here: 55% of those 

with management-level responsibility checked 

“the management board” compared to just 25% 

of legal experts. 

recruitment seen above, it is somewhat 

unexpected that “human resources” is named by 

only 3% of total respondents (and no patent 

specialists) – possibly indicating that HR 

departments need to become more involved and 

expert in IP matters to support their colleagues 

better. It is also striking that, despite the higher 

just 3% of all respondents named “PR / 

communications” as their most valuable partner. 

With public and media interest in IP matters 

likely to continue rising, and given the 

weightiness of reputation, especially in 

PR / communications facets are not something 

that IP managers should overlook.

SINGLE CHOICE
QUESTION
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As in previous years, the IP Trend Monitor 

their own answers.

person in charge of IP management should never 

do?” there was a wide range of responses. The 

following represent the broad groupings:

They should never stop learning

They should never focus too narrowly 

They should not centralize all decisions

They should not miss deadlines or postpone 
important matters

They should not ignore the team or hide in 

money

They should not underestimate 

respondents to identify the best practices for a 

successful IP professional. The replies were again 

very diverse but tended to emphasize the 

importance of strategic and commercial 

considerations and of being able to adapt to 

change:

Monitor the market and focus on your 
clients’ needs

training

Stay up to date with developments and 
trends

Think beyond legalese and understand 
other perspectives

decisions

derestimate 

up to
nds

Think beyond
other perspectiv

decisions
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Conclusion: preparing for the future

Despite the immense disruption of the past few years and the fundamental changes to the way we 

past two years. 

languages and tools – but it is reassuring to think that, at least according to the IP Trend Monitor 
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Women in 
IP Leadership

Celebrating achievements and continuing 
the empowerment of women
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This segment is dedicated to 

women working in the 

IP industry, providing a 

platform to share real 

accounts from rising women 

around the globe. In these 

interviews we will be 

discussing experiences, 

celebrating milestones and 

achievements, and putting 

forward ideas for advancing 

equality and diversity. 

By providing a platform to 

share personal experiences 

we aim to continue the 

empowerment of women 

in the world of IP. 
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If you would like the opportunity to share your experiences with 
Women in IP Leadership, would like to nominate an individual to be involved, 

or would like to learn more about sponsorship, please contact our Editor. 

Women in IP_reverse cover_TPL60_v1.indd   42 14/06/2022   08:57

W
O

M
E
N

 IN
 IP

 LE
A

D
E
R

SH
IP

Zixuan studied mechanical engineering 
from Imperial College London. She began
her career in the insurance industry 

before moving from the UK to India in 2020 to 
set up her firm, Kommit Techno-Legal LLP. Her 
firm specializes in technical consulting for 
patent litigations. 

What inspired your career?
I was inspired to work in intellectual property as 
I felt it was an industry that is a perfect blend 
between utilizing my technical skills as well as 
my love for connecting with new people. The 
intellectual property industry, and in particular 
patents, requires collaborative working amongst 
individuals from different disciplines, from 
engineers and scientists to accountants and 
lawyers. Patents especially compel me because 
of the many different vertices of thinking you 
have to apply – from filing to monetization 
through licensing or litigation.

Several factors in my professional career 
directed me towards starting my own firm. Prior 
to starting Kommit, I had the opportunity to 
work in a variety of industries varying from 
engineering, technology, private equity, insurance
and even hospitality. One thing I have always 
been cognizant of is my ability to make an 
impact, no matter how small or big. There were 
several threads of thinking that led me here 
after experiencing the working culture in 
different industries and company structures. 
One was that, in smaller firms, I was able to 
make a large impact. The second is that in 
larger corporate firms, you may be doing great 
work, but the speed of innovation or ability to 
bring about change is long. A combination of 
these two learnings inspired me to set up my 
own firm as I felt this would be the most 
effective way to feel the impact I have created 
and in the way I want.

How have you found the pathway to your 
current position? And can you offer advice 
from your experience?
I graduated from Imperial College university in 
2019 as a mechanical engineer. When I started 
my degree, my focus was on becoming a 

mechanical engineer and my aspirations back 
then were to eventually work in the automotive 
industry. During my time at Imperial, I had the 
opportunity to be exposed to a wide variety of 
industries and potential careers. I realised that 
I wanted to explore other career options. I took 
on several internships between startup firms 
and a venture capital firm (RLC Ventures) as well
as joining Imperial’s mechanical engineering 
society where I had the opportunity to lead a 
team and manage industry sponsorships, and 
social events. 

I had a few key learnings from these experiences.
One was that I really love interacting and 
connecting with people. The second is that my 
interest lies in the business aspects of working, 

I was 
inspired to 
work in 
intellectual 
property as I 
felt it was an 
industry that 
is a perfect 
blend 
between 
utilizing my 
technical 
skills as 
well as my 
love for 
connecting 
with new 
people.
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Zixuan Wang: Partner 
at Kommit

An interview: inspirations, experiences, and ideas for equality.
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WOMEN IN IP LEADERSHIP

you to wear many hats outside of your main role.
One key learning was from my manager, 

Rohin Odell, who is an associate director at 
WTW. He would always ask me whenever I had 
completed any tasks “what question do you 
think I will ask you next?” This really enforced 
the practice of self-checking as well as under-
standing the purpose of each task. This one 
question has been invaluable to me now that I 
am responsible for decision-making as often 
there isn’t someone to double check the output 
of my work. This has been the key singular skill 
that has carved my thought-process and my 
approach to the way I do things now. 

I highly recommend practising risk taking. 
As my appetite for risk taking has increased over 
the years, it’s opened up more opportunities for both 
my personal and professional development.

What challenges have you faced? And how 
have you overcome them?
There have been three major challenges: joining 
the legal industry as a non-lawyer, starting our 
business in the pandemic, and understanding 
the cultural differences in India.

The legal and intellectual property industry 
was not an industry that I had previously worked 
in, although my business partners had. Part of the 
challenge was catching up to their knowledge 
level as well as speaking the language of lawyers. 
In my role as a business development professional, 
much of my time is spent speaking with lawyers. 
Lawyers are extremely savvy individuals who are 
meticulous in the words they use and have great 
clarity of speech and writing. Understanding 
both, their thinking behind their words as well as 
deriving their true meaning, were two challenges. 
Initially, this involved simply increasing my vocab-
ulary but the second part is being comfortable 
to articulate these words in my everyday 
speech. As an engineer, we’re taught to be explicit 
in our meaning while lawyers are cautious with 
their words to carefully mitigate risk and liability.

Starting a business in the pandemic had both 
its advantages and challenges. A week into 
starting our business, we had to work remotely 
due to government imposed lockdowns. At that 
time, I had only been in the country for two 
weeks and met one of my business partners for 
the same length of time. The pain points were 
working out how the three of us were going to 
work together, how we were going to refine our 
individual responsibilities and how to succeed 
in our business. The pandemic came with many 
advantages too. As a result of remote working, 
we were able to attend virtual networking 
events and conferences which gave us the 
opportunity to connect with a wider variety of 
intellectual property professionals than we 
could have in person. It also helped us open our 

and that I find technology-focused industries 
the most fascinating. The roles I took on were 
predominantly in the operations and sales roles 
which really allowed me to maximize my 
opportunities to connect with new people. I also 
loved the excitement of the startup ecosystem 
and the passion that was ingrained within 
individuals who worked at startups, working 
together towards creating something new. 
Seeing how hard and passionate those around 
me were for their business, it really made me 
think “well, I would rather be this passionate 
about my own dream instead of someone 
else’s”. At that point, I knew I wanted to start 
something myself, but I didn’t expect that I 
would do it so soon and immediately after my 
first job. I had also joined RLC Ventures as an 
investment analyst over one summer and was 
able to see the other side of the startup industry, 
which really gave me key insights into the how 
similarly or differently the interests of VCs lined 
up with the startups they invested in, and 
further consolidated my thinking that starting 
my own businesses would be fulfilling and 
would enable me to make a greater impact.

After graduating university, I worked at Willis 
Towers Watson (WTW), one of the largest 
insurance brokerages in the world. I worked in 
their sales team for their financial, executive, 
and professional risk areas. WTW was a 
fantastic place to work at. I had an extremely 
steep learning curve due to the variety of work 
and the stimulating challenges that came with 
it. Before graduating university, I was only 
applying for consulting and banking roles. I had 
applied for WTW really on a whim. It was at 
my interviews when I had the opportunity to 
meet individuals who worked at WTW and 
I immediately knew that it would be an 
environment that I would enjoy working in. I was 
so lucky to have two amazing managers who 
taught me so much both about the industry as 
well as for my general personal development. 

I can’t explain the exact moment I decided to 
leave but the one main influence was that I felt 
that in a firm of nearly 50,000 employees, in 
order to either make significant impact or innovate, 
one would have to be in a decision-making role 
(which would likely take a substantive time). In 
early 2020, my now business partners Karmanya, 
Sahib and I jumped on a Zoom call and discussed 
what business we would start. Intellectual 
property was a natural choice as all three of us 
were engineers with one of my business partners 
also being a lawyer. They had both worked with 
patents previously. I knew it would be a good fit 
as it would allow me to combine both my 
technical knowledge as well as connect with 
people. I currently head up Kommit’s business 
development but working for yourself requires 
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business for international clientele.
There have also been several cultural 

challenges which I have faced in expanding our 
business. In particular when it comes to hiring, 
I’ve noticed that awareness about intellectual 
property is still low especially amongst 
engineers and scientists. As my firm’s focus is 
technical consulting for patents, we primarily 
hire technical individuals. The dilemma is that 
very few of such individuals go into the patents 
industry (it’s not that there isn’t interest, but that 
the industry is just relatively unknown as a 
viable career option even for STEM individuals). 
There are many lawyers in the intellectual 
property industry, but typically they do not have 
the technical expertise required for the specific 
work we do. So when it comes to hiring, 
we frequently have to hire based on potential 
rather than experience. While in other jurisdictions 
where IP is a better advertised career option, 
experience would be the factor for hiring a 
candidate. This makes team growth and 
scalability extremely challenging.

What would you consider to be your greatest 
achievement in your career so far?
Professionally, running a successful business 
and carving out our own place in the patent 
consulting and litigation finance spaces is 
definitely the greatest achievement of my 
career so far. But being able to tangibly see the 
impact my team and I are making, not only for 
our clients but for each other and our 
colleagues, is a feeling that is truly rewarding. 

What are your future career aspirations? And 
how will you work to achieve them?
One career aspiration I have is that I’d like to 
inspire more individuals to consider a career in 
IP. One misconception about the IP industry is 
that you have to be a lawyer or an engineer. In 
fact, there are many roles that require neither of 
these. For example, there are plenty of tech 
firms building IP products, that are mostly made 
up of software developers, marketing, sales 
individuals and client relationship managers. 
Along the way, I’d like to create a positive change 
around me. I believe that creating true impact 
on even a small handful of individuals has a 
snowball effect and has the power to influence 
hundreds if not thousands more.

For Kommit, I’d like to see us grow in scale in 
the coming years and become a larger player in 
the Indian market. Most of the work we currently 
do is in nations where the IP industry is more 
mature, such as the US and Europe, due to the 
high volumes of both innovation and patent 
litigation. As India continues to grow in terms of 
research, innovation and enforcement of IP 
rights, we’d like to be part of leading that growth.

What changes would you like to see in the IP 
industry regarding equality and diversity in 
the next five years?
One thing I do believe in is the equality of 
opportunity which I think plays a large role 
diversifying the different types of people in the 
IP industry. I think the IP industry does a great 
job of providing equality of opportunity. In fact I 
think, more often than not, it is self-hindrance of 
those communities rather than the availability 
of opportunity that stifles growth. As an 
ethnically Chinese person, I was taught when 
growing up that the acceptable career 
opportunities are jobs which are financially stable. 
This mentality stems from minority groups who 
have possibly immigrated and you are taught 
that your career goal should be about surviving 
rather than thriving. Growing up, I never knew 
that the legal industry was an option for me 
because I didn’t know what opportunities were 
there and neither did I know a single lawyer or 
professional working in the industry. If I did 
know about the industry, the question would 
have been “well, where would I start?”. 

Luckily, the internet has allowed better 
access to information about industries like the 
legal and IP. One thing I have noticed is how 
little engineers and scientists are aware about 
IP as a career. Many engineers and scientists 
will know of IP but it’s not ingrained into the 
teaching. Innovation thrives on creativity but I’d 
really like to see IP taught in more detail around 
how to protect your creative works and how IP 
is a viable career option for people from 
different backgrounds. I think this will both 
diversify the types of individuals and skill sets in 
the IP industry as well as diversity of 
backgrounds and thinking styles.

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector?
Empowerment is derived from competence, 
but part of this is also about working in a role 
that fits an individual’s strengths and skills. 
Some of the efforts in promotion of equality and 
diversity have had an adverse effect because it 
can put individuals in rigid boxes because 
certain roles are viewed as “more successful” 
than others. For example, in the IP industry, if 
you’re a litigator, you’re likely to be considered 
an A type individual. In contrast, it makes those 
who perhaps work in sales, academia or 
prosecution in IP seem “softer”. To truly 
empower women, it is important to promote 
equal access to opportunities without 
influencing choices and ensuring that the 
definition of success is whatever success 
means to the individual instead of an onlooker’s 
definition of success.
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Maria Zamkova is CEO, partner and 
Head of Patent & Design Department 
at Fenix Legal. She has a Master of 

Industrial Design, and has education in law, 
management, marketing and business economy
from the University of Stockholm. Maria is 
a patent attorney and authorised European 
trademark and design attorney (EUIPO). Before 
joining Fenix Legal, she had experience from 
both global industry and other private practice 
IP firms. She is especially focused on patent 
prosecution, freedom-to-operate and IP due 
diligence (IPDD), and has led a number of 
IPDD projects involving both national and 
international client’s business development in 
the Scandinavian market.

What inspired your career?
What inspires me daily is to see ideas develop 
into new technology that creates solutions 
globally and new jobs. In other words: To help 
both individual inventors and global companies 
to get protection for their intellectual property 
assets, and follow them through both the 
technical development and the business 
development, with their patents as the necessary
basis for everything. I have the privilege of 
working internationally with something that has 
been of great interest throughout my life, 
together with a team who feel the same way.

What has also inspired me are a couple of the 
managers that I have had the privilege of 
meeting and working with early in my career, 
people that had the same view of technical 
solutions and business as I, with new productive 
ideas. 

Further, I want to mention the female General 
Directors of the Swedish Patent and Registration 
Office (PRV), Gun Hellsvik (2001-2007) and 
Susanne Ås Sivborg (2008-2017), that during 
their mandate periods made a fantastic work in 
order to streamline the internal work, arranging 
open policy meetings with all Swedish IP attorneys 
where we could exchange our pros and cons in 
order to make our mutual daily work more 

efficient, activating politicians in their budget 
and legislative decisions, as well as educating 
the Swedish industry of the importance to 
protect their IP rights. 

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
A lot of work, creativity, seeing the possibilities 
and being decisive. Always being in the frontline 
with new ideas is necessary to grow positively, 
not only in your career, but also personally. And 
do not forget to inspire people with a bit of 
humour and positive examples. I have never 
been afraid to take the next steps in my working 
positions, and to learn new things. 

My advice to women is: it is clearly important 
to actively show that you can contribute to both 
the company’s and clients’ development.

What challenges have you faced? And how 
have you overcome them?
Working with intellectual property is a positive 
challenge per se, as you need to keep updated 
on all new legislation, practice, and new 
technical development – independently of the 
technical or geographical area. I love these 
challenges and the opportunity to find new 
creative solutions for my clients.

One example is when you assist an SME that 
has limited budget but good ideas. You need to 
find a way to give the client the best combined 
protection in a cost-efficient way, in order to 
form a base for their business to expand. You 
need to educate both inventors and business 
leaders of the importance of good protection. 

My general advice, independent of which 
kind of contact you have at the other side of 
the table is: Never take a “no” or “perhaps” in a 
negative way, see it is a new positive possibility 
to create an alternative solution.

What would you consider to be your greatest 
achievement in your career so far?
The greatest achievement in my career is the 

Maria Zamkova: CEO, Partner 
and Head of Patent & Design 
Department at Fenix Legal

An interview: inspirations, experiences, and ideas for equality.
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- Donne Strickland (Canada), Physics 
2018, “for the method of generating 
high-intensity, ultra-short optical 
pulses.”

- Barbara McClintock (USA), Physiology or 
Medicine 1983,  “for her discovery of 
mobile genetic elements”

- Emmanuelle Charpentier (born in 
France, Affiliation at the time of the 
award: Max Planck Unit for the Science 
of Pathogens, Germany), Chemistry 
2020, “for the development of a method 
for genome editing.”

- Frances H. Arnold (USA), Chemistry 
2018, “for the directed evolution of 
enzymes.”

- Christiane Nüsslein-Volhard (Germany), 
Physiology or Medicine 1995, “for the 
discovery concerning the genetic control 
of early embryonic development.”

- Rita Levi-Montalcini (Italy), Physiology or 
Medicine 1986, “for the discovery of 
growth factors.”

- Françoise Barré-Sinoussi (France), 
Physiology or Medicine 2008, “for the 
discovery of human immunodeficiency 
virus.”

- Elizabeth H. Blackburn (born in Australia, 
Affiliation at the time of the award: 
University of California, USA) and Carol 
W. Greider (USA), Physiology or 
Medicine 2009, “for the discovery of 
how chromosomes are protected by 
telomeres and the enzyme telomerase.”

- Tu Youyou (China), Physiology or 
Medicine 2015, “for her discoveries 
concerning a novel therapy against 
Malaria.”

To summarize: there are creative women all 
around the world, we just need to get our voice 
heard and be duly recognized as important 
inventors, policy makers, business developers 
and leaders.

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector? 
It is an unavoidable process, and we can already 
today see lots of steps in the right direction. 
Women have to take the opportunity and not 
be shy but acknowledge their inventive qualities 
and convey these to decision makers. But, it is 
also a question of a generational change: the 
younger generation does not have the same 
limitations, and judges people on the basis of 
their individual knowledge and abilities, talent 
and performance rather than on the basis of 
gender, nationality or physical characteristics. 
The future is gender neutral and inventive.

company I have built, Fenix Legal, that has 
become well-known world-wide and offers 
full IP service based on our excellent staff 
consisting of patent and trademark attorneys, 
patent engineers, lawyers, business consultants 
and branding experts. I am proud each time a 
new global business or individual client, 
international organization or government contacts 
our specialists in order to get new protection, 
advice, creating IP policies, or feedback on 
legislation.

What are your future career aspirations? And 
how will you work to achieve them?
My aspirations are to meet all these new 
chances in IP which are now coming every day, 
consistently, and to adjust the business with 
even better result, as well as to meet all these 
new challengers. For that, I need to – and look 
forward to – be continuously updated and in 
line with all the new possibilities and services in 
our intellectual property business.

What changes would you like to see in the IP 
industry regarding equality and diversity in 
the next five years?
It is important to continue to encourage more 
women to take the leading positions in the IP 
industry.

It is well-known during history that innovative 
minds are equally presented independent of 
gender, nationality or age. In order to inspire 
women in IP, as well as to educate legislators 
and politicians, I strongly recommend and invite 
you to come to Stockholm, Sweden and there 
visit the Nobel Prize Museum in Old Town.

There, you can see good examples from the 
59 Nobel Prize Awards to women from all over 
the world (whereof Marie Curie, Poland/France, 
has been honored twice: in physics 1903 and in 
chemistry 1911).

Some of the other female Nobel Prize 
laureates are:

- Rosalyn Yalow (USA), Physiology or 
Medicine 1977, “for the development of 
radioimmunoassays of peptide hormones.”

- Dorothy Crowfoot Hodgkin (born in 
Egypt, Affiliation at the time of the 
award: University of Oxford, United 
Kingdom), Chemistry 1964, “for her 
determinations by X-ray techniques of 
the structures of important biochemical 
substances”

- Andrea Ghez (USA), Physics 2020, “for the 
discovery of a supermassive compact 
object at the centre of our galaxy.”

- May-Britt Moser (Norway), Physiology or 
Medicine 2014, “for the discovery of 
cells that constitute a positioning 
system in the brain.”
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Bird & Bird
Crowell & Moring
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IP Porta
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Belgium
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DORDA
Gassauer-Fleissner Rechtsanwälte GmbH 
GEISTWERT
Haffner & Keschmann
Salomonowitz Rechtsanwälte
Schoenherr
Schwarz Schönherr
Wiltschek Plasser
Wolf Theiss

Austria

Andreas Coucounis & Co LLC
Christodoulos G. Vassiliades & Co. LLC
Chrysostomides
Chrysses Demetriades & Co. LLC 
E & G Economides LLC
Harris Kyriakides 
IP Cyprus 
Koushos Korfiotis Papacharalambous LLC (KKP LLC)
Lellos P. Demetriades Law Office LLC
Michael Kyprianou & Co LLC 
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Bojinov & Bojinov
Boyanov & Co.
Djingov, Gouginski, Kyutchukov & Velichkov (DGKV)
Gugushev & Partners Law Office
Kambourov & Partners 
K TAHTADJIEV
Manev & Partners
Pavlov & Co
PETOŠEVI��
Tabakov, Tabakova & Partners

Bulgaria

SPACE TO FILL

Accura
Bech-Bruun
BUGGE VALENTIN
Gorrissen Federspiel
Horten
Kromann Reumert 
Lundgrens
Plesner
Plougmann Vingtoft 
Zacco

Denmark

AAA Legal Services
COBALT
Ellex Raidla
Eversheds Sutherland Ots & Co
HedmanLaw Firm 
INTELS 
KÄOSAAR
NJORD Law Firm 
Sorainen
TURVAJA OÜ

Estonia

SPACE TO FILL

ABELLO
Allen & Overy
Armengaud Guerlain
August Debouzy
Bird & Bird
Casalonga
DTMV Avocats
Gide Loyrette Nouel
Hoyng Rokh Monegier
Linklaters

France

Backström & Co
Berggren
Borenius
Castrén & Snellman 
Espatent
Hannes Snellman
Heinonen & Co
Papula-Nevinpat 
Roschier
Laine IP 

Finland
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Agency TRIA ROBIT
COBALT
Ellex Klavins
Eversheds Sutherland Bitāns
Kronbergs Čukste Levin
METIDA
PĒTERSONA PATENTS – AAA LAW
Sorainen
TGS Baltic
VILGERTS

Latvia

TPL60 rankings - Europe_v1.indd   51 06/06/2022   13:30

http://www.ktpatent.com
http://www.abp-ip.at     


52 THE PATENT LAWYER CTC Legal Media

THE UK & EUROPE PATENT RANKINGS 2022

TPL60 rankings - Europe_v1.indd   52 13/06/2022   15:50

TH
E
 U

K
 &

 E
U

R
O

P
E
 R

A
N

K
IN

G
S 2

0
2
2

53CTC Legal Media THE PATENT LAWYER

A & K Metaxopoulos & Partners
A.Papapanagiotou & Partners Law Firm
Ballas, Pelecanos & Associates 
HP&P | Dr Helen G. Papaconstantinou and Partners
Drakopoulos
Kyriakides Georgopoulos Law Firm
Patrinos & Kilimiris
Tsibanoulis & Partners
Tsimikalis Kalonarou
Vayanos Kostopoulos

Greece

Bird & Bird
BonelliErede 
Buzzi, Notaro & Antonielli d’Oulx
GLP 
Hogan Lovells
IP Law Galli
Jacobacci & Partners
Martini Manna
Modiano & Partners
Trevisan & Cuonzo

Italy

Established 1920

2, Coumbari Str., Kolonaki, 10674 Athens, Greece 
T:  +30 210 3626624 • F: +30 210 3626742 
E: mail@hplaw.biz • W: www.hplawfi rm.com

• Patents
• Utility Models
• SPC’s
• Plant Breeders’ Rights
• Trademarks
• Designs
• Copyright
• Anti-Counterfeiting 
 & Anti-Piracy
• Litigation
• Licensing
• Franchising

• Commercial and 
 Corporate Services
• Internet
• E-Commerce 
 and Domain Names
• Competition Law
• Advertising /
 Consumer Protection
• Foreign Jurisdictions
• Consultancy

Via L. Manara 13
20122 MILANO

+39 02 54120878
glp.mi@glp.eu

V.le Europa Unita 171
33100 UDINE

+39 0432 506388
glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA 

+39 051 328365
glp.bo@glp.eu

PERUGIA · ZÜRICH
SAN MARINO

glp.eu

Pushing
forward

the world’s
greatest

innovators.Patents
Trademarks
Designs

Legal Actions & Contracts
Online Brand Protection
IP Strategy

Your European
IP Partner
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Baker McKenzie
Bird & Bird
Čermák a Spol
CMS
HAVEL & PARTNERS
KOREJZOVA LEGAL 
PATENTSERVIS 
 Rott, Růžička & Guttmann
Traplová, Hakr, Kubát
Všetečka Zelený Švorčík and Partners

Czech Republic

AAA Law
COBALT
Ellex Valiunas
Eversheds Saladžius (Eversheds Sutherland)
LEADELL 
METIDA
Sorainen
TGS Baltic
TRINITI JUREX 
WINT

Lithuania
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www.preubohlig.de

Excellence is 
in the details.
This is Preu Bohlig

Since 1959 we are one of the most renow-

and pharmaceutical law.  

Munich, Berlin, Düsseldorf, Hamburg and 

and utilize our worldwide network.

IP services in Hungary  
and in the region 

Patent litigation 

Trademark litigation 

Full scope of legal services in life 
sciences and IT 

Advising in technology transfers 
and transactions

Read more: https://germus.hu/en/patent-lawyer

A T T O R N E Y S  A T  L A W
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Bardehle Pagenberg
Boehmert & Boehmert
Eisenführ Speiser 
Grünecker
Hoffmann Eitle
Hogan Lovells
Kuhnen & Wacker 
Meissner Bolte 
Preu Bohlig
VOSSIUS

Germany

Bird & Bird
CMS
Danubia
Dentons 
Germus & Partners 
Gödölle, Kékes, Mészáros & Szabó
Kovári Patent and Trademark Attorneys 
Lakatos, Köves és Társai Ügyvédi Iroda
SBGK
Szecskay Attorneys at Law 

Hungary
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PROTECTING
INVENTIONS
WE HELP
TO CHANGE 
THE WORLD

www.jwp-poland.com
JWP PATENT & TRADEMARK ATTORNEYS 

YOUR IP
PARTNER

IN POLAND

office@traple.pl

www.traple.pl

Full-service law firm

SPACE TO FILL

Allen & Overy
Arendt
C Law
Clifford Chance
Decker & Braun
Elvinger Hoss Prussen
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Résumés
Dr. Tatiana Vakhnina, 
Senior Partner & Founder
Dr. Tatiana Vakhnina is a Senior Partner 
and founder of Vakhnina and Partners, 
Eurasian Patent Attorney, Patent and 
Trademark Attorney of the Russian 
Federation with extensive experience in 
IP since the 1970s. 

Dr. Vakhnina is one of the first 
registered Eurasian Patent Attorneys with 
reg. No. 38. 

Dr. Vakhnina is an Honorary Advocate 
of the Russian Federation, an active 
member of a number of Russian and 
International IP Organizations and of the 
professional community of Patent 
Attorneys in Russia.

Dr. Alexey Vakhnin, 
Partner and Managing Director 
Dr. Alexey Vakhnin is a co-Founder of the 
Firm, Partner and Managing Director of 
Vakhnina and Partners. He is a Eurasian 
Patent Attorney, Patent and Trademark 
Attorney of the Russian Federation, with 
extensive experience in IP since the 1990s.

Dr. Vakhnin is a member of INTA, 
FICPI, AIPPI, LES Russia/LESI, PTMG, 
ECTA etc.

Having a PhD in Medicine 
(Biochemistry and Immunology), while 
working on patent matters, Alexey 
specializes in Medicine, Biotechnology, 
Biochemistry, Pharmacology, 
Pharmaceuticals
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During International IP Week, Dr. Grigory 
Ivliev, President of the EAPO, held a 
meeting with Eurasian Patent Attorneys 

from countries members of EAPO convention.
The President of the EAPO announced the 

latest developments in the Organization and 
shared news with the participants of the meeting. 

Future plans to introduce Eurasian 
Trademarks (EATM) were also discussed at the 
meeting as well as important improvements 
and extensions of procedures of Eurasian 
Designs prosecution and registration. It was 
also stated that new countries of the Eurasian 
region would soon join the Eurasian Designs 
Protocol.

Dr. Alexey Vakhnin, Eurasian Patent Attorney, 
participated in the meeting at the EAPO and 
prepared a summary of the latest news for The 
Patent Lawyer magazine.

1. Increase of EAPO official fees
Beginning July 1st, 2022, the EAPO will 
increase official fees for a majority of legal 
actions. On average, the official fees are being 
increased by 25-30%. For example, after the 

Dr. Tatiana Vakhnina

Dr. Alexey Vakhnin

Résumés
Dr. Tatiana Vakhnina, 
Senior Partner & Founder
Dr. Tatiana Vakhnina is a Senior Partner 
and founder of Vakhnina and Partners

Jurisdictional Briefing, 
Russia: a brief summary of the 

news of the Eurasian Patent 
Organization (EAPO)

Dr. Tatiana Vakhnina & Dr. Alexey Vakhnin 
of Vakhnina & Partners discuss the 
increase of official fees; new countries 
to join the EAPO protocol on Eurasian 
Designs; implementation of fully 
electronic and paperless proceedings 
following the recent EAPO meeting.
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increase the basic official fee for filing a patent 
application will amount to approximately 510 
EUR; the basic official fee for substantive 
examination will amount to around 590 EUR, 
and the basic issue fee will amount to 
approximately 365 EUR.

Therefore if an Applicant considers filing a new 
Eurasian patent application, or if the Applicant 
already has applications with EAPO, paying 
pending official fees before July 1st will allow the 
Applicant to significantly save on costs.

Eurasian Patent Attorneys at Vakhnina and 
Partners are ready to assist applicants to 
attend to necessary proceedings of existing or 
new Eurasian patent applications.

2. Eurasian Designs Protocol is already in 
effect and new countries continue to join the 
Protocol
The recent introduction of Eurasian Designs at 
the EAPO allowed the Applicants to facilitate 
and improve protection of their IP rights in the 
countries of the Eurasian region.

In addition to countries already ratified EAPO 
Designs Protocol, the Republic of Belarus recently 
joined the Protocol. It is expected that in the 
nearest future the EAPO will become a member 
of the Hague convention after all the formalities 
with the countries-members are settled.

At the moment the Eurasian Designs 
Protocol was ratified by seven countries: 
Armenia, Azerbaijan, Belarus, Kazakhstan, 
Kyrgyzstan, Russia, and Tajikistan. 

It is also believed that Turkmenistan will join and 
ratify the Design Protocol in the nearest future.

An overview of Eurasian Designs: 
One Eurasian Design application may comprise 
up to 100 industrial designs which refer to the 
same Locarno class.

The procedure of granting a Eurasian patent 
is much simpler than in the Russian Patent and 
Trademark Office, and in case of absence of 
objections from third persons the term of 
registration may take around four-to-six 
months.

Besides, the additional advantage for 
choosing the Eurasian Design System is 
the fact that at the filing of an 
application with National Patent 
Offices it is usually necessary to 
draft and file separate applications 
for each version of an article due 
to the industrial design unity 
requirement which increases the 
prosecution costs. However it is not required in 
EAPO design regulations, and an Applicant may 
file a single application comprising several 
designs referring to the same class, thus 
reducing the prosecution costs.

It is also worth mentioning that appeals 
against the granting of a patent may be filed 
by national Patent Offices of countries-
members of the Protocol, and disputes 
regarding possible infringement of IP rights 
can be regulated by the mediation procedures.

3. With the introduction of EAPO Designs 
and paperless proceedings, applicants 
are becoming more active; the first fully 
electronic patent for a design is granted to 
The Gillette Company LLC (US)
The applicants considering registration of Eurasian 
Designs are becoming more active now, and with 
the transformation of prosecution procedures at 
EAPO to fully paperless, the efficiency of the 
proceedings significantly improves.

Beginning of May 1st, 2022, EAPO ceased 
paper prosecution and announced that even 
the patent certificates will be issued in 
electronic form.

The very first Eurasian Design Patent Owner 
in electronic form became an American 
corporation The Gillette Company LLC (US).

The electronic patent certificate was issued 
on the very first day when the updated 
procedure came into effect. The Gillette, one of 
the world’s leaders of safety razors production 
and other personal care products, received a 
design patent for their razor handle; its design 
now is protected in the territory of five countries 
where the protection is requested by the 
Applicant: Armenia, Azerbaijan, Kazakhstan, 
Kyrgyzstan, and Russia.

This Eurasian Design application was filed to 
EAPO on November 23rd, 2021, and just five 
months later the patent was granted.

With extensive experience in IP since the 
1970s, Russian and Eurasian Patent Attorneys 
at Vakhnina and Partners will be pleased to 
assist applicants with patent and design filings 
and prosecution at the EAPO and RUPTO.

An 
Applicant 
may file 
a single 
application 
comprising 
several 
designs 
referring to 
the same 
class, thus 
reducing 
the 
prosecution 
costs.
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A new wave of patentable subject matter 
has arrived - artificial intelligence (AI) 
based inventions - and the financial 

sector should be paying attention. AI 
technologies are defined by the U.S. National 
Institute of Standards and Technology (NIST), as 
systems comprising “software and/or hardware 

that can learn to solve complex problems, make 
predictions or undertake tasks that require 
human-like sensing (such as vision, speech, 
and touch), perception, cognition, planning, 
learning, communication, or physical action.”1 
The financial sector is using and investing in AI 
technologies to improve operation, efficiency, 
and security. J.P. Morgan Chase, for example, 
opened an AI lab to fully capitalize on 
AI.2  Applications of AI and machine learning 
technologies range from chatbot assistants to 
fraud detection and security to actual asset 
management. Some recent applications of 
these financial AI-based technologies include:

Are artificial intelligence 
technologies a game 
changer for patents 
in finance?

David McCombs, Eugene Goryunov, Dina Blikshteyn & Nicolette Nunez of 
Haynes & Boone evaluate the progression of AI in the finance space and 
express key reasons to patent these new technologies. 

1 https://www.uspto.gov/

sites/default/files/

documents/OCE-DH-AI.

pdf
2 https://www.jpmorgan.

com/technology/artificial-

intelligence/initiatives/

explainable-ai-center-of-

excellence; 
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patterns in 
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captured by 
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models.
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Bank International11 resulted in many financial 
services patents being invalid for being directed 
to non-patentable subject matter.12  As a result 
of Alice, the number of patent related litigations 
in the financial space and the number of patents 
sought by the financial sector has plummeted.  

Today, the financial sector is investing in AI-
based financial technologies. Only some banks, 
however, are investing in intellectual property 
protections for their AI. Bank of America, for 
example, was granted 227 patents in the first six 
months of 2021 with about 40% of the patents 
relating to artificial intelligence or machine 
learning.13  AI inventions are not only patentable, 
but the United States Patent & Trademark Office 
(USPTO) has indicated that AI inventions have 
the potential to “be as revolutionary as electricity 
or the semiconductor.” In October 2020, the 
USPTO published a report highlighting the 
importance and benefits of AI-based inventions 
as well as the growth in AI-based patents across 
all sectors. In listing the “Top 30 U.S. AI patent 
owners-at-grant” between 1976–2018, the 
report indicated that only one financial 
institution, Bank of America, is among the top 
30.14s    

It makes sense for the financial sector to 
invest in patents that cover their AI technologies. 
The financial sector is heavily investing in AI 
technologies. The AI technologies appear to be 
patent eligible and patentable. The uptick in the 
number of AI patent applications that are being 
filed, the USPTO’s interest in AI, and investment 
in hiring and training AI savvy patent examiners 
means that many AI patents will be granted in 
the next several years. Moreover, since many of 
the AI technologies are new, the AI patents can 
be rather broad. In the future, almost certainly 
the AI technologies created and used by banks 
and other financial institutions will again be 
targeted for patent-related litigation from non-
practicing entities and patent trolls. Further, 
FinTech companies and other non-financial 
companies are entering the financial services 
space with their blockchain and digital wallet 
products. Those companies already have 
extensive patent portfolios placing the financial 
sector at a disadvantage in litigation and 
licensing. Investing in patents in the AI space 
may reduce the amount of patent litigation, 
result in favorable settlement terms and cross 
licensing fees. In this new age of patentable AI 
technology, it is imperative that the finance 
sector take steps to not only improve its 
operations, but also takes the legal steps 
necessary to protect their investments in the AI 
space.  

3 https://acquire.io/blog/use-cases-chatbots-

banking/#:~:text=Banks%20like%20ATB%20

Financial%20and,question%20variations%20by%20

mid%2D2019.
4 https://www.businessinsider.com/ai-in-finance
5 https://www.kensho.com/about
6 https://saphyre.com/j-p-morgan-and-blackrock-

leverage-saphyres-ai-technology-to-automate-

account-opening-for-securities-services/
7 https://www.oecd-ilibrary.org/sites/39b6299a-en/

index.html?itemId=/content/component/39b6299a-

en#back-endnotea2z3
8 https://scholarship.law.upenn.edu/cgi/viewcontent.

cgi?article=1466&context=jbl pg. 433
9 https://scholarship.law.upenn.edu/cgi/viewcontent.

cgi?article=1466&context=jbl at 473
10 Id. at 473.
11 https://www.supremecourt.gov/opinions/13pdf/13-

298_7lh8.pdf
12 https://www.rpxcorp.com/data-byte/alice-

challenges-succeed-most-often-in-financial-

services-litigation/
13 https://www.bloomberg.com/news/

articles/2021-08-19/bofa-gets-record-patents-as-

lender-focuses-on-machine-learning
14 Figure 6: Top 30 U.S. AI patent owners-at-grant, 

1976–2018
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AI IN FINANCE

prevent security breaches that expose 
customer data and prevent payment 
fraud.

• Trading - Kensho, which operates an 
AI lab on Harvard’s campus creates 
AI-based trading technologies. AI 
trading technologies analyze data 
patterns in real time and capture 
trading opportunities and stock 
pricing forecasts that may not be 
captured by traditional statistical 
models. These technologies are used 
by some of the world’s leading 
financial institutions, including 
Goldman Sachs, Bank of America, 
Merrill Lynch and J.P. Morgan Chase.5

• Account Opening - J.P. Morgan Chase 
and Blackrock use AI technologies to 
automate account opening for 
securities financial services.6  These AI 
technologies use natural language 
processing techniques to digitize 
existing and cumbersome paper 
processed required to open financial 
accounts. 

• Asset Management - AI also has the 
potential to efficiently improve 
operational workflow “by reducing 
back-office costs of investment 
managers, automating reconciliations 
and increasing the speed of 
operations, ultimately reducing 
friction (direct and indirect transaction 
costs) and enhancing overall 
performance by reducing noise 
(irrelevant features and information) in 
decision-making.”7

Even though the financial sector has been 
implementing AI-based technologies in day-to-
day business, they have only recently begun to 
protect these technologies through patents. 
Historically the financial sector had invested in 
patents and other intellectual property and 
were involved in an explosive amount of patent 
litigation.8 For example, 47 patents were issued 
to J.P. Morgan Chase Co. in 2008, a number that 
rose to 84 patents in 2010.c Also, many banks 
with exception of State Street had applied for 
and increased their patent portfolio between 
2007 and 2012.10

Why did the financial sector make a strategic 
decision to move away from investing in 
patents? Many of the financial services patents 
cover business method technologies that claim 
a particular way of doing business. In 2014, the 
Supreme Court’s decision in Alice Corp. v. CLS 

• Chatbots – Many banks have invested 
in AI chatbots. AI chatbots provide 
24/7 customer interactions and 
personalized banking management. 
Advances in natural language 
processing made AI chatbots appear 
more human and emulate human 
conversation. Bank of America, for 
example, debuted the chatbot “Erica” 
in 2018, who serves over 10 million 
Bank of America customers and has 
quite an English language 
understanding for a machine.3

• Cybersecurity and Fraud detection – 
J.P. Morgan Chase uses AI based fraud 
detecting applications to detect fraud 
patterns. Details of credit card 
transactions are sent to data centers 
and are processed by AI. The AI 
decides whether the transactions are 
fraudulent, often in real-time. As a 
result, “Chase’s high scores in both 
Security and Reliability—largely 
bolstered by its use of AI.”4  Goldman 
Sachs uses anomaly detection and 
machine learning to identify 
anomalous patterns and combat 
cyber-attacks. These AI technologies 

Résumés
David L. McCombs is primary counsel 
for many leading corporations in inter 
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Despite the uncertain environment that 
characterized much of the last few 
years as the world grappled with a 

global pandemic, patent applications continue 
to be on the rise with steady year over year 
growth.1 These increases can be found across 
the spectrum and have been reflected in the 
life-sciences field as well. Life science patents 
are a critical part of the global patenting 
ecosystem and represent 27.8% of all the patents 
filed from 2014-2019.2 In addition, during the 
same period of time, life science patents grew 
at an average of 5.1%. Life science patents 
encompass subject matter including drugs, 
biological research assay tools, medical devices, 
agricultural products, biofuels, food, cosmetics 
and more. 

While the explosion of technology-driven 
life science innovation is exciting, it has 
simultaneously yielded challenges for owners 
and practitioners. For life science inventions, 
global patent eligibility laws are among the 
most confusing and challenging to follow. As an 
example, when trying to protect an invention 
globally, abstract ideas, laws of nature, and 
natural phenomena, may be rendered ineligible 
in some countries but not others. 

No “one size fits all” approach 
to SME
As a general rule, there is no “one size fits all” 
approach to subject matter eligibility (SME). It 
varies between jurisdictions, with different laws 
for filing and enforcing patents in addition to 
determining eligibility. SME in the life sciences 
is particularly complex in that so many different 
aspects must be considered including, but not 
limited to, the product itself, the manufacturing 
process, the method of use for the product, 

whether the patent demonstrates a new use of 
the product, the treatment method, the diagnosis
method, whether it is a naturally occurring 
substance, a modified form of existing compounds
or recombinant cells. All of these aspects and 
the laws relating to them are developing and 
changing in jurisdictions across the globe 
making it increasingly difficult to keep up.   

In India, for example, according to Durgesh 
Mukharya of K&S, “claims on new uses, medical 
treatment, and naturally occurring substances 
are non-negotiable when it comes to subject 
matter eligibility. For diagnostic methods, in 
vitro limitations have become handy, and some 
examiners find those acceptable. For all other 
kinds of claims, technical advancement by way 
of comparative data against the closest prior 
arts/known substances is key to overcoming 
inventive step and subject matter eligibility 
objections.” In Australia, according to Dr. Toby 
Thompson of Griffith Hack, the “diagnostic 
methods that involve the practical application of 
natural phenomena are usually allowable.  The 
situation may be different in some other 
countries, and so during the patent drafting 
process, it is important to build in flexibility, 
allowing tailoring of claims later on during 
prosecution locally and overseas to meet those 
different requirements.” In Canada, second use 
applications are particularly problematic and in 
China, exceptions to SME include patents for 
methods for the diagnosis or treatment of 
diseases, and animal or plant varieties.  In 
Europe,3 the EPC excludes from patentability 
several exceptions in the field of medicine, 
including “methods for treatment of the human 
or animal body by surgery or therapy” and 
“diagnostic methods practiced on the human or 
animal body.”

Keep up with your IP – 
a global look at filing 
life sciences patents 

Daniel Tjoernelund

Sharon Meyer

FILING LIFE SCIENCES PATENTS 

Daniel Tjoernelund and Sharon Meyer of Azami Global evaluate the filing 
process for life sciences patents with advice for protecting inventions on a 
global scale.

1 WIPO (2021). World 
Intellectual Property 
Indicators 2021. Geneva: 
World Intellectual Property 
Organization. Page 8.

2 WIPO (2021). World 
Intellectual Property 
Indicators 2021. Geneva: 
World Intellectual Property 
Organization. Page 43.

3 https://english.cnipa.gov.
cn/

4 https://www.epo.org/
law-practice/case-
law-appeals/recent/
t050666eu1.html
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The list goes on and on in 
each country, demonstrating 
these varying rules and making it 

clear that a key question before 
drafting any application is where 
protection will be sought. Based on 

the answer, the approach can be 
adjusted accordingly. 

SME Complexities in Life 
Sciences Technologies 

Complexities are evident in many sub-
categories of life science technologies. 

For example, in the sub-category of 
diagnostics, methods that involve only 

data acquisition and do not lead to a 
particular clinical diagnosis can be eligible 

for patent, such as a method of determining 
ear temperature or a method of using 

magnetic resonance imaging techniques on 
an artery. This is the case in the United States. 
In Europe, other diagnostic-related inventions 

that are eligible for patent include methods in 
which steps of a “technical nature” that lead to a 
diagnosis are carried out without any interaction 
with the human body. For example, a method 
for diagnosing predisposition for breast cancer, 
by looking for a mutation in a specific gene in a 
tissue sample taken from a subject, was patent-
eligible because the steps were carried out in 
vitro and not directly on the subject.4

Other complexities are evident in naturally 
occurring products existing in their natural form. 
Most countries claim that such products would 
not qualify as patent-eligible subject matter. 
However, some jurisdictions make allowances 
for patenting naturally occurring products if 
they have been isolated from their natural 
environment. For example, in Japan and Korea, 
if naturally occurring substances are artificially 
isolated from their environment, they can be 
patent-eligible.

Résumés
Sharon Meyer, Managing Director
Sharon is an IP attorney and a 25 year 
technology executive with the most 
recent 10 years focused on building 
technology solutions for the IP industry. 

Daniel Tjoernelund, Chief Revenue 
Office
Daniel has spent the past two decades 
helping fast-growing businesses connect 
with customers and partners around the 
globe, and helping Azami strengthen its 
member-first culture. 

When trying 
to protect 
an invention 
globally, 
abstract ideas, 
laws of nature, 
and natural 
phenomena, 
may be 
rendered 
ineligible 
in some 
countries 
but not 
others.

”

“
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”

“In Canada, 
second use 
applications 
are 
particularly 
problematic 
and in China, 
exceptions to 
SME include 
patents for 
methods for 
the diagnosis 
or treatment 
of diseases, 
and animal 
or plant 
varieties.

Contact
Azami Global  
82 Nassau St #60492
New York, NY 10038. US
Tel: +1.212.584.2320
info@azamiglobal.com
www.azamiglobal.com

FILING LIFE SCIENCES PATENTS 

navigating the nuances and demands of the 
local patent process.

Azami Global is the world’s largest global 
IP services network, providing law firms and 
corporations with tech-enabled, high-quality, 
streamlined services supported by an 
international network of IP professionals. 

“Since its inception, Azami Global has carefully 
vetted, recruited, and tested highly specialized 
life science patent attorneys. Over the years, we 
have invested in this niche market and formed a 
“dream team” that handles some of the most 
interesting, complex, and enriching subject 
matter and inventions. Through our network, this 
global team of distinguished life science experts 
work together seamlessly to enable their clients 
to expand and protect their international 
presence” - Lauren Pick, Co-CEO Azami Global.

To learn more about best practices for 
ensuring SME and optimizing your global IP 
assets, contact Azami Global at info@
azamiglobal.com.

Tips for overcoming SME 
rejections
In the life sciences field, most SME rejections 
can be overcome by incorporating some key 
adjustments at the drafting stage. Aspiring patent 
owners and patent practitioners should ask 
themselves the following questions:

• What are the jurisdictions where I will 
seek protection? 

• What local nuances or SME rules am I 
likely to face?
o Is the innovation a natural occurring 

substance?
o Is there a technical nature?
o Is the innovation a therapeutic, 

surgical, or diagnostic method?
o Is this a second use patent?

• What changes should I make to my 
application to address the likely 
challenges in some jurisdictions and 
ensure better coverage? 

Need for a global network of 
experts
Over the last decade, innovation processes 
have become less focused on individual firms 
and more dependent on interactions among 
global networks. Shifts in the legal and regulatory 
framework of patents have resulted in wider 
spheres of patentable subject matter. Companies 
bringing their healthcare and life science 
innovations to the far reaches of the world need 
trustworthy partners who can assist them in 
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Naturally, as with all things that tend 
to evolve, progress in both computer 
and medical science is driven by the 
need to create more efficient and 
timely diagnoses.

”

“

The development of medical devices has 
rapidly increased in the last century, not 
only in the creation of protectable 

pharmaceutical compounds, but also in the 
materialization of devices either for the 
diagnosis or treatment of medical conditions. 

In fact, 2021 marked 100 years from the 
discovery of insulin, which was the first 
medication to treat diabetes, and since then, 
several devices have been developed around 
its diagnosis and timely treatment, beginning 
with specialized disposable glass syringes, to 
the first generation of insulin pens, glucose 
monitors, smart pumps, and now devices which 
allow for automatic continuous readings to 
predict glucose levels and administer insulin 
timely, most of which have been properly 
patented. 

The case of diabetes-related devises is only 
one of very many that have risen in the last 
century, but which at this point of technological 
application, are achievable as a consequence of 
a parallel evolution of computer science and its 
application into medical science. 

In 1950 the British mathematician Adam 
Touring proposed the question “can machines 
think?”, in his famous paper Computing 
Machinery and Intelligence, concluding that 
“We may hope that machines will eventually 
compete with men in all purely intellectual 
fields.  This process could follow the normal 
teaching of a child. Things would be pointed out 
and named, etc.” This led to the idea that 
Artificial Intelligence should be better 
researched and developed through the 
programming of computers instead of building 
machines.

It is safe to say that as of today, and after 
thorough development of Artificial Intelligence 

Patentability: Artificial 
Intelligence in medical 
devices in Mexico

Efrain Olmedo and José Pablo Pérez Zea of Santamarina + Steta examine 
the rapid development of AI and its application and use in the medical field, 
evaluating the patentability of these inventions under Mexican law. 

Efrain Olmedo 

José Pablo Pérez Zea 

and Machine Learning in the past 70 years, 
people still do better than computers when 
solving some problems, it only shows that as 
with the proper teaching of children, the 
program designer may lack understanding of 
the intellectual mechanisms needed to 
efficiently resolve a specific problem. Here it is 
important to underline that the framing of 
problems in the creation of an Artificial 
Intelligence is presented in the form of a neural 
network materialized in a computer program.

In this regard, the framing of problems is 
specific, and it is clear that as with any other 
problem the diagnosis and treatment of medical 
conditions is possible thanks to the accumulated 
knowledge that is generated from the 
observation of medical conditions and their 
treatment. Naturally, as with all things that tend 
to evolve, progress in both computer and 
medical science is driven by the need to create 
more efficient and timely diagnoses. 

We must not leave aside that both the 
purpose of treatment and diagnosis in medicine 
is to solve a specific problem related to human 
health, in that regard such activity seeks no 
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AI MEDICAL DEVICES IN MEXICO

other thing than the satisfaction of concrete 
human needs, which is precisely the description 
of an invention under Mexican IP Law. On 
another note, Artificial Intelligence can be 
synthetized as the science and engineering of 
making intelligent machines, especially, 
intelligent computer programs1, through the 
combination of computer science and robust 
datasets that facilitate solving problems.

Therefore, under Mexican IP Law, both 
methods of treatment and Artificial Intelligence 
materialized as a mathematical method, or a 
computer program are individually non-
patentable subject matter. In the case of 
medical therapeutic methods, there is an 
express bar for its patent protection, and in the 
case of mathematical methods and computer 
programs, simply because they are not 
considered inventions. 

It is understood that the reason why some 
elements have been barred from patentability 
as they constitute essential or basic concepts or 
objects required for scientific and technological 
advancement and therefore it makes sense that 
they cannot be used exclusively by only one 
person.

Nonetheless, Artificial Intelligence, even 
when materialized on a computer program, for 
its existence requires the development of neural 
networks based on sigmoid neurons, framed 
according to a clear understanding of the 
intellectual mechanisms needed to efficiently 
resolve the specific problem. Therefore, the 
framing during the programming of the 
intellectual mechanisms required to resolve the 
problems are not necessarily the basic tools 
required for scientific and technological 
advancement, but the consequence of a 
thorough study which facilitates the process of 
comparative learning to make adequate 
determinations.

Artificial Intelligence 
tools are tireless, and 
they are scalable 
across thousands of 
computers.

”

“

Résumés
Efraín Olmedo V., Counsel 
Efraín has more than nine years of professional experience. 
Throughout his career, he has specialized in intellectual property 
litigation and consulting, representing both plaintiffs and defendants 
on infringement, revocation and nullity proceedings of trademark, 
patent, design and copyright registrations, and their appeals. He also 
represents clients in the entertainment industry in negotiations, 
obtaining rights and licensing. Likewise, he develops technical and 
legal structures for the protection of trade secrets, and personal data 
for its effective monetization.
He earned his law degree from Universidad Nacional Autónoma de 
México, LL.M. from University of Michigan, USA, and Diploma in 
International Commercial Arbitration from Escuela Libre de Derecho – 
ICC México. Efraín has been recognized as a Rising Star by Legal 500.
Author email: eolmedo@s-s.mx
 
José Pablo Pérez Zea, Partner
José Pablo has over 34 years of professional experience protecting 
intellectual property rights, including advising national and 
international companies on franchising and licensing.
He also specializes in patent and trademark prosecution; copyright, 
unfair competition and plant variety matters, among others.
He earned his law degree and a Postgraduate Degree in Intellectual 
Property from the Universidad Anahuac Mexico Norte, in Mexico. 
He is a member of the International Trademark Association (INTA); the 
Fédération Internationale des Conseils en Propriété Industrielle (FICPI); 
the Mexican Association of Intellectual Property (AMPPI); the 
International Association for the Protection of Intellectual Property 
(AIPPI); and the Inter-American Association of Industrial Property 
(ASIPI). Jose Pablo has been recognized by Chambers and Partners, 
Legal 500 and Best Lawyers.
Author email: jperez@s-s.mx

1 McCarty, John. What is Artificial intelligence. Stanford 

University Computer Science Department. November 

24, 2004.
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”

Regardless, under the previous Mexican IP 
Law, the aforementioned reasoning to support 
the patentability of Artificial Intelligence would 
have been irrelevant, as it would have been 
necessarily materialized as a computer 
program, which would be statutorily barred 
from patent protection. 

With the new IP Law nonetheless, which 
entered into force in November 2020, even 
when computer programs are still barred from 
patent protection, they are only barred if they 
are presented as the only subject over which 
protection is sought for. 

A new line was added to the end of article 47, 
previously article 19, which lists all the elements 
which cannot be considered inventions.  This 
line states that “none of the subject matter 
previously listed will be considered an invention 
when the application exclusively claims it on its 
own.”

Consequently, what must be understood 
from this new provision is that when a computer 
program or a mathematical problem is not on its 
own the subject matter over which patent 
protection is sought, then it’s possible for it to be 
considered part of an invention, and therefore 
protectable.

Considering the above, it is of great 
importance to take into consideration that in the 
Artificial Intelligence neural network, the 
relevant information and learnings will be fed to 
the network’s input layer, and later make 
determinations following its weights and 
corrections which will be issued through the 
output layer of the network.

Artificial Intelligence tools are tireless, and 
they are scalable across thousands of 
computers, too. AI tools can be used to separate 
sets of data on an as-needed basis, and multiple 
sets of AI tools can be deployed to identify 
either anomalous or simultaneous patterns and 
display them to human operators for 
interpretation and action. One interesting 
application being developed and deployed at 
Stanford is using NLP tools to analyze 
retrospective pharmaceutical drug research 
and clinical records to identify new drug 
application patterns and opportunities2. 

Therefore, when dealing with Artificial 
Intelligence or Machine Learning medical 
devices for treatment or diagnosis, the 
argument that such elements are not the sole 
element for which protection is sought for, but 
that instead are associated with the hardware 
from which they receive their input or provide 
their output, or even react to provide treatment 
to the patient, makes their chances to be 
considered parts of an invention quite clear. 

It must be considered tough that relevant 
details of the neural network and its relation to 

the hardware must be disclosed, in order to 
comply with other patentability requirements. It 
is true that the amount of knowledge that can 
be gathered through Artificial intelligence and 
Machine Learning devices in the medical realm 
will be of great use for treating disease more 
efficiently.

Naturally, allowing and acknowledging 
patentability of these sorts of devices will fulfil 
basic principles of the IP Protection system, this 
being a stimulus for the development and 
advancement of knowledge and technology in 
exchange for an economic right materialized on 
the right to use such technology exclusively.  It 
could also be argued that the development of 
this technology has survived and actually 
flourish even without traditional IP protection for 
its core elements, as has happened with other 
industries such as fintech; nonetheless, it would 
be desirable that the IP protection system 
would be able to adapt and catch up with the 
pace and needs of technology developers. 
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Contact
Santamarina + Seta
Campos Elíseos 345, 2nd and 3rd floors, 
Chapultepec Polanco, 11560 Miguel 
Hidalgo, México City, Mexico
Tel: +52 55 5279 5400
www.santamarinasteta.mx

It is true 
that the 
amount of 
knowledge 
that can be 
gathered 
through 
Artificial 
intelligence 
and Machine 
Learning 
devices in 
the medical 
realm will 
be of great 
use for 
treating 
disease 
more 
efficiently.

“

2 Sloane Elliot, and Silva Ricardo. Artificial Intelligence 

in medical devices and clinical decision support 

systems.  CLINICAL ENGINEERING HANDBOOK, 

P. 556-568. Academic Press, Second Edition, 2020
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”

It comprises 
an analysis 
of the ethical, 
societal and 
fundamental 
rights 
implications 
of genome 
editing 
applications 
in humans, 
animals and 
plants.

“ the Commission with independent advice 
based on ethics and European values, i.e., they 
integrate ethics at the international, inter-
institutional and Commission levels.7  Under the 
auspices of the EGE, 27 National Ethics Councils 
in the EU operate. Currently, the EGE is engaged 
predominantly with issues related to COVID-19, 
genome editing, artificial intelligence and the 
future of work.8  

The EGE´s last statement, “Values for the 
future: the role of ethics in European and global 
governance”, was issued in May 2021 and 
published in June 2021.9 It underlines the 
inseparable connection between ethics and 
fundamental rights, democracy and the rule of 
law and confidently proclaims “Values and 
ethics are no limit or obstacle to innovation and 
change.”10 The laic public is to be engaged via 
participatory policy making, the European 
society is ”made up by people who depend on 
each other, and not by atomistic individuals that 
are best served if left to their own devices. Such 
ethics are pro-active and address issues at an 
early stage of innovation when ethical 
considerations can still make a real difference.”11 

However, it would be remiss and naïve to 
believe that in the EU there prevails a clear 
consensus about the content, interpretation and 
application of public ordre or morality. Indeed, 
this last EGE statement admits “reasonable 
disagreement and value pluralism”. 

Even more specifically to the Biotech 
Directive, the EGE has published its Opinion on 
Ethics of Genome Editing in March 2021. It 
comprises an analysis of the ethical, societal 
and fundamental rights implications of genome 
editing applications in humans, animals and 
plants and recommends distinguishing 
between therapy, prevention and enhancement. 
Despite the autonomous approach of the 
Commission and the depth of analysis and 

reproducing itself or being reproduced in a 
biological system (Art. 2 (1a)), while a biological 
process is understood as a process for the 
production of plants and animals if it consists 
entirely of natural phenomena such as crossing 
or selection.4

Already its preamble proclamations explicitly 
address ordre public and morality (points 36-
40). However, the decisive binding wording is 
included directly in the body of the Biotech 
Directive, namely “Inventions shall be 
considered unpatentable where their 
commercial exploitation would be contrary to 
ordre public or morality; however, exploitation 
shall not be deemed to be so contrary merely 
because it is prohibited by law or regulation” 
(Art. 6(1)). A demonstrative list follows indicating 
four categories considered not patentable per 
se – a) processes for cloning human beings; b) 
processes for modifying the germ line genetic 
identity of human beings; c) uses of human 
embryos for industrial or commercial purposes; 
d) processes for modifying the genetic identity 
of animals (Art. 6(2)). 

The Commission has closely monitored the 
implementation, progress and challenges in the 
EU member states regarding the Biotech 
Directive. In March 2015, the Enlarged Board of 
Appeal of the European Patent Office decided 
that products derived from essentially biological 
processes might be patentable, even if the 
process used to obtain the product (i.e. selecting 
and crossing the plants) is essentially biological 
and thus not patentable.5 In November 2016, the 
Commission reacted by issuing 2016/C 411/03 
Notice on certain articles of Biotech Directive, 
while emphasizing that the EU legislature’s 
intention when adopting Directive 98/44/EC 
was to exclude from patentability products 
(plants/animals and plant/animal parts) that are 
obtained by means of essentially biological 
processes.6 Considering this, it should not come 
as a surprise that the assessment of patentability 
in light of ordre public or morality is approached 
by the Commission in an autonomous manner.

The ethical aspects of biotechnology, 
particularly the line between commercial 
exploitation contrary and not contrary to ordre 
public or morality, are evaluated by the 
European Group on Ethics in Science and 
Technology (“EGE”) (Art. 7). The mandate of EGE 
was renewed in February 2021 by the 
Commission Decision (EU) 2021/156. In January 
2022, the Commission under the presidency of 
Ursula von der Leyen appointed 15 members of 
EGE, including the chair, Barbara Prainsack, 
Professor at the Department of Political Science 
at the University of Vienna, for a new term of 
three years. These experts in law, natural and 
social sciences, philosophy and ethics, provide 
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4 https://eur-lex.europa.eu/legal-content/EN/

TXT/?uri=LEGISSUM:l26026  
5 OJ EPO 2016, A27 (G 2/12) and A28 (G 2/13) 
6 https://eur-lex.europa.eu/legal-content/EN/TXT/?

uri=CELEX:52016XC1108%2801%29 
7 https://ec.europa.eu/info/research-and-innovation/

strategy/support-policy-making/scienti c-support-

eu-policies/ege_en  
8 https://ec.europa.eu/info/research-and-innovation/

strategy/support-policy-making/scienti c-support-

eu-policies/ege_en  
9 https://ec.europa.eu/info/publications/ege-

opinions_en 
10 https://op.europa.eu/en/

publication-detail/-/publication/849e7ec4-cf13-

11eb-ac72-01aa75ed71a1/language-en/format-PDF/

source-245102876 
11 https://op.europa.eu/en/

publication-detail/-/publication/849e7ec4-cf13-

11eb-ac72-01aa75ed71a1/language-en/format-PDF/

source-245102876 
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BIOTECH DIRECTIVE

To combat the spread of the new 
coronavirus infection (COVID-19), at the 
beginning of 2020, Rospatent introduced 

a mechanism for expedited review of appli-
cations for inventions and utility models on the 
relevant topic, according to which the average 
duration of the first substantive examination 
action is 27 days. The average application review 
duration as a whole takes about 3.8 months.

In the prior issue, March/April 2022, there was 
published an interesting article by DPR Parmar 
under the title “Patent examiners as moral 
gatekeepers”, founded upon the premise that 
basically “all inventions which come from nature 
are pious and it is only their commercial use that 
makes them immoral to the public order or 
injurious to the environment.”  The conclusions 
bring forth a question whether “the patent´s law 
role shall be limited to check inventions that 
“could be used immorally to harm the public or 
damage public health or environment” and, 
among other issues, target the European 
biotech invention rules. This is a relevant point 
which calls for the exploration of Directive 
98/44/EC on the legal protection of 
biotechnological inventions (“Biotech Directive”). 
In addition, since the Biotech Directive is 
approaching its quarter century anniversary, it is 
a good time to pause for a moment and analyze 
how it harmonizes the specification of inventions 
to be, or not be, patentable due to ethical 
grounds. In particular, what kind of harmonized 
morality is implied.

The study of reasons to make inventions 
unpatentable in the EU begins with the Biotech 

A Quarter Century 
of the harmonized 
morality pursuant to 
the Biotech Directive

1 https://eur-lex.europa.eu/legal-content/EN/

ALL/?uri=CELEX:31998L0044 
2 https://eur-lex.europa.eu/legal-content/EN/

TXT/?uri=CELEX:52016XC1108%2801%29#ntr3-

C_2016411EN.01000301-E0003 
3 https://eur-lex.europa.eu/legal-content/EN/

HIS/?uri=CELEX:31998L0044

KOREJZOVA LEGAL analyze how the Biotech Directive harmonizes the 
specification of inventions to be, or not be, patentable due to ethical 
grounds in the EU.

Directive, which was made on 6 July 1998, took 
effect on 30 July 1998, and its transposition 
period to harmonize national patent laws of EU 
member states expired on 30 July 2000. In 
some EU member states no legislative changes 
were needed (Estonia, Greece, Hungary, 
Poland), while in others it was necessary to go 
ahead with the novelization of up to six 
(Netherlands) or even eight acts of Parliament 
(Latvia). Nowadays, the Biotech Directive is fully 
implemented across the EU.1 

The legislative venue to the Biotech Directive 
took more than 10 years, during which the initial 
proposal from 1988 was ultimately rejected by 
the European Parliament in 19952 and even the 
new proposal prepared by the Commission has 
been subjected to a heated discussion and a 
number of amendments initiated by both the 
Council and European Parliament.3 Pursuant to 
the achieved consensus, its scope is reduced to 
biotechnological inventions, the regime is set 
without prejudice to the TRIPS agreement (Art. 
1(2)), its patentability exclusion entails certain 
items (plant and animal varieties, the human 
body) and processes (biological processes for 
producing plants and animals). Biological 
material is understood as any material 
containing genetic information and capable of ”

The CJ EU 
ruled that 
Italy had 
failed to 
modify its 
law to be 
compatible 
with the 
Biotech 
Directive 
and so had 
failed to 
fulfi l its 
obligation.

“
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organism is ‘capable of commencing the 
process of development of a human being’. It 
concluded that “an unfertilized human ovum 
whose division and further development have 
been stimulated by parthenogenesis does not 
constitute a ‘human embryo’, …, if, …, that ovum 
does not, in itself, have the inherent capacity of 
developing into a human being, ...”

In C 418/18 P Patrick Grégor Puppinck and 
Others (European citizens’ initiative “One of us” 
- ECI) v Commission, the CJ EU dismissed the 
action by the ECI for the annulment of the 
Communication COM(2014) 355 from the 
Commission. Namely, the ECI presented to the 
Commission their objections related to the 
respect of dignity and integrity of the human 
embryo and later, the Commission adopted the 
contested communication without following the 
ECI request. The ECI sued, C-34/10 Oliver 
Brüstle was referred to and the General Court 
held that “the Commission, in exercising its 
powers of legislative initiative, must be allowed 
broad discretion, …, to promote the general 
interest of the Union, carrying out, as necessary, 
the difficult task of reconciling divergent 
interests.” On the appeal, it was confirmed that 
“the contested communication falls within the 
exercise by the Commission of its broad 
discretion and must, consequently, be subject 
to limited judicial review, with the aim of 
determining, inter alia, the sufficiency of its 
statement of reasons and the absence of 
manifest errors of assessment.” The CJ EU 
should abstain from an examination of the 
respective merits of competing socio-ethical 
approaches and should merely consider 
whether “the Commission’s approach was not 
vitiated by a manifest error of assessment.” 

In sum, the harmonization of the morality as a 
negative patentability criterion is implemented 
across the EU via the Biotech Directive. It is 
neither a full harmonization with a no more no 
less approach, nor a maximum harmonization 
aka gold-plating nor minimum harmonization. It 
is a broadly expressed harmonization actively 
applied by the Commission and endorsed by 
the CJ EU underling its only limited judicial 
review role. The dominance of the Commission 
view expressed during the first quarter century 
of the Biotech Directive regarding the otherwise 
debated morality criterion appears firmly 
established.
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“ wide discretion of national administrative 
authorities, but Art. 6(2) does not allow any 
discretion of national administrative authorities.

In C-34/10 Oliver Brüstle v Greenpeace eV, 
upon the request for a preliminary ruling, the CJ 
EU addressed the concepts of “human embryo” 
and “use for industrial or commercial purposes.” 
The CJ EU confirmed that the human body at 
the various stages of its formation and 
development cannot constitute a patentable 
invention and referred to Art. 6, which lists as 
contrary to ordre public or morality. A fertilized 
human ovum and even a non-fertilized human 
ovum into which the cell nucleus from a mature 
human cell has been transplanted, or a non-
fertilized human ovum whose division and 
further development have been stimulated by 
parthenogenesis, are considered as a human 
embryo. The exclusion from patentability 
concerns the use of human embryos for 
industrial, commercial or scientific research, 
while only use for therapeutic or diagnostic 
purposes can be patentable, similarly see EGE 
Opinion from March 2021.

In C-364/13 International Stem Cell 
Corporation v Comptroller General of Patents, 
Designs and Trade Mark, upon a new request for 
a preliminary ruling, the CJ EU moved further in 
the arena of exclusion of ‘uses of human 
embryos for industrial or commercial purposes’ 
and in the development of the concepts of 
‘human embryo’ and ‘organism capable of 
commencing the process of development of a 
human being.” It referred to the C-34/10 Brüstle 
that a non-fertilized human ovum must be 
classified as a ‘human embryo’, in so far as that 

recommendation of the EGE, the ultimate 
decision about the (un)patentability based on 
morality belongs to the European Union Court 
of Justice (“CJ EU”). The CJ EU decides upon the 
primary, secondary and supplementary sources 
of EU law,12 including unwritten sources such as 
general principles common to the law of EU 
member states. The resulting case law has a 
semi-precedential nature and is pivotal to 
define and apply the morality as the criterion for 
the assessment of inventions to be patented 
pursuant to the Biotech Directive. The following 
five judgments are the backbone of this case 
law.

In  C-377/98 Netherlands v Parliament and 
Council, the Netherlands brought an 
unsuccessful action to the CJ EU to annul the 
Biotech Directive while putting forward six 
pleas. The  3rd plea targeted Art. 6 by arguing 
that “it gives the national authorities a discretion 
in applying concepts expressed in general and 
ambiguous terms, such as ordre public and 
morality.” The CJ EU rejected it by stating that “it 
is common ground that this provision allows the 
administrative authorities and courts of the 
Member States a wide scope for manoeuvre in 
applying this exclusion.” The 5th plea argued 
that the patentability of isolated parts of the 
human body undermined human dignity. Again, 
the CJ EU rejected it by stating “as regards 
respect for human dignity, this is guaranteed in 
principle by Article 5(1)  …   Additional security is 
offered by Article 6 of the Directive, which cites 
as contrary to ordre public and morality, ....”

In C-456/03 Commission v Italy, the CJ EU 
ruled that Italy had failed to modify its law to be 
compatible with the Biotech Directive and so 
had failed to fulfil its obligation. The CJ EU in this 
case explicitly indicated that Art. 6(1) allows a 

12 https://eur-lex.europa.eu/EN/legal-content/

summary/sources-of-european-union-law.html 
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window for patents challengeable by PGRs.  
The key requirements for IPRs and PGRs2 are 
summarized below left.

The filing of a petition specifying the grounds 
of unpatentability initiates an AIA trial. An AIA 
trial is instituted if the PTAB determines that one 
of the petitioned grounds meets the relevant 
threshold; all grounds raised are assessed in an 
instituted AIA trial.  For an instituted AIA trial,7 the 
PTAB will issue a final written decision unless it 
is terminated by settlement or request for 
adverse judgment. A final written decision indicating 
that a claim is unpatentable results in the Office 
issuing a certificate canceling that claim. 

When an AIA trial reaches a final written 
decision, the petitioner is estopped from asserting 
any ground of unpatentability that was “raised or 
reasonably could have [been] raised” during the 
AIA trial in another AIA trail, a civil action, or an 
International Trade Commission proceeding.8 
Thus, from a PO’s perspective, the best AIA trial 
outcome would be (1) denial of institution or (2) 
a final written decision finding all claims 
patentable and attachment of estoppel.

Résumé
Fabian Koenigbauer, 
Patent Attorney at Ice Miller
Based in Washington, D.C., Fabian has 
helped clients secure, expand and 
enforce patent rights in both the U.S. 
and globally for more than 15 years. 
Fabian focuses on building patent 
portfolios for small and large molecules 
(biologics), analyzing freedom-to-
operate issues, maximizing patent term 
and developing patent protection for 
products subject to regulatory approval. 
He also advises his clients on adverse 
patent matters, including litigation, 
oppositions and PTAB trials, and 
participates in PTAB trials on the sides 
of both patent challengers and patent 
owners.

1 As of March 13, according to Docket Navigator, 

14,169 AIA trials were filed, of which 3,739 resulted 

in a finding of unpatentable/canceled; only 

1,425 resulted in a finding of not unpatentable. 
2 35 U.S.C. § 311.
3 35 U.S.C. § 311(b); 35 U.S.C. § 321(b).
4 35 U.S.C. § 314(a); 35 U.S.C. § 324(a).
5 37 C.F.R. § 42.42(a).
6 37 C.F.R. §§ 42.15(a), (b).
7 SAS Institute, Inc. v. Iancu, 138 S. Ct. 1348 (2018).
8 35 U.S.C. § 315(e) (estoppel in IPR); 35 U.S.C. § 315(e); 

accord California Inst. of Tech. v. Broadcom Ltd. 

25 F.4th 976 (Fed. Cir. 2022).
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America Invents Act (AIA) trials are 
proceedings challenging patents at the 
Patent Trial and Appeal Board (PTAB) of 

the United States Patent and Trademark Office 
(Office). Since AIA trials became effective on 
September 16, 2012, more than 14,000 AIA trials 
have been filed, and for those reaching a final 
written decision, the number of adverse decisions
to a patent owner (PO) vastly exceeds the 
number of favorable decisions.1 A PO can take 
steps during prosecution and after grant to 
make patents more resistant to AIA trials.

Background on AIA trials
Inter partes reviews (IPRs) and post-grant reviews 
(PGRs) are the types of AIA trials currently
available. PGRs can be filed within nine months 
of grant to challenge patents having an earliest 
effective filing date of March 15, 2012. A PGR can 
be used to challenge a patent for being 
unpatentable over prior lack of patentable 
subject matter and failure to comply with 35 
U.S.C. § 112 except for best mode. IPRs can be 
filed to challenge any patent on prior art 
grounds at any time except for the nine-month 

Making patents more 
resistant to challenge 
in an AIA trial

Fabian Koenigbauer

AIA TRIAL 

Fabian Koenigbauer, patent attorney at Ice Miller, reviews the America 
Invents Act trial process and offers strategic advice for strength and 
success. 

 IPR PGR

Ground(s)3 Anticipation/obviousness over prior  Anticipation/obviousness over prior
 art patents and printed publications.  art patents and printed publications.

   Patentable subject matter; failure to comply 
   with 35 U.S.C. § 112 (e.g., lack of enablement,  
   lack of written description, and 
   indefiniteness) except for lack of best mode.

Institution threshold4  Reasonable likelihood that the petitioner  More likely than not that at least one
 would prevail with respect to at least one  challenged claim is unpatentable. 
 challenged claim. 

Petition word count5  14,000 18,700

Fees due at time of filing Request fee (RF): $19,000 RF: $20,000

(up to 20 claims)6  Post-institution fee (PIF): $22,500* PIF: $27,500* 

Excess claim fees RF: $375 for each claim over 20 RF: $475 for each claim over 20

 PIF: $750 for each claim over 20* PIF: $1,050 for each claim over 20* 

*Fee refundable if not instituted
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“ submitted to the Office and (2) properly 
considered. For example, merely combining 
references considered by the examiner 
differently does not warrant institution of an IPR.  
Listing a reference in a large IIDS without any 
indication that it was actually considered may 
be insufficient to deny institution.17 Such robust 
procedures should include a consistent 
procedure for filing an IDS. In addition, where 
necessary, applicants should consider clarifying 
the record to ensure that the examiner properly 
appreciates the relevance of a reference by, for 
example, interviewing the case or correcting 
inconsistencies in the record in an Office Action 
response. Taking such steps should reduce the 
possibility an AIA trial will be instituted based on 
art that was of record during prosecution. 

Potentially relevant art often becomes 
available after the grant of a U.S .patent by, for 
example, being cited during the prosecution in 
a related non-U.S. patent application. Such art 
provides an attractive basis for an AIA trial 
challenge, as U.S. claims and claims in other 
jurisdictions are often similar. A PO can still 
immunize a granted patent against such art 
by having the Office consider the art in 
supplemental examination (SE). 

A request for SE, which is akin to an IDS, can 
be filed at any time after grant of a patent to 
have the Office consider up to 12 pieces of 
information believed to be relevant, per 
request.18 From requesting SE (including the 
fees for supplemental examination ($4,620) and 
ex parte reexamination ($12,700), in total 
$17,320), the Office has three months to conduct 
SE and issue a certificate indicating whether the 
information raises a substantial new question of 
patentability (SNQ).19 If there is no SNQ, SE is 
complete and the ex parte reexamination fee 
($12,700) is refunded.20  If there is an SNQ, ex 
parte reexamination is ordered.

same prior art or arguments [that] previously 
were presented to the Office,” the PTAB has the 
discretionary power to deny institution.10  For the 
discretion to apply, “the art and arguments must 
have been previously presented to the Office 
during proceedings pertaining to the challenged 
patent” and “the [] Office must have considered 
and decided that question on the merits.”11  If the 
Office considered the art, institution is warranted 
when the petitioner “demonstrate[s] that the 
Office erred in a manner material to the 
patentability of challenged claims.”12 For this 
assessment, the PTAB considers factors such 
as:

(a)  the similarities and material 
differences between the asserted art 
and the prior art involved during 
examination; 

(b)  the cumulative nature of the asserted 
art and the prior art evaluated during 
examination; 

(c)  the extent to which the asserted art 
was evaluated during examination, 
including whether the prior art was 
the basis for rejection; 

(d)  the extent of the overlap between the 
arguments made during examination 
and the manner in which Petitioner 
relies on the prior art or Patent Owner 
distinguishes the prior art; 

(e)  whether Petitioner has pointed out 
sufficiently how the Examiner erred in 
its evaluation of the asserted prior art; 
and 

(f)  the extent to which additional 
evidence and facts presented in the 
Petition warrant reconsideration of the 
prior art or arguments.13

While Section 325(d) does not define what 
constitutes “same or substantially the same 
prior art or arguments,” according to the PTAB, 
“[p]reviously presented art includes art made of 
record by the Examiner, and art provided to the 
Office by an applicant, such as on an Information 
Disclosure Statement (IDS), in the prosecution 
history of the challenged patent.”14 The PTAB 
considers “proceeding” to encompass examination 
of underlying patent applications, reexaminations/ 
reissues of the patent or other AIA trials.15 

Since Section 325(d) is a powerful tool to 
prevent institution of an AIA trial, during prosecution 
a robust procedure needs to be implemented 
to ensure that all relevant art has been (1) 

9 37 C.F.R. §§ 1.16(h), (i) (large entity rate).
10 35 U.S.C. § 325(d).
11 Advanced Bionics, LLC v. MED-EL Elektromedizinische 

Geräte GmbH, IPR2019-01469, Paper 6 at 7 (PTAB 

Feb. 13, 2020) (precedential);In re Vivint, Inc., 14 F.4th 

1342, 1349 (Fed. Cir. 2021).
12 Advanced Bionics, Paper 6 at 8.
13 Becton, Dickinson & Co. v. B. Braun Melsungen AG, 

IPR2017-01586, Paper 6 at 16-17 (PTAB Dec. 15, 2017) 

(precedential in relevant part). 
14 Advanced Bionics, Paper 6 at 7-8.
15 Id. at 8.
16 Becton, Paper 6 at 27.
17 Adello Biologics LLC v. Amgen, Inc., PGR2019-00001, 

Paper 13 at 11 (PTAB Apr. 19, 2019).
18 35 U.S.C. § 257(a); 37 C.F.R. § 1.605(a).
19 35 U.S.C. § 257(a); 37 C.F.R. § 1.610.
20 37 C.F.R. § 1.625.
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ultimately granting. Depending on a patent’s 
commercial value, including additional claims 
beyond 20 is advisable. The more claims a patent 
contains, the fewer words an AIA trial petitioner 
has to challenge each claim, the more difficult 
it is to challenge all claims and the more an AIA 
trial will cost. 

When introducing additional claims, a PO should 
consider introducing claims of varying claim 
scope around the heart of the invention to avoid 
having all claims be susceptible to the same 
grounds of attack. A PO may also want to consider 
including additional claim categories, such as 
means-plus-function claims. During prosecution, 
patent examiners are often amenable to adding 
claims after allowance. Since AIA trials do not 
differentiate between independent and dependent 
claims, a PO may want to consider adding dependent 
claims, as about five additional dependent 
claims can be added for the price of each new 
independent claim. Such claim strategies should 
help a PO prevent AIA trial institution and may 
increase the likelihood of a claim surviving AIA 
trial challenge. 

Prosecution and post-grant 
strategies to make a patent more 
resistant to challenge 
Pursuant to 35 U.S.C. § 325(d), if an AIA trial 
petition relies on “the same or substantially the 

Claim strategies to make patents 
more resistant to a challenge and 
increase likelihood of AIA trial 
survival
An AIA trial is limited to the grounds of unpatentability 
raised in the petition. AIA trial petitions have a 
strict word count limit. The fees are tied to the 
number of challenged claims, with excess fees 
due when more than 20 claims are challenged. 
Accordingly, an AIA trial petitioner has to carefully 
choose which claims to challenge and economize 
the words used for each ground of challenge. 
While multiple petitions can be filed concurrently, 
doing so increases costs significantly. 

The basic U.S. patent application filing fee 
includes 20 claims, three of which can be 
independent. Additional dependent claims can 
be added for $100/claim; additional independent 
claims can be added for $480/claim.9 Each claim 
above 20 challenged in an IPR petition and a 
PGR petition costs $1,025 and $1,525, 
respectively, of which $750 and $1,050, respectively, 
are refundable if institution is denied.

Thus, to make a patent more AIA trial resistant 
and/or to increase the likelihood of surviving an 
AIA trial, during prosecution the number of 
claims should be maximized. At the very minimum, 
a patent should contain 20 claims. It is far too 
common for new U.S. patent applications to 
contain only 15 claims, with even fewer claims 
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more preferable to reopen prosecution than risk 
an AIA trial. 

The SNQ threshold for SE is much lower than 
the threshold for AIA trials. Accordingly, a SE 
certificate indicating that there is no SNQ makes 
it highly unlikely that the information considered 
during SE will be sufficient basis for an AIA trial. 
A PO can rely on SE to have the Office consider 
art post-grant without reopening prosecution 
and thus decrease the likelihood that an AIA trial 
relying on this art is instituted. Of course, the risk 
with SE is that ex parte reexamination is ordered. 

In more extreme cases, a PO can also consider 
the more traditional routes for reopening 
prosecution after grant by filing a reissue 
application or requesting ex parte reexamination. 
However, these traditional routes should be 
considered only if there is art raising a serious 
question of patentability.

Conclusion
To make a patent more resistant to challenge in 
AIA trials, patentees should maximize the 
number of claims. Patentees should also take 
appropriate steps to ensure that art is properly 
considered during prosecution because doing 
so increases the likelihood that an AIA trial 
relying on such art is not instituted. Post-grant, 
patentees can have the Office consider 
information in SE. In certain scenarios, it may be 
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Our cover story this issue brings you an evaluation of the Ticagrelor 

Crystalline Form patent litigation case in China, with objective 

comments from the author, Tang Xiaofeng, as to why he believes 

that the compound in question should in fact be patentable due to its 

innovative qualities despite the court’s decision.

This issue also includes an evaluation of the TRPIS waiver from Norton 

Full Bright, questioning how the TRIPS Waiver relates to trade secrets and 

technology transfer with advice for life sciences companies. And an article 

explaining the main applications of CRISPR in 

patent protection of technologies in the field, 

covering hot topics such as oncology, 

diagnostics, stem cells, primary cells, CRISPR 

animal models and more. Both topics have been 

spurred on by the COVID-19 pandemic. 

Further, Polsinelli explores march-in rights and 

their possible resurgence over the Bayh-Dole 

Act after rising concerns surrounding drug 

pricing. Could federal policy be shifting? Find 

out when march-in action is necessary.

Plus, a 360 degree overview of the intellectual 

property available to protect innovation in the 

life sciences sector, reviewing the use of 

patents, trademarks, trade secrets, and domain names.

We also have a review of the first impacts that the ADI 5,529 judgement 

in Brazil one year on from its implementation, relating to pharmaceutical 

patents. Has the implementation been successful? 

Our next issue of The Life Sciences Lawyer will be published in early 

2023, is there a topic you would like to see covered? Contact us now to let 

us know. 

Enjoy the issue. 

Faye Waterford, Editor
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The Life Sciences Lawyer educates and informs professionals working in the 

industry by disseminating and expanding knowledge globally. It features 

articles written by people at the top of their fields of expertise, which contain 

not just the facts but analysis and opinion. Important judgments are examined 

in case studies and topical issues are reviewed in longer feature articles. 
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Ticagrelor crystalline form patent 
CN200610002509.5 of AstraZeneca was 
declared to be invalidated for lack of 

inventiveness by the China National Intellectual 
Property Administration (CNIPA), (No.33975).
After that, Beijing Intellectual Property Court 
made an administrative judgment upholding 
the invalidation decision of CNIPA and then The 
Intellectual Property Court of the Supreme 
People’s Court of China (SPC), (2019) SPC IP 
Admin. Final 33 upheld first-instance judgment. 
The case was selected by SPC as a typical case 
to the United Nations Conference on Trade and 
Development because it established the 
standard that the supplementary experimental 
data submitted by a patent applicant after the 
filing date may be accepted.

However, the author considers that the 
invention is inventive and the patent should be 
maintained valid.

Objective comments on 
the patent litigation case 
of Ticagrelor Crystalline 
Form in China

Tang Xiaofeng

Tang Xiaofeng, Patent Attorney at Beijing Geach Intellectual Property Law 
Office, examines the case of the invalidated Ticagrelor crystalline form 
patent CN200610002509.5 of AstraZeneca, explaining why he believes the 
patent should in fact be maintained. 

Résumé
Tang Xiaofeng, Attorney-at-Law/ 
Patent Attorney 
Tang specializes in patent litigation, 
patent invalidation and patent prosecution 
strategy, covering various technical fields 
such as pharmaceutical chemistry, 
formulation, biotechnology, and polymer.

He is good at solving inventiveness 
issues and insufficient disclosure issues 
and is skilled in obtaining patent rights 
and defending patents against 
invalidation attacks.

He has been engaged as a 
pharmaceutical patent agent for nearly 
30 years handling more than 2500 patent 
applications at home and abroad, and 
easily recognizes examiner’s errors. He is 
familiar with inventive examination 
standards in US, EPO and JP, and easily 
communicates with foreign patent 
lawyers.
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”

In addition, 
R and R2 in 
evidence 
6 are 
correlated 
technical 
features.

“the supplementary experimental data, and this 
is a negative requirement. 

Although the metabolic stability of the 
compound of claim 1 is better than that of 
example 32 of evidence 6, it cannot be 
determined that the better effect of the 
compound of claim 1 in terms of metabolic 
stability reaches a degree unexpected to those 
skilled in the art.

2. Determination of the inventiveness of 
the compound of claim 1

Either of the distinguishing technical features of 
the compound of claim 1 from the compound of 
example 32 of evidence 6 lies in that the right 
benzene ring of the compound of claim 1 has a 
3,4-difluoro substituent, while the right benzene 
ring of the compound of evidence 6 has no 
substituent. Example 68 of evidence 6 gives a 
clear teaching that there is a 3,4-difluoro 
substituent on the right benzene ring of a similar 
compound. Those skilled in the art are motivated
to introduce the 3,4-difluoro substituent on the 
right phenyl of the compound of example 32 of 
evidence 6 to obtain the compound of claim 1. 
Therefore, the compound structure of claim 1 
possesses no inventiveness.

3. Determination of the inventiveness of 
the crystalline form of the compound 
in claim 1

Evidence 4 is a textbook involving organic 
chemistry experiments. The compound crystalline 
form II claimed in claim 1 is obtained by the 
specific crystallization method of example 2. 
The solvent chloroform used in the method is a 
common solvent in the preparation of crystalline 
form compounds. The solvent has also been 
disclosed in evidence 4, and the specific 
operation procedure used in this method is also 
a conventional technical means for preparing 
crystalline compounds. Therefore, the crystalline
form II of the compound of claim 1 possesses no 
inventiveness over evidence 6 in combination 
with evidence 4.

Three comments on inventiveness 
1. � Error in applicable law
The invalidation decision and the final judgment 
do not discuss the applicable law, but directly use
the three-step approach to evaluate inventiveness. 

The examination of this patent shall be governed
by the patent law 1992 and the Patent Examination
Guideline 1993 rather than 2001 or 2006. 

There was no three-step approach in the 
guideline 1993 for assessing inventiveness, but 
only for the non-obviousness concept. There 
is a special provision for the assessment of 
inventiveness of a compound, which mainly 
depends on whether the structure of a compound

is close to that of a known compound. A novel 
compound that is not close to the known 
compound in structure and has certain use or 
effect can be considered to be inventive without 
being required to have unexpected use or effect; 
whereas the compounds close to the known 
compounds in structure must have unexpected 
use or effect. Evidence of technical effect may 
be submitted after the filing date. The author 
had already engaged in patent prosecution 
then and witnessed that practice.

The compound crystalline form II of claim 1 
differ from the compound of example 32 in not 
only 3,4-difluoro substituent on the right 
benzene ring of the compound of claim 1,but 
also crystalline form II structure. Clearly, the 
crystalline form of the compound in claim 1 is 
not close to the structure of the compound in 
example 32 of evidence 6, has novelty, and has 
certain therapeutic effect (P2T- antagonist 
activity). Its inventiveness should be recognized 
without requiring the patent to have unexpected 
effects. 

In addition, the counter evidence 5 submitted 
by the patentee in the invalidation procedure is 
also sufficient to prove the excellent technical 
effect described in the patent specification. 
Counter evidence 5 makes a comparative test 
on the compound of example 3 in the U.S. 
family patent US6525060 of evidence 3 and the 
compounds of examples 32 and 68 in the U.S. 
family patent US6251910 of evidence 6. Among 
three indicators, example 3 of evidence 3 is better
than example 32 of evidence 6 and thus example
3 has better technical effect. This also shows 
that the compound described in this patent is 
inventive over evidence 6, and the crystalline 
form of the compound in this patent is naturally 
inventive relative to compound 32 in evidence 6.

It is worth mentioning that during the substantive
examination stage, evidence 3 was allowed 
over right evidence 6 (CN1270590) according to 
the examination practice at that time. This 
shows that according to the then standards, 
evidence 3 is inventive over evidence 6. Although
the patent of evidence 3 has expired, evidence 3
was validated prior to expiration, so the crystalline
form II of the compound of claim 1 also has 
inventiveness over evidence 6.

2. � Error in application of law
Even according to the guidelines 2001 or 2006, 
this patent is inventive.

First, the fact finding in the invalidation decision
that the compound of example 68 in evidence 
6 is actually covered by the compound of 
general formula (I) defined in evidence 3 is 
wrong.

In fact, example 32 and example 68 in evidence
6 have been excluded by evidence 3 (condition 
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the author 
considers 
that the 
invention 
is inventive 
and the 
patent 
should be 
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“Case Summary
The granted claim 1�
1. A compound of formula (I) in crystalline form 
II:

Wherein:
R2 is a phenyl group, optionally substituted by 
one or more fluorine atoms;
R is XOH, where X is CH, OCH2CH2 or a bond;

 
provided that: 

1.  when X is CH2 or a bond, R1 is not propyl.

2. when X is OCH2CH2 and R1 is propyl, the 
phenyl group at R2 must be substituted by 
fluorine.

CNIPA considered that the compound of 
example 68 in evidence 6 was actually covered 
by the compounds of general formula (I) defined 
in evidence 3, that is, what the patentee wants 
to prove is equivalent to that of a specific 
compound within the scope of general formula 
(I) has better technical effect than another 
specific compound. This actually constitutes a 
“selective invention”. Moreover, such information 
cannot be obtained by those skilled in the art by 
reading evidence 3.

This means that the compound of example 3 
in evidence 3 must have unexpected technical 
effects relative to the compound of an example 
in evidence 6 before its inventiveness can be 
recognized. The patentee uses the supple-
mentary experimental data in counterevidence 
2 and counterevidence 5 to prove that the 
patented compound has unexpected technical 
effects relative to evidence 6. So the SPC 
established the standard below at the first time 
for accepting supplementary experimental data 
by CNIPA.

The SPC’s viewpoints in its 
judgment
1. Conditions for accepting supplementary 

experimental data submitted by the 
patent applicant after the filing date

Firstly, the original patent application documents 
shall clearly describe or implicitly disclose the 
to-be-confirmed fact that is intended to be 
directly proved by supplementary experimental 
data, and this is a positive requirement.

Second, the applicant cannot remedy the 
deficiencies inherently and naturally present in 
the original patent application documents by 

 wherein the X-ray powder diffraction pattern is 
basically shown in Figure 1.2.

Evidence 6�W09905143 � disclosed a triazolo [4,5-
d] pyrimidine compound as a P2T receptor 
antagonist:

wherein Examples 32 and 68 respectively 
disclose specific compounds with the following 
structural formula:

Evidence 4: � organic chemistry experiment�. 

Evidence 3 (WO0034283A1) is the Ticagrelor 
compound patent, wherein the compound 
prepared in example 3 is the compound itself 
protected by claim 1 of the disputed patent 
(regardless of crystalline form),

Compound of example 32 in Evidence 6       Compound of example 68 in Evidence 6
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Almost one year ago, the Brazilian 
Supreme Court has finally judged 
the lawsuit that challenged the 

constitutionality of the sole paragraph of article 
40 of the Brazilian IP Law (ADI 5,529). ADI 5,529 
was filed in 2016 but its judgment was being 
postponed over and over until April 2021, when 
the subject got a lot of attention in view of the 
possible impacts thereof in the fight against the 
COVID-19 pandemic in Brazil. Then, last May, 
the lawsuit has finally been decided and now, 
one year later, it might be interesting to analyze 
what has happened due to this decision so far. 
However, in order to understand the current 
situation, it is necessary to, at first, understand 
the provision of the Brazilian IP Law that was 
challenged by the lawsuit as well as the situation 
of the patent examination in Brazil by then.

According to the caput of Article 40 of the 
Brazilian IP Law, a patent is valid for 20 years 
and a utility model for 15 years, counted from its 
filing date. In addition, the sole paragraph of this 
article established a minimum validity term of 
10 years for patents and seven years for utility 
models, counted from the grant date, for cases 
granted more than 10 years after their filing dates. 
This provision was compensation to the patentees 
for the excessive delay of the Brazilian Patent Office
(BRPTO) in examining and granting patents.

However, this paragraph, which should be 
exceptionally used, has become the rule in the 
last years, due to the delay in the technical 
examination of patents and, therefore, the 
patent expiration date in Brazil was mostly 
subject to its granting date. In most technical 
fields, including the pharmaceutical one, the 
patent examination could take more than 10 
years, in 2016, when the lawsuit was filed. 

Although the number of years to have a 
pharmaceutical patent granted was already 
being reduced due to the BRPTO successful 
Backlog Elimination Plan, in 2021, almost 70% of 
the patents covering medicaments, in force at 
that moment, benefited from the sole paragraph 
of Article 40 of the Brazilian IP Law. According to 
those who were against this law provision, this 
provision unduly extended the patents’ validity 
and also generated legal insecurity, as they argue 
it was not possible to foresee the precise patent 
expiration date of patents in Brazil. Specifically 
in the pharmaceutical field, this could jeopardize 
the entrance of generic drugs in the market.

Considering this scenario, in May 2021, the Brazilian
Supreme Court decided on the unconstitutionality 
of the sole paragraph of Article 40 of the 
Brazilian IP Law. Consequently, all patents 
granted from that date on are valid for a 20-year 
term, counted from their filing date, in accordance 
with the provisions of the caput of this article. 

This decision affected almost 9,000 patent 
applications of all technological fields, which 
were waiting for a final decision in the first 
instance for more than 10 years. Among them, 
around 200 applications could be granted 
already expired.  Additionally, a specific group of 
valid patents which had their validity term 
established based on the 10-year rule was 
retroactively affected.

Driven by the pandemic emergency, the 
Brazilian Supreme Court decided for the retroactive
(ex tunc) application of the unconstitutionality of 
the sole paragraph of Article 40 for patents 
related to pharmaceutical products and 
processes, and equipment and/or materials for 
use in healthcare. However, it was up to the 
BRPTO to select which patents already granted 

First impacts of the judgment of 
ADI 5,529 in the Brazilian patent 
scenario from the perspective 
of pharmaceutical patents

Mônica Gurvitz 

Julia Fernandes

Mônica Gurvitz and Julia Fernandes, Partners at Montaury Pimenta, 
Machado & Vieira de Mello, evaluate the implementation of the ADI 5,529 
one year on.
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“3 and condition 1 in its claim 1). Condition 1 of 
claim 1 of evidence 3 states: when x is a bond, 
that is, R is-OH, R1 is not propyl, i.e., example 68 
of evidence 6 is not tenable (excluded from 
evidence 3); Condition 3 of evidence 3 excludes 
the compound of example 32 of evidence 6; Both
compounds of examples 68 and 32 of evidence 
6 are preferred compounds of evidence 6, but 
both are excluded from evidence 3. Therefore, a 
specific compound within the scope of general 
formula (I) of evidence 3 (such as the compound 
of example 3) is not the so-called “selective 
invention” relative to other compounds of 
evidence 3. That is, in order for the compound of 
example 3 of evidence 3 to be inventive relative 
to evidence 6, it is not necessary to require that 
the compound of the patent has unexpected 
technical effects relative to the compound of 
example 32 or 68 of evidence 6. 

Moreover, the inventiveness of the compound 
(and its crystalline form) of claim 1 of the patent 
relative to evidence 6 lies mainly in its non-
obviousness rather than unexpected technical 
effect. 

Contrary to the finding of the invalidation 
decision and final judgment, since it is recognized
that the metabolic stability of the compound of 
claim 1 is better than that of example 32 of 
evidence 6, the technical problem actually solved
by claim 1 of the patent relative to example 32 of 
evidence 6 should be to provide an active 
crystalline compound with excellent metabolic 
stability for easy operation and processing. It is 
apparent that there is no technical indication in 
evidence 6 that the group of example 68 
replaces the group of example 32 to improve 
the stability. Therefore, the compound of claim 
1 is non-obvious.

In addition, R and R2 in evidence 6 are 
correlated technical features. Without hindsight, 
a skilled person will not arrive at the compound 
of example 3 of evidence 3 from the replacement
of the technical feature of the compounds of 
two specific examples in evidence 6, let alone 
the crystalline form II of the compound. The 
metabolic stability of the compound of the claim
1 proved by the supplementary experimental 
data is better than that of example 32 of 
evidence 6, which exceeds the reasonable 
expectation of those skilled in the art that they 
might have the same or inferior level of efficacy.

3.  Evaluating the inventiveness of the 
crystalline form of the compound of 
claim 1 of the patent

The general description and 114 examples of 
evidence 6 do not mention crystallization or 
crystalline form. The purpose of evidence 6 is to 
provide antithrombotic drug compounds 
without involving the problem of crystalline 

forms. Evidence 4 refers to the method of 
re-crystallization and purification with various 
solvents, which does not involve the crystallization
of antithrombotic drug compounds. There is no 
technical enlightenment in the prior art about 
directly preparing new compounds and new 
crystalline forms at the same time from 
evidence 6. Evidence 3 (including the compound
of its example 3) has not been disclosed at the 
priority date of this patent. In the absence of the 
compound, a skilled person will not think 
deliberately of preparing the crystal form II of 
the compound from the virtual compound of 
example 3 of evidence 3 according to a particular
solvent and specific method of evidence 4. 
Therefore, the crystalline form II of the compound
of claim 1 is non-obvious over evidence 6 even 
in combination with evidence 4.

To sum up, the author believes that the 
invalidation decision and the final judgment 
have errors in determining the facts and applying
laws and regulations, which are not persuasive; 
If the patentee would have stated the above 
reasons and questioned the invalidation decision
and the viewpoints of the judges, they were able
to overturn the judgment conclusion, safeguard 
their rights and promote the right implementation 
of the patent law.
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The specter of the COVID pandemic 
renewed questions about whether and 
how the US federal government can act 

to make prescription drugs more affordable to 
the American public. Such questions have been 
central to a line of petitions since 1997, 
unsuccessfully appealing to the US government 
to exercise its march-in rights under the 1980 
Bayh-Dole Act to impose prescription drug 
price controls in specific cases. Is it possible 
that after decades of rejecting the use of 
march-in rights, the winds of federal policy 
could possibly be shifting? 

Before 1980, the US government did not have 
a uniform IP with respect to all the federal 
granting institutions that funded research, or 
technology transfer to the private sector.  The 
only consistent rules were that the government 
retained title to inventions and would only license 
inventions nonexclusively. Federal agencies had 
collectively obtained over 28,000 patents, but 
out-licensed less than 5% of that number. In contrast, 
in cases in which private companies were 
allowed to retain title, companies successfully 
secured licenses for about 25% - 30% of those 
patents.1 Some believed there was little to no 
incentive to commercialize inventions owned by 
the federal governments. Others found securing 
access to government-funded inventions to be 
an uncertain and confusing process.

Will old Bayh-Dole 
be taught new tricks?

Dr. Rebecca McFadyen and Dr. Tara Nealey of Polsinelli review the original 
implementation of the Bayh-Dole Act and why there are now petitions 
to use either march-in or government use rights to remedy unjustifiable 
drug pricing. 

1 GAO Report to 

Congressional 

Committees, Technology 

Transfer – Administration 

of Bayh-Dole Act by 

Research Universities (May 

1998), Report No. GAO/

RCED-98-126, p. 3, 

available at https://www.

gao.gov/assets/rced-98-

126.pdf.
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“ patentees are requesting validity extensions, 
some of them exceeding the original period of 
10 years counted from the patent granting date. 
Furthermore, since each case took a different 
time to be examined, the number of years to be 
added to the validity varies on a case-by-case 
basis. As an immediate consequence, until the 
end of such Court Actions, it is not possible to 
predict, for instance, how it is going to be the 
situation for generics aiming at entering the 
Brazilian market.

Meanwhile, it is not possible to state that the 
retroactive effect of the decision on the sole 
paragraph of article 40 for pharmaceutical patents 
provided any benefit for the COVID-19 pandemic. 
As it is widely known, the success in the fight 
against the virus is the result of the massive 
vaccination campaigns and the patents or 
patent applications related to the vaccines used 
in said campaigns were not affected by said 
decision. As a matter of fact, before the 
judgment itself, BRPTO provided to the Courts 
information about how the change in the 
legislation could actually affect the patent 
applications related to COVID-19. According to 
the Institute, among the 90 patent applications 
that contained indication of possible use in the 
fight against COVID-19 that were pending 
decision, only four could possibly be granted 
based on the sole paragraph of Article 40. 

In a nutshell, the ex tunc application of the 
decision has not result in any beneficial effect 
so far. In fact, it seems to create a scenario of 
legal uncertainty not only for patentees but also 
for generic drug companies. It is not possible to 
guarantee when the court actions directed to 
PTAs will be judged, nor the outcome of these 
judgments. 

Ironically, the fight against the alleged legal 
uncertainty caused by the lack of definition in 
the validity of patents, which was exactly one of 
the major arguments used to defend the 
unconstitutionality of the sole paragraph, might 
have led to a much more indetermined scenario. 
Has it backfired?

should have the validity adjusted.
For such selection, the BRPTO used some 

criteria, such as the prior consent of the National 
Health Surveillance Agency (ANVISA) and certain 
IPC classifications. In the first Official Bulletin 
after the Supreme Court’s decision, a first list 
with 3,341 patents that had their validity changed 
was published and in total, around 7,000 patents 
were affected. In other words, practically overnight, 
thousands of patents have lost years of validity, 
and some technologies have even become part 
of the public domain. Companies holding the 
technologies faced an unexpected scenario of 
loss of market exclusivity and uncertainty. On 
the other hand, it is a mistake to believe that this 
scenario brought surprise and uncertainty only 
to patentees. 

As soon as the patents were republished with 
their validity changed, the patentees began to 
file lawsuits requiring adjustments to the 
expiration dates (PTA’s – Patent Term Adjustments), 
based on an excerpt from the vote of the 
Rapporteur Minister Dias Toffoli, which mentions 
the use of PTA’s in certain cases of delayed 
examination. In general, said lawsuits require 
the settlement of an adjusted validity, adding 
some years to the current term based on the 
disproportionate and unjustified delay of the 
BRPTO to analyze and grant patents. Until now, 
more than 30 PTA’s lawsuits have already been 
filed before the Federal Courts. 

It is important to mention this is the first time 
Patent Term Adjustments are required in Brazil. 
These Court Actions are very recent in the 
country and there is still no case law on the 
subject. So far, it is only possible to know that 

ADI 5,52 9 IN BRAZILIAN PATENT SCENARIO
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disease, on the basis that the manufacturer was 
unable to manufacture the drug in sufficient 
amounts.  These petitions were likewise 
declined, with the NIH taking the position that 
the drugs were being made reasonably 
available to the public. In 2012, a second petition 
was submitted for Norvir/ritonavir, more 
specifically supporting high price concerns by 
comparing the drug price in the US to its price 
in other wealthy nations. Importantly, the NIH 
declined specifically opining that such price 
differences were not sufficient to qualify a 
march-in as necessary. 

In January 2016, KEI and the UACT submitted 
a petition to the NIH, the Department of Defense 
(DoD), and the Department of Health and 
Human Services (HHS) requesting “to use its 
royalty-free rights in the relevant patents, or to 
grant this request for march-in rights,” regarding 
the prostate cancer drug Xtandi/enzalutamide. 
The petition acknowledged that while “Xtandi is 
an expensive drug everywhere ... the prices in 
the United States are far higher than any other 
country in the world, despite the fact that the 
critical research benefited from U.S. taxpayer 
funded grants from the NIH and DoD.”5 Six 
months later, the NIH rejected the KEI/UACT 
march-in petition and subsequently rejected an 
appeal.

In November 2021, the HHS received another 
march-in petition for Xtandi.6 This petition noted, 
“[i]n the past, the use of march-in rights for 
enzalutamide has been supported by more than 
a dozen organizations and several members of 
Congress in both the U.S. Senate and the House 
of Representatives.”7 The petition also requested 
consideration by an impartial decision maker, 
noting: 

Under two previous Administrations, HHS has 
been petitioned to grant a march-in request for 
the patents on enzalutamide. Each time HHS 
delegated the case to the NIH, and each time, 
including on the administrative appeals, such 
requests and appeals were summarily rejected, 
in line with a then standing policy position that 
the NIH would not question the reasonableness 
of company pricing of NIH funded inventions. It 
is our understanding that HHS is now willing to 
consider the merits of a march-in request, when 

Over the past decade or so, clear coalitions 
for and against the exercise of march-in rights 
as a means to control prescription drug prices 
have developed. Supporters of exercising 
march-in rights assert that it is a wrongly 
overlooked and existing statutory mechanism 
for combatting high drug prices and ensuring 
that U.S. citizens enjoy the benefits of public 
R&D funding. Among proponents are patients, 
families, and organizations such as Knowledge 
Ecology International (KEI), the National 
Physicians Alliance (NPA), Public Citizen, Union 
for Affordable Cancer Treatment (UACT), and 
Universities Allied for Essential Medicines 
(UAEM). Others assert that march-in rights were 
never intended as such, and do not provide 
such a broad authority, but rather are narrowly 
limited to the four circumstances expressly 
identified in the statute. Another concern is that 
use of march-in rights would discourage private 
investment in the enormous cost and effort 
needed to bring treatments from early-stage 
research to the marketplace. Parties aligned 
against the use of march-in rights to address 
prescription drug pricing concerns include the 
Bayh-Dole Coalition made up of over 100 
research foundations, life science organizations, 
lawyers, past-AUTM presidents, and others. 

Yet, in the 40+ years since march-in rights 
were codified, no federal agency has actually 
exercised its march-in rights. From 1997 to 2016, 
the NIH has been petitioned at least six times to 
do so, in various efforts to get around patents 
controlled by a private company. In 1997, CellPro 
attempted to convince the US government to 
exercise march-in rights over a patent which 
covered CellPro’s own FDA-approved product, 
but was owned by a government contractor. 
The NIH declined CellPro’s petition essentially 
on the basis that it was unnecessary, noting that 
the contractor was making reasonable efforts to 
commercialize its invention. In 2004, the NIH 
was petitioned twice. Petitioners asked the NIH 
to intervene regarding Norvir/ritonavir, an HIV/
AIDS treatment, and also regarding Xalatan/
latanoprost, a glaucoma treatment, both on the 
basis of perceived excessively high pricing. In 
2010, the NIH received a petition regarding 
Fabrazyme/agalsidase beta, used to treat Fabry 

2 Association of University Technology 

Managers (AUTM), Landmark Law Helped 

Universities Lead the Way, available at 

https://autm.net/about-tech-transfer/

advocacy/legislation/bayh-dole-act.
3 Innovation’s Golden Goose, Economist (Dec. 

14, 2002), available at https://www.

economist.com/technology-

quarterly/2002/12/14/

innovations-golden-goose.

4 35 U.S.C. § 203, March-in Rights, available at 

https://mpep.uspto.gov/RDMS/MPEP/

e8r9#/e8r9/d0e304920.html.
5 Petition for Xtandi March-In Rights filed by 

KEI and UACT, January 14, 2016, available at 

https://www.keionline.org/wp-
6 Petition for Xtandi March-In Rights filed by 

KEI and UACT, January 14, 2016, available at 

https://www.keionline.org/wp-content/

uploads/Xtandi-March-In-Request-Letter-

14Jan2016.pdf.

7 Petition for Xtandi March-In Rights filed by 

Clare M. Love and Robert Sachs, November 

18, 2021, available at https://www.keionline.

org/wp-content/uploads/Love-Sachs-HHS-

Xtandi-Request-18Nov2021.pdf.
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Against this background, a bipartisan team of 
Senators Birch Bayh (D-Indiana) and Bob Dole 
(R- Kansas) introduced legislation to reform US 
patent policy related to government-sponsored 
research. In December 1980, President Carter 
signed the Bayh-Dole Act (P.L. 96-517, Patent 
and Trademark Act Amendments of 1980) into 
law. The Act established a new framework by 
which small businesses and non-profit 
institutions including universities could retain 
title to inventions developed under federally 
funded research programs and could 
commercialize federally funded inventions, and 
by which a private business could become an 
exclusive license for an agency’s invention. 

According to AUTM, “The Bayh-Dole Act 
fundamentally changed the nation’s system of 
technology transfer by enabling universities to 
retain title to inventions and take the lead in 
patenting and licensing groundbreaking 
discoveries.”2 The Act has been assessed as “the 
most inspired piece of legislation to be enacted 
in America over the past half-century.”3 For 17 
years, it was recognized as successful and 
remained uncontroversial, until in 1997, one of 
the Act’s provisions was first used in an effort to 
control the price of a prescription drug. 

Section 203 of the Act provides that when 
necessary, a federal agency that funded the 
research can require the contractor, assignee, or 
exclusive licensee to “grant a nonexclusive, 
partially exclusive, or exclusive license in any 
field of use to a responsible applicant or 
applicants, upon terms that are reasonable 
under the circumstances”.4 If the contractor, 
assignee, or exclusive licensee fails to grant a 
license, then the federal agency can grant a 
license to itself. 

According to § 203, such march-in action by 
the US government is necessary when: 

• the contractor or assignee has not 
taken, or is not expected to take within 
a reasonable time, effective steps to 
achieve practical application of the 
subject invention in such field of use;

• it is necessary to alleviate health or 
safety needs that are not reasonably 
satisfied by the contractor, assignee, 
or licensee;

• it is necessary to meet requirements 
for public use specified by Federal 
regulations and such requirements 
are not reasonably satisfied by the 
contractor; or

 the agreement required by § 204 has 
not been obtained or waived or 
because a licensee of the exclusive 
right to use or sell any subject invention 
in the United States is in breach of its 
agreement obtained pursuant to § 204.

Résumés
Dr. Rebecca McFadyen, Counsel
A registered patent attorney with an 
advanced degree in biomedical 
sciences, Rebecca McFadyen focuses 
her practice on all aspects of domestic 
and international patent prosecution, 
including inventorship, noninfringement, 
and invalidity analyses, third-party 
preissuance submissions, client 
counseling, and pre-litigation analysis 
relating to the life sciences and 
biotechnology technical areas. She 
works with clients to review, analyze and 
evaluate intellectual property-related 
issues to provide a comprehensive 
overview of the portfolio.

Dr. Tara Nealey, Shareholder & 
Practice Chair
Dr. Tara Nealey chairs the Biotechnology 
and Life Sciences Patent Prosecution 
practice group. Bringing a background in 
academic physiology research, she 
focuses her practice on clients with
intellectual property questions relating to 
the full range of life science 
technologies. Her experience 
encompasses over two decades of IP 
counsel to clients of all sizes, including 
individual inventors, public and private 
universities and research institutions, 
start-up companies, mid-size firms and 
Fortune 500 companies. Tara has 
extensive experience guiding clients 
through development of robust patent 
portfolios; guiding international patenting 
strategy; analyzing patent landscapes 
and key competitors’ patents; preparing 
freedom-to-operate (non-infringement) 
and patent invalidity opinions; analyzing 
strengths and weaknesses of patent 
portfolios, and handling IP due diligence 
in mergers and acquisitions; and 
analyzing in- and out-licenses of 
patented technologies.

Dr. Rebecca McFadyen

Dr. Tara Nealey
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unprecedented shift in the interpretation of 
march-in rights, with far-reaching consequences 
for drug-makers. 

“any decision-making role” relating to the Xtandi 
march-in petition. The UAEM letter argued that 
Dr. Rohrbaugh “is not capable of giving our 
petition impartial review, nor can he faithfully 
apply the law as it is written, as opposed to how 
he subjectively believes it should be.”14 With this 
letter, UAEM provided emails that allegedly 
“demonstrate that he holds a bias against 
march-in rights to address unreasonable 
pricing”. The UAEM letter closed by expressing 
concern that Dr. Rohrbaugh “has directed NIH 
officials involved in the 2022 petition to 
stonewall petitioners” and “requesting a 
teleconference with someone other than Dr. 
Rohrbaugh to address these concerns.” 

The UAEM letter no doubt reflected the 
petitioners’ frustration as in early January 2022, 
the NIH informed the petitioners that it would 
take about a month to review the Xtandi petition. 
On March 17, 2022, the Bayh-Dole Coalition sent 
a letter to Sec. Becerra urging the HHS to reject 
the November 2021 Xtandi March-In Rights 
Petition.15 In early April 2022, however, having 
not heard further, the Xtandi petitioners asked 
for an update, and on April 19, 2022, the 
NIH responded, explaining that the NIH was 
carefully reviewing the petition, and “will provide 
a complete response once the review has been 
completed and a determination is reached.”16

As all await the NIH’s decision, the outcome 
will be significant regardless. If the NIH again 
rejects the November 2021 petition to exercise 
march-in rights over Xtandi, then it will signal 
the strength of the NIH’s conviction that march- 
in rights are narrow rights, and therefore, are not 
intended to address drug pricing concerns per 
se. But, if the NIH grants the November 2021 
Xtandi petition, then it will signal a seismic and 

8 Petition for Xtandi March-In Rights filed by 

Clare M. Love and Robert Sachs, November 

18, 2021, available at https://www.keionline.

org/wp-content/uploads/Love-Sachs-HHS-

Xtandi-Request-18Nov2021.pdf.
9 UAEM’s Request to Join November 2021 

Xtandi March-In Rights Petition, January 14, 

2022, available at https://d3n8a8pro7vhmx.

cloudfront.net/uaem/pages/1262/

attachments/original/1642176700/Xtandi_

Xavier_Becerra_Letter_2022_.

pdf?1642176700.
10 Astellas Quote and Statement on the Bayh-

Dole Act and XTANDI, February 9, 2022, 

available at https://newsroom.astellas.us/

Astellas-Quote-and-Statement-on-the-

Bayh-Dole-Act-and-XTANDI-

February-9,-2022.

11 Astellas Quote and Statement on the Bayh-

Dole Act and XTANDI, February 9, 2022, 

available at https://newsroom.astellas.us/

Astellas-Quote-and-Statement-on-the-

Bayh-Dole-Act-and-XTANDI-

February-9,-2022.
12 Letter to HHS Secretary Becerra regarding 

the Petition for Xtandi March-In Rights signed 

by several Members of the US House of 

Representatives February 8, 2022, available 

at https://defazio.house.gov/sites/defazio.

house.gov/files/DeFazio%20Letter%20to%20

HHS%20Re%20Xtandi%20Petition.pdf
13 Letter to HHS Secretary Becerra regarding 

the Petition for Xtandi March-In Rights, 

February 17, 2022, available at https://www.

warren.senate.gov/imo/media/

doc/2022.02.17%20Letter%20to%20Sec.%20

Becerra%20on%20Xtandi%20March-in%20

Petition%20(2).pdf.

14 UAEM’s Request to Recuse Mark Rohrbaugh 

from Xtandi March-In Rights Petition, 

February 23, 2022, available at https://assets.

nationbuilder.com/uaem/pages/1120/

attachments/original/1645647826/UAEM_

Letter_to_HHS_Re__Rohrbaugh_

Recusal_%281%29.pdf?1645647826.
15 Letter to HHS Secretary Xavier Becerra sent 

by the Bayh-Dole Coalition, March 17, 2022, 

available at https://bayhdolecoalition.org/

wp-content/uploads/2022/03/Bayh-Dole-

Coalition-letter-to-HHS-on-Xtandi-march-in-

petition-March-2022.pdf. 
16 Zachary Brennan, “Scoop: NIH resets the 

clock on Xtandi ‘march-in’ petition request 

from patients with prostate cancer”, April 25, 

2002, available at https://endpts.com/nih-

resets-the-clock-on-xtandi-march-in-

petition-request-from-patients-with-

prostate-cancer/.
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the basis is that the price is demonstrably 
unreasonable.8 

To this end, the Petition noted that the cost of 
Xtandi in the US is about $156,000 per year.

Other parties including Universities Allied for 
Essential Medicine (UAEM)9 have since asked to 
join the Xtandi march-in petition. 

In a February 2022 statement, the manufacturer 
of Xtandi, Astellas responded to the November 
2021 march-in petition: 

Astellas has invested years and more than 
$1.4 billion to research and develop XTANDI and 
successfully bring this innovative cancer 
treatment to market for patients with advanced 
prostate cancer. XTANDI is priced in line with 
other oral therapies for advanced prostate 
cancer available in the U.S. today and is 
widely available for patients across the health 
insurance marketplace. Based on an analysis 
of third-party claims data from January to 
November of 2021, 71% of US patients paid less 
than $100 in out-of-pocket costs for their 
XTANDI prescription regardless of insurance 
type.10  

“XTANDI is a prime example of how collaboration 
between early-stage public research and 
private development can benefit American 
consumers, as the Bayh-Dole Act envisioned.”11 

Now members of Congress have again 
entered the arena. In February 2022, several 
Members of the House of Representative lead 
by Representative Peter DeFazio (D - Oregon) 
and Representative Lloyd Doggett (D - Texas) 
sent a letter to HHS Secretary Becerra urging 
him “to move forward with the November 2021 
petition to use either march-in or government 
use rights to remedy the unjustified pricing 
discrimination against United States residents 
for Xtandi, a drug to treat prostate cancer that 
was invented using grant funding from the U.S. 
Army and the National Institutes of Health”.12 

Soon thereafter, Senators Elizabeth Warren (D 
- Massachusetts) and Angus King (I - Maine) 
sent a letter to Secretary Becerra advising HHS 
to “hold a public hearing on the enzalutamide 
petition to allow petitioners and patent-holders 
to present arguments and accompanying 
evidence on this case, and then move forward 
to exercise the government’s march-in rights 
without delay.”13  

The discourse has become increasingly 
pointed. In late February 2022, after Astellas’s 
public statement, the Xtandi march-in petitioners 
wrote to HHS Secretary Becerra alleging that 
the NIH’s review process has not adequately 
included the petitioners or the public. On the 
same day, UAEM wrote to HHS Secretary Becerra 
and Acting Director of the NIH requesting the 
formal recusal of Dr. Mark Rohrbaugh, the NIH 
Special Advisor for Technology Transfer, from 

”
Now members of Congress have 
again entered the arena.
“
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engineered to identify other diseases, both 
infectious and genetic. Early in 2021, Dr. Kiana 
Aran of Cardea Bio published a study which 
combined three different Nobel Prize-winning 
technologies - graphene, transistors, and 
CRISPR - into a tiny chip that can detect 
pathogenic single nucleotide polymorphisms 
(SNPs). Since 50% of disease-causing mutations 
in humans are SNPs, this is a significant 
breakthrough in medical diagnostics.

CRISPR animal models
CRISPR-based genome engineering technology 
has facilitated the rapid generation of alternative 
in vivo and in vitro disease models. The new 
alternatives include the following: 

(i) Genome editing in single-cell 
embryos via direct injection of 
sgRNAs and Cas9 mRNA. This 
approach has been used successfully 
to generate mouse, rat and monkey 
models, thus revealing the full 
potential of the CRISPR-Cas9 system 
for efficient and quick creation of 
genetically modified animals in which 
one or several genes have been 
simultaneously altered. 

(ii) In vivo gene editing, which involves 
direct delivery of the CRISPR-Cas9 
system to specific cells in their native 
tissues, thus bypassing the need for 
germline-modified mutant strains. 
This alternative can be applied 
to existing disease models and 
transgenic strains and has promising 
applicability in gene therapy 
strategies.

CRISPR can be used to generate ‘humanization 
knock-ins’ in animals like mice - deleting a particular 
gene or region of DNA in the animal and 
replacing it with the human version. This level of 
accuracy is key to understanding and treating 
human disease. For example, gene-edited animal 
models of Duchenne Muscular Dystrophy have 
recently led to significant breakthroughs in 
treating this disease, including the development 
of a potential gene therapy, which has been 
experimentally demonstrated in dogs. It has 
also been used to create large animal models of 
neurodegenerative disorders which may lead to 
clinical trials in the near future.

CRISPR-based disease models have been 
generated for cancer, neurological diseases and 
other Mendelian or complex genetic human 
diseases to investigate the molecular mechanisms 
underlying pathogenesis. The models are also 
excellent platforms for testing gene therapy or 
for high-throughput screening of new drugs.

Stem Cells
CRISPR editing has been a game-changer for 
stem cell research, since harvesting stem cells 
from embryos is highly controversial. The 
advent of induced pluripotent stem cells (iPSCs) 
was a major breakthrough, because they are 
adult cells (like skin or blood cells) that have 
been reprogrammed to become pluripotent. 

While human iPSCs avoid the ethical concerns 
of embryonic stem cells, they remain challenging 
to work with - not only is it difficult to reprogram 
and grow iPSCs, but they are also quite resistant 
to genetic manipulation. CRISPR has not only 
made reprogramming iPSCs easier, but has also 
delivered much more efficient results than 
previous gene editing technologies which were 
originally used to engineer iPSCs.  

Primary cells
In recent years, scientists have provided 
solutions to increase CRISPR editing efficiency 
in primary cells, including synchronizing the cell 
cycle, using chemically modified sgRNAs, 
creating ribonucleoprotein (RNP) complexes for 
delivery, and optimizing delivery methods 
based on the specific cell type. These advances 
have led to many successful cell therapies, 
including T cell immunotherapies.

Others
CRISPR has also been applied in live-cell 
labelling of chromosomal loci, thus facilitating 
visualization of chromosomal dynamics and 
increasing our understanding of many fundamental 
intra-nuclear processes.

Delivery of the programmable nuclease is a 
key problem in genome engineering. The choice 
of vehicle for the CRISPR system depends on 
the purpose of the experiment and can vary 
from viral to non-viral methods. Vehicles include 
DNA, mRNA and even ribonucleoprotein 
complexes (RNP).

Résumé
Janett Lumbreras, Senior Assoicate
Janett has a Pharmaceutical Chemistry-
Biology Degree, Diplomat in Access to 
Worldwide Scientific and Technological 
Information; and Industrial and 
Intellectual Property Law from UNAM.
She has been Senior Associate at 
Uhthoff in the Patent Department. She is 
an active member of AMPPI, AIPLA, 
CNQFBM.
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CRISPR technology has revolutionized 
biological research in the last decade and
as a result, many academic institutions 

and companies have patented CRISPR systems 
and applications in healthcare, agriculture, gene 
therapy, cosmetic surgery, and many more fields. 
The technique has enabled the process of 
genome editing to be very precise, rapid, cost-
effective and highly efficient, in contrast with 
the downfalls that the previously debuted zinc 
finger nucleases (ZFN) and transcription activator-
like effector nucleases (TALEN) technologies 
showed. However, despite its great potential, 
challenges including off-target activity, method 
of delivery, ethical, and regulatory issues still 
remain unresolved for the CRISPR-Cas systems.

CRISPR-Cas9 is a gene-editing method that 
can be used in modifying the genome of living 
organisms, achieving precision changes in a 
gene, and allowing existing genes to be removed 
and/or new ones added. CRISPR denotes a 
system of bacterial immunity found within the 
genome of unicellular organisms. CRISPR 
sequences are derived from DNA fragments of 
bacteria that have previously infected these 
organisms. They act as an adaptive immune system
because they are used to detect and destroy 
DNA from similar bacteria during new infections.

Applications of CRISPR 
in Life Sciences 
The first trial of a CRISPR cell therapy was 
performed in 2019, treating patients with sickle 
cell disease. The treatment restored fetal 

hemoglobin, eliminating the need for a 
functional copy of adult hemoglobin.  

Oncology
One of the primary purposes of CRISPR-Cas9 
screening in oncology is to identify genotype-
specific vulnerabilities. Targeted deletion of 
these genes can decrease the viability of cancer 
cells, providing a strategy to discover potential 
therapeutic targets, while another application 
is identifying genes that work synergistically 
with a drug or develop resistance to the drug. 
Combining CRISPR screening with drug 
perturbation can provide an understanding of 
the mechanism of cancer response to drug 
treatment. CRISPR-Cas9 gene deletion screening
in lung cancer cells revealed that KEAP1 
deletion in the presence of multiple targeted 
RTK/Ras/MAPK pathway inhibitors changes 
cell metabolism, allowing cells to proliferate 
without MAPK signaling. Thus, loss-of-function 
screening can help evaluate the efficacy 
of related drugs in clinical trials and guide 
treatment selection.

Diagnostics
During the COVID 19 pandemic, CRISPR was 
used as both a potential therapeutics tool and 
as a diagnostic tool for the coronavirus. The 
SHERLOCK™ CRISPR SARS-CoV-2 test kit was 
granted Emergency Use Authorization from federal
authorities to be used in laboratory settings.

Similar diagnostics utilizing the search 
function of CRISPR-Cas9 have also been 

Main applications of 
CRISPR in life sciences 
and patent protection 
of this technology

Janett Lumbreras

CRISPR TECHNOLOGY

Janett Lumbreras, Senior Associate at Uhthoff, Gomez Vega & Uhthoff S.C, 
explains the functions and benefits of CRISPR technology and how it can be 
protected in Mexico. 
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The foregoing shall not affect the 
patentability of inventions whose object is a 
microbiological procedure or any other 
technical procedure or a product obtained 
by such procedures;
IV.-  The methods of surgical or therapeutic 

treatment of the human or animal body 
and the methods of diagnosis applied 
to these, and 

V.-  The human body in the different stages 
of its constitution and development, as 
well as the simple discovery of one of 
its elements, including the total or 
partial sequence of a gene. 
   Biological material isolated from its 
natural environment and obtained 
through a technical procedure may be 
subject to a patentable invention, even 
if it already exists previously in nature. 

Therefore, any patent application that falls 
within any of the above provisions will not be 
patented in Mexico and it will be necessary to 
adapt the scope of protection of such 
applications according to the requirements of 
the Mexican Legislation.

Several patent applications have been filed in 
Mexico associated with CRISPR technology and 

or life of people or animals or plants, or 
to avoid serious damage to the 
environment. In particular:

a)  The procedures for cloning humans 
and their products;

b)  Procedures for modifying the germline 
genetic identity of the humans and its 
products when these imply the 
possibility of developing a human; 

c)  The uses of human embryos for 
industrial or commercial purposes, or

d)  The procedures of modification of the 
genetic identity of the animals, that 
suppose for these suffering without 
substantial medical or veterinary utility 
for humans or the animal, and the 
resulting animals of said procedures; 
II.-  Plant varieties and animal breeds, 

except in the case of 
microorganisms;

III.-  Essentially biological procedures 
for obtaining plants or animals and 
products resulting from these 
procedures. 
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In Mexico, inventions in all fields of technology 
that are new, resulting of an inventive activity, 
and susceptible of industrial application shall be 
patentable, in the terms of the Mexican Federal 
Law for the Protection of Industrial Property 
(MFLPIP). 

Article 46 of the MFLPIP state that an 
invention is considered any human creation that 
allows the transformation of matter or energy 
that exists in nature, for its use by human and to 
satisfy its specific needs. 

According to article 46 of the MFLPIP the 
following shall not be considered as inventions:

I.-  Discoveries, scientific theories, or their 
principles;

II.-  …;
III.-  …;
IV.-  …; 
V.-  …;
VI.-  The ways of presenting information;
VII.-  The biological and genetic material, 

as it is found in nature, and
VIII.-  …. 

It should also be considered that the following 
subject-matter shall not be patentable under 
the provisions of the MFLPIP:

I.-  Inventions whose commercial 
exploitation is contrary to public order 
or contravene any legal provision, 
including those whose exploitation 
must be prevented to protect the health 

Viral vectors are promising vehicles for 
delivery of CRISPR components for two main 
reasons: 

(i) their defined tropism can be re-
targeted through almost any tissue 
or cell type; and 

(ii) they can be administered locally or 
systemically depending on individual 
requirements. 

Patentability of CRISPR
According to the WIPO website, China is the 
country that has filed more patent applications 
related to CRISPR followed by USA and Europe 
respectively, as shown in the table below:

Countries
No. 

applications

China 2,709

PCT 1,391

United States of America 1,355

European Patent Office 716

Australia 390

Canada 380

Republic of Korea 302

Japan 151

India 136

Singapore 135
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Several 
patent 
applications 
have been 
filed in 
Mexico 
associated 
with 
CRISPR 
technology 
and some of 
them have 
been 
granted.

“
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CRISPR TECHNOLOGY
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some of them have been granted, examples of 
such patents are listed herein below: 

Mexican 
Patent No. Title

389793 SUPPLY, MODIFICATION AND OPTIMIZATION OF 
SYSTEMS, METHODS AND COMPOSITIONS FOR 
THE MANIPULATION OF SEQUENCES AND 
THERAPEUTIC APPLICATIONS

388092 IMPROVED METHODS FOR MODIFICATION OF 
TARGET NUCLEIC ACIDS 

380562 MODIFICATIONS OF SYSTEMS, METHODS AND 
COMPOSITIONS OPTIMIZED GUIDE FOR THE 
MANIPULATION OF SEQUENCES

379552 SUPPLY AND USE OF CRISPR-CAS COMPOSITIONS, 
VECTORS AND SYSTEMS FOR TARGETED 
MODIFICATION AND LIVER THERAPY

375420 MULTIPLEXED GENETIC ENGINEERING ENABLED 
BY CRISPR

374529 SUPPLY, USE AND THERAPEUTIC APPLICATIONS 
OF CRISPR-CAS SYSTEMS AND COMPOSITIONS 
FOR GENOME EDITING

Conclusions
CRISPR-Cas9 has revolutionized the field of 
genome engineering. However, as every 
powerful tool during the process of 
development, several potential risks emerge 
that raise moral concerns, and irresponsible or 
illegal experimentation with the CRISPR-Cas 
systems need to be restricted by laws and 
regulations and supervised by relevant 
international organizations. A new organization, 
Association for Responsible Research and 
Innovation in Genome Editing (ARRIGE), was 
established by a group of European scientists 
with a mission of valuing and making policy for 
the ethical use of genome editing.

Under Mexican Patent Law, the CRISPR 
technology is susceptible to be patented. 
However, many people question the ethical and 
moral implications of the patented CRISPR 
technology. Therefore, it is uncertain whether 
these patents should be prevented instead of 
promoting further research and innovation.
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In May 2021, the United States government 
announced it would support the temporary 
waiver of intellectual property protections 

for COVID-19 vaccines under the Trade Related 
Aspects of Intellectual Property Rights (“TRIPS”) 
Agreement. This effort was well-received by 
members of the World Trade Organization (“WTO”), 
including many developing countries, as a 
step in the right direction to address massive 
shortages and inequalities in COVID-19 related 
supplies and distributions. 

However, intellectual property rights are just 
part of a bigger picture of many considerations 
to deliver practical improvements in global 
vaccine manufacturing capacity. Merely waiving 
TRIPS obligations would do little to remedy 
vaccine production shortages. Rather, it is the 
time and technical know-how that are the 
critical drivers for scaling up manufacturing 
capacity to alleviate the rapid transmission of 
SARS-CoV-2. These technologies and processes 
are generally not published in patents, but 
rather kept as trade secrets. Waiving TRIPS 
would fail to speed up vaccine production 
as manufacturers would still not receive the 
essential trade secrets needed to successfully 
build and operate the manufacturing facilities 
necessary to produce safe and effective 
vaccines. Furthermore, waiving TRIPS would reduce 
the current level of global vaccine distribution 
by interfering with access to limited supplies of 
raw materials and other essential inputs. 

While some may believe that COVID-19 and 
the associated TRIPS waiver is a less relevant 
discussion now than in 2021, it would be incorrect 
to conclude as such. Health experts are noting 

that while it may seem as if “the worst is behind 
us”, the reality is that the virus is still mutating 
and that the fall of 2022 may be bring more 
infection variants combined with waning 
immunity.1 Moreover, just this past March, a new 
draft decision text was released, containing 
some hallmarks of the initial proposed waiver of 
May 2021, generating a similar negative reaction 
from the pharma industry.2  

Therefore, as discussed below, companies 
possessing patent rights in COVID-19 innovations 
should be mindful of the circumstances under 
which a TRIPS waiver might interfere with patent 
rights to private commercial developments, the 
consequences of such interference, and the 
defensive and offensive strategies companies 
may take to avoid such interference.

Understanding the TRIPS Waiver
In October of 2020, India and South Africa first 
proposed a waiver of WTO’s TRIPS Agreement 
that would permit countries to suspend 
intellectual property protections for COVID-19 
related vaccines and therapeutics for the 
duration of the pandemic.3 The stated goal was 
to increase access to affordable medical 
products for the prevention, containment, or 
treatment of COVID-19, and potentially permit 
developing countries to manufacture and 
distribute vaccines independently.4 Since the 
announcement from the U.S. government in 
May, the TRIPS waiver has gained traction 
among many developing member states, and 
currently has at least 63 co-sponsors and is 
supported by more than 100 of WTO’s 164 
members.5 The WTO, however, operates by 

Current controversy around 
the waiver of intellectual 
property rights for COVID-19 
Vaccines and implications 
for life sciences companies 

Roger Kuan, Jason Novak and Eric Ong examine the threat that the TRIPS 
Agreement poses to life sciences companies when it comes to protecting 
their COVID-19 related inventions. 

1 See Anjalee Khemlani, 
COVID-19: ‘We might not be 
in a great spot in the fall,’ 
says Moderna CEO, Yahoo 
Finance (May 5, 2022), 
available at https://finance.
yahoo.com/news/we-
might-not-be-in-a-great-
spot-in-the-fall-moderna-
ceo-190810232.html.

2 See Proposed TRIPS waiver 
a hollow diplomatic 
compromise with little 
practical impact, Med. Law 
& Pol’y (Apr. 12, 2022), 
available at https://
medicineslawandpolicy.
org/2022/04/proposed-
trips-waiver-a-hollow-
diplomatic-compromise-
with-little-practical-
impact/.

3 See WAIVER FROM 
CERTAIN PROVISIONS OF 
THE TRIPS AGREEMENT 
FOR THE PREVENTION, 
CONTAINMENT AND 
TREATMENT OF COVID-19 
(Oct. 2, 2020), available at 
https://docs.wto.org/
dol2fe/Pages/SS/directdoc 
aspx?filename= q:/IP/C/
W669.pdf.

4 See John Zarocostas, 
What next for a COVID-19 
intellectual property waiver?, 
THE LANCET (May 22, 
2021), available at https://
www.ncbi.nlm.nih.gov/pmc/
articles/PMC8137306/. 

5 Id.
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“ Considerations and Advice to 
Life Sciences Companies 
With the uncertainty regarding the TRIPS waiver 
and compulsory licensing, life sciences companies
should be wary of governmental intervention 
in the private research, development, and 
distribution of any patented COVID-19 product. 
Patent holders should mitigate and minimize trade 
secrets and technology transfer misappropriations 
as early and as much as possible.  

As it stands under the current TRIPS waiver 
proposal, trade secret protections remain 
unaffected, allowing vaccine manufactures to 
continue protecting their technical know-how 
from competitors. If the waiver does not expand 
in scope, companies can work on reinforcing 
their trade secret protection plans and 
expanding their own manufacturing capacity to 
address any emergency that may arise.

However, if the pandemic worsens with a 
surge in COVID-19 cases, there may be mounting
international pressure to force life sciences 
companies to take steps beyond the TRIPS 
waiver. Governments could implement drastic 
measures to force the transfer of human capital 
and technical know-how by forcing manufacturing 
scientists, process engineering, quality assurance
professionals to travel to foreign manufacturing 
sites to disclose their knowledge and trade 
secrets to build and implement safe vaccine 
production lines. Under forced technology 
transfer, life sciences companies risk losing 
their intellectual property and trade secret 
rights indefinitely once critical knowledge is 
disclosed. 

As such, patent holders must proactively 
consider defensive and offensive strategies in 
which each can avoid interference or minimize 
the risks of having any expected economic 
incentives forcibly adjusted.

system that enforces confidentiality.17 The TRIPS 
waiver does not suspend national trade secret 
protection laws nor does it force technology 
transfer or the transfer of specialized human 
capital between companies. As a result, without 
transfer of essential trade secrets, waiving 
TRIPS would not speed up vaccine production 
even if there were excess manufacturing 
capacity available.

Trade secrets are especially critical for mRNA 
vaccine technologies. These biologics, as 
compared to more traditional chemical-based 
small molecules, are complex and require years 
of experimentation to find optimal cell growth 
medium, times, temperature, formulation, and 
other factors.  The know-how to manufacture 
mRNA vaccines at scale, safely and effectively, 
is owned by few companies like Pfizer/
BioNTech and Moderna.18 These technologies 
and processes are kept as trade secrets and are 
not published in patents. 

To secure trade secrets and technology 
transfer, governments would have to negotiate 
licensing agreements with companies for not 
only their patents, but also for teams of 
specialists to travel to and set up safe vaccine 
production facilities.19 The TRIPS Agreement 
does include a compulsory licensing process 
that allows the manufacturer through its 
national government to grant a compulsory 
license, provided the manufacturer has first 
sought a voluntary licensing agreement.20 Each 
compulsory license is related to a specific 
product, and TRIPS does not have a governing 
body that regulates this process. Issues related 
to production capacity, distribution, and 
production of raw materials and equipment 
used to manufacture package and transport 
vaccines are all bottlenecks that exist beyond a 
TRIPS waiver.21

6 See Article IX of the WTO Agreement, 

available at https://www.wto.org/english/

res_e/publications_e/ai17_e/wto_agree_art9_

jur.pdf.
7 Id.
8 See WAIVER FROM CERTAIN PROVISIONS 

OF THE TRIPS AGREEMENT FOR THE 

PREVENTION, CONTAINMENT AND 

TREATMENT OF COVID-19 REVISED 

DECISION TEXT (May 25, 2021), available at 

https://docs.wto.org/dol2fe/Pages/SS/

directdoc.aspx?filename=q:/IP/C/W669R1.

pdf.
9 Id.
10 See Statement from Ambassador Katherine 

Tai on the Covid-19 Trips Waiver, 

USTR.GOV (May 5, 2021), available at https://

ustr.gov/about-us/policy-offices/press-

office/press-releases/2021/may/

statement-ambassador- katherine-tai-covid-

19-trips-waiver.

11 See DRAFT GENERAL COUNCIL 

DECLARATION ON THE TRIPS AGREEMENT 

AND PUBLIC HEALTH IN THE 

CIRCUMSTANCES OF A PANDEMIC (Jun. 18, 

2021), available at https://docs.wto.org/

dol2fe/Pages/SS/directdoc.

aspx?filename=q:/IP/C/W681.pdf.
12 See John Zarocostas, What next for a COVID-

19 intellectual property waiver?, THE LANCET 

(May 22, 2021), available at https://www.ncbi.

nlm.nih.gov/pmc/articles/PMC8137306/.
13 See Five Steps to Urgently Advance COVID-19 

Vaccine Equity, PhRMA (May 19, 2021), 

available at https://www.phrma.org/en/

Press-Release/Five-Steps-to-Urgently-

Advance-COVID-19-Vaccine-Equity.
14 Id.
15 See Anthony So, WTO TRIPS Waiver for 

COVID-19 Vaccines, Johns Hopkins 

Bloomberg School of Public Health (May 10, 

2021), available at https://www.jhsph.edu/

covid-19/articles/wto-trips-waiver-for-covid-

19-vaccines.html.
16 See Article 39.2 of the TRIPS Agreement, 

available at https://www.wto.org/english/

docs_e/legal_e/27-trips_04d_e.htm.
17 See James Pooley, The Big Secret Behind the 

Proposed TRIPS Waiver, IP Watchdog (May 

25, 2021), available at https://www.

ipwatchdog.com/2021/05/25/big-secret-

behind-proposed-trips-waiver/id=133905/.
18 Id.
19 Id.
20 See Article 31 of the TRIPS Agreement 

available at https://www.wto.org/english/

docs_e/legal_e/27-trips_04c_e.htm.
21 See John Zarocostas, What next for a COVID-

19 intellectual property waiver?, THE LANCET 

(May 22, 2021), available at https://www.ncbi.

nlm.nih.gov/pmc/articles/PMC8137306/
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submitted its own General Council Declaration 
(Draft Declaration) to the TRIPS Council to 
reiterate the use of compulsory licensing and 
other flexibilities already provided within the 
TRIPS Agreement’s framework.11 China and Russia, 
looking to expand their vaccine diplomacy 
efforts, have announced they would support 
talks on a waiver at the WTO.12  

As expected, vaccine manufacturers and 
biotechnology companies have vocally 
opposed the waiver, arguing that an outright 
TRIPS waiver would eliminate the incentive for 
future pharmaceutical innovation, and 
companies will be reluctant to invest in new 
technology if they cannot reap full financial 
benefit from their successes. Pharmaceutical 
Research and Manufacturers of America 
(“PhRMA”), a trade group representing 
companies in the pharmaceutical industry in the 
United States, and others have announced an 
alternative approach to the TRIPS waiver.13  Instead 
of waiving intellectual property protections, 
PhRMA is pushing for increased dose sharing 
through COVAX, optimizing production of 
vaccines and raw materials, eliminating trade 
and regulatory barriers, supporting country 
readiness to deploy vaccination programs, and 
prioritizing future development of new COVID-
19 vaccines.14  

Given the current situation as it relates to 
vaccine access and production, particularly in 
developing countries, WTO member states 
will need to engage in a series of multilateral 
dialogues to arrive at any concrete and practical 
agreement on the TRIPS waiver. Some critics 
argue that the waiver will not scale up vaccine 
production because the manufacturing process is
overly complex and difficult to develop without 
extensive support from existing manufacturers 
under technology transfer agreements.15 In 
other words, these critics argue that access to 
patents may not limit vaccine production, but it 
is the time and knowledge involved in ramping 
up manufacturing capacity. Therefore, trade 
secrets and technology transfer must be critical 
drivers for advancing vaccine production. 

How the TRIPS Waiver Relates 
to Trade Secrets and Technology 
Transfer 
The TRIPS Agreement only creates obligations 
for governments to pass laws supporting 
intellectual property rights, including patents, 
copyrights, trademarks, and “undisclosed 
information procedures.”16 The private owner-
ship of these rights is unaffected. Unlike patents, 
copyrights, and trademarks, trade secrets (or 
“undisclosed information procedures” as called 
in TRIPS) do not depend on a government grant 
but instead only require a robust, reliable legal 

consensus.6 If an agreement cannot be reached, 
a decision to grant the exceptional waiver would 
need to be adopted by three-quarters of members.7

The co-sponsoring countries of the TRIPS 
waiver have since issued a revised proposal to 
advance text-based negotiations to the WTO 
TRIPS Council.8 The revised waiver covered a 
range of COVID-19-related “health products and 
technologies including diagnostics, therapeutics,
vaccines, medical devices, personal protective 
equipment, their materials or components, and 
their methods and means of manufacture.”9  Yet, 
the U.S. has called for negotiations specifically 
around vaccines only.10 The European Union has 
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It is known that there is an increased demand 
for health services across the world. Global 
population growth, aging population and an 

increased pace of medical advances are some 
of the factors contributing to the higher demand 
for health care services. According to Eurostat 
data, the current healthcare expenditure relative 
to Gross Domestic Product in 2019 in the 
European Union was of 9.92%, being that among 
the EU Member States, Germany (11.7 %) and 
France (11.1 %) had the highest healthcare 
expenditure relative to Gross Domestic Product 
in 2019, Portugal having a 9.53% healthcare 
expenditure relative to Gross Domestic Product 
in said year.

A relatively consensual definition of health 
care industry (also called the medical industry 
or health economy) is an aggregation and 
integration of sectors within the economic 
system that provides goods and services to 
treat patients with curative, preventive, 
rehabilitative, and palliative care. 

According to the United Nations International 
Standard Industrial Classification (ISIC), the 
healthcare industry generally consists of 
hospital activities, medical and dental practice 
activities and “Other human health activities”, 
the latter involving activities of, or under the 
supervision of, nurses, midwives, physio-
therapists, scientific or diagnostic laboratories, 
pathology clinics, residential health facilities, or 
other allied health professions, e.g., in the field 
of optometry, hydrotherapy, medical massage, 

yoga therapy, music therapy, occupational 
therapy, speech therapy, chiropody, homeopathy,
chiropractic, acupuncture, etc.

Trends in the Health Care Industry 
for 2022 
In the wake of the COVID-19 pandemic, it is 
already clear that significant changes were 

360º degree 
intellectual property 
protection in the 
healthcare industry
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protection  in the healthcare industry including trademarks, patents, 
domain names, and trade secrets.
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”

“ expanding dose sharing to low- and lower-
middle-income countries would force more 
equitable vaccine distribution. Similarly, eliminating 
trade barriers would allow easier import and 
export of key manufacturing materials and 
vaccines, along with the prioritized movement 
of the skilled workforce needed for COVID-19 
vaccine manufacturing. However, setting up 
and optimizing production is a time-intensive 
and arduous process that would likely take a 
new vaccine manufacturer years to come online 
and produce vaccines that are safe for the 
public to use. 

Governments and life sciences companies 
must recognize the uncertainty and reper-
cussions that would remain once intellectual 
property protections are removed. Expanding 
vaccine production to unlicensed manufacturers 
could worsen the already strained demand for 
limited raw materials and challenging supply 
chain issues. Companies risk losing their 
proprietary technologies and competitively 
sensitive trade secret information indefinitely 
without reaping the financial rewards for their 
efforts. Even if the TRIPS waiver is limited to just 
three years as it currently stands, the waiver 
does set a precedent that may incentivize 
companies to keep more of their innovation under 
wraps as trade secrets instead of trying to obtain 
patent protection for them. This in turn may be 
detrimental to the pace of future advancements 
in COVID-19 treatments. Moreover, if the TRIPS 
waiver was extended beyond three years, it 
could incentivize governments, companies, or 
private investors to commit the capital necessary 
to start new follow-on biologics manufacturing 
plants to complete with branded biologics 
manufacturers. For small molecule, chemical-
based therapeutics that do not involve much 
technical know-how or specialized human 
capital to manufacture, an TRIPS (extended or not) 
waiver will likely result in generics competition. 

The world needs to recognize the importance 
of a strong, predictable, and globally harmonized 
intellectual property system. Strong intellectual 
property protections provide incentives for 
companies to create new and groundbreaking 
technologies. These incentives were critical in 
driving the private sector to develop COVID-19 
vaccines and therapeutics, in the first place, in 
record time. Life sciences companies should actively 
consider defensive and offensive strategies 
to secure their proprietary products and 
technologies. Only then will the world be best 
prepared for the next public health emergency. 

Under a defensive and protectionist approach, 
patent holders should develop robust trade 
secret protection plans to ensure critical 
technologies and innovations are well protected. 
They should frame their protectionist plan to 
encompass virtually any information that is 
valuable. This approach allows for intellectual 
property to remain undisclosed. Information 
protected by trade secrets is often valuable 
because it is unknown and not readily 
ascertainable. Trade secret law provides indefinite 
protection, as long as the trade secret stays a 
secret. It also prevents the disclosure or use of 
a trade secret by one to whom the secret was 
disclosed. In return, enforceable secrecy leads 
to more dissemination of technology, not less. 

Patent holders should also develop strong 
internal trade secret programs through required 
training and strengthened security measures. 
Companies should have multi-layered checkpoints 
to ensure employees, particularly exiting 
employees, are not improperly removing or 
downloading documents that are critical to their 
trade secrets and patent portfolios. Furthermore, 
patent holders could protect their technologies 
by ensuring no one person or group understands 
the entire workflow in manufacturing and 
scale-up production. This will prevent any one 
person or group to have the independent ability 
to reconstruct the workflow. Even with the 
suspension of intellectual property protection, 
taking defensive steps would ensure patent 
holders would not have to worry about 
competitors being able to produce vaccines 
with critical know-how. 

 In addition, under an offensive approach, 
patent holders should proactively secure profitable 
partnerships and licensing agreements with 
other manufactures to expand their patent 
applications. Voluntary technology transfer 
through licensing would enable manufacturers 
and plants around the world to scale up quickly 
and effectively as needed. This tactic would 
generate additional revenue for the patent 
holders while simultaneously ensuring their 
intellectual property, including undisclosed 
information procedures, is secured. In the 
interest of the manufacturers, patent holders 
could agree to lower licensing royalty rates to 
encourage cooperation and market accessibility. 
Most importantly, patent holders would not be 
forced to enter into compulsory licensing 
agreements because governments would have 
no incentive to do so in a robust, and scalable 
production assembly. Companies should enter 
favorable negotiations on their terms instead of 
waiting for a health crisis during which harsh 
public policy could force patent holders to enter 
into unfavorable financial situations. 

Regarding PhRMA’s alternative approach, 
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Patents 
A patent right attributes the exclusive right of 
exploring the invention in a certain territory to 
the holder of such right.

A patent right may be transmitted either free 
of charge or onerously. The transmission of 
patent rights is perceived as a fundamental 
characteristic of the patent system.

The right to the attribution of a patent belongs 
to its inventor or to the inventor’s heirs.

Patents are titles of invention, meaning, 
industrial property rights intended to protect 
inventions. The patent as granted will be the 
starting point for the clarification of the scope of 
protection of the patent.

The protection of the patent allows for the 
exploitation of the patented invention in a 
certain territory. This establishes the positive 
content of the patent right, granting its inventor 
the right to practice and use the patented 
invention within a limited territory, in light of the 
territorial scope of patent rights.

On the other hand, there is also a known 
negative content of the patent right, meaning it 
attributes to the patent holder the right to 
prevent unauthorized third parties from using 
the patent and profiting from what is thought to 
be an exclusive right (thus precluding third 
parties from benefitting from the inherent 
economic rights). 

Provided that the usual requirements of 
novelty, inventive step and utility are met, 
patents are traditionally a strong option to be 
considered for any individual or entity acting in 
the health care industry who wishes to protect 
its intellectual property rights. 

Trade secrets
In a highly competitive and fast-changing 
reality, the ability to innovate in the creation of 
products and solutions is key to the success of 
a company in the health care industry. Trade 
secrets are often a crucial part of this process, 
thus giving a competitive advantage to its 
holders in their market. 

Misappropriation can mean the loss of this 
advantage over competitors because the secret 
loses its core quality: not being widely known. 

If a trade secret of a technical nature is at 
stake, the loss may result in that a process that 
was exclusive becomes replicable by others. 

If it is a trade secret of a more commercial 
nature, the company may be exposed in its 
strategy, resources or contacts. 

It should also be noted that business secrets 
often result from a prior investment, which 
makes their misappropriation a double loss: 
because of the loss of future income and 
because of the past investment that is no longer 
recoverable. 

And what exactly constitutes a trade secret? 
According to Article 39º (2) of the TRIPS 
Agreement, a trade secret is information that: (a) 
is secret in the sense that it is not, as a body or 
in the precise configuration and assembly of its 
components, generally known among or readily 
accessible to persons within the circles that 
normally deal with the kind of information in 
question; (b) has commercial value because it is 
secret; and (c) has been subject to reasonable 
steps under the circumstances, by the person 
lawfully in control of the information, to keep it 
secret.

There are several measures a health care 
provider may and should take to protect its 
trade secrets and these can be factual or legal. 

Domain names
In the age of the internet, it is very relevant to 
have a trademark aligned with a domain name, 
and that is also the case in the health care 
industry. As such, domain name availability is an 
important aspect when selecting a trademark, 
and so is owning the right domain name and 
ensuring the exclusive right of using such a 
domain name. 

Conclusion
There is a growing demand for health services 
across the world, which is also a growingly 
competitive environment. Individuals and 
companies acting in this sector have a wide 
range of intellectual property rights that can 
and should be used in order to secure their 
position in the marketplace. An increasing 
perception of the value of intangible assets 
alongside already identified trends in the health 
care industry advise careful consideration of 
intellectual property protection. 
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not only innovation, but also to build the sense 
of identification for consumers with companies. 

If a company has decided to act in the health 
care industry, it should make sure that its 
company name and any product or service are 
trademark protected.

Although trademarking is not often on the 
business agenda of entrepreneurs in this sector, 
the right selection of a trademark helps to build 
a strong image. 

In fact, a trademark is a sign used in commerce 
to distinguish and identify a company’s products 
and services from those of other companies. 
Trademarking helps the consumer to find the 
desired products, which builds the reputation of 
the trademark and also encourages its holder to 
maintain the quality of its products.

After choosing possible names for their 
services and products, health care providers 
should consider conducting a prior search to 
assess possible confusion between their 
trademark with others to ensure that the desired 
trademark is not already in use or that the 
trademark does not have a negative meaning in 
certain countries.

Prior research also prevents facing a possible 
infringement or unfair competition claim from 
other trademark owners or representatives.

In the specific case of medicinal products, 
there are of course regulatory provisions that 
should be considered in the context of 
trademark protection. 

implemented as a result of said pandemic. The 
health care industry changed too. 

While many more changes will come in the 
future for the health care industry, some are 
more significant and apparent than others. 

Amongst the more significant and apparent 
changes in the health care industry one can 
enlist various changes.  

The adoption of telemedicine is certainly one 
of them. Just a few decades ago a patient 
video-calling his/her physician was not 
possible, whereas nowadays many doctors are 
happy to interact with their patients from a 
distance via a video or phone call. 

Integrated medical technologies are also a 
trend of today: electronic health records, 
medical internet of things, artificial intelligence, 
remote monitoring, all congregate to  transform 
in many ways the way in which health care is 
provided. 

Another consensual change that is appearing 
on the horizon for health care service is more 
personalization in health care. This can be 
tied-up with another trend which is the increase 
in home care services vs. hospital care services. 

All of these trends can and should be 
considered in the context of protecting 
intellectual property assets. 

Trademark protection 
Trademarks in the health care industry are an 
important mechanism in the strategy to promote 

A trademark 
is a sign 
used in 
commerce 
to 
distinguish 
and identify 
a company’s 
products 
and 
services 
from those 
of other 
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INDIA

LexOrbis
LexOrbis is a highly specialised, market-leading IP
boutique fielding a sizable team of 9 partners, 
85 lawyers and over 60 patent attorneys and is amongst
the fastest growing IP firms in India having offices at 
3 strategic locations i.e. Delhi, Mumbai and Bengaluru.
The firm is a one stop shop for all Intellectual Property
related needs and provides practical solutions and
services for various legal issues faced by technology
companies, research institutions, universities,
broadcasters, content developers and brand owners.
Tel: +91 11 2371 6565
Fax: +91 11 2371 6556
Website: www.lexorbis.com/
Email:  mail@lexorbis.com
Contact: Manisha Singh, Managing Partner

manisha@lexorbis.com
Abhai Pandey, Partner
abhai@lexorbis.com  

IPSOL
IPSOL is a key service line focused on the planning,
registration and management of trademark, patent
and other IP rights portfolios, offering solutions that
enable to maximize the protection of your IP assets in
Macau and worldwide.

Address: Avenida da Praia Grande, 759, 5° andar, 
Macau

Tel: (853) 2837 2623
Fax: (853) 2837 2613
Website: www.ipsol.com.mo
Email: ip@ipsol.com.mo
Contact: Emalita Rocha

MACAU

INDIA

Mehta & Mehta Associates 
Mehta & Mehta Associates (Gurgaon, INDIA) is 
a full-service boutique IP Law Firm, providing Filing,
Prosecution and Litigation services in respect of
Patents (in different fields of science and engineering),
Trade Marks, Designs and Copyright. The Firm assists
both national and international clientele, from different
geographical locations and backgrounds for all IP
related contentious and non-contentious matters. 

Address: Mehta & Mehta Associates, Mehta House,
B-474, Sushant Lok-1, Sector-27,
Gurgaon-122002, NCR, India

Tel: +91-124-410 8474, 410 8475
Fax: +91-124-410 8476 
Website: www.mehtaip.com
Email: mehta@mehtaip.com
Contacts: Dr. Ramesh Kr. Mehta, Founder

Ankush Mehta, Principal Attorney

INDIA

INDIA

Y. J. Trivedi & Co.
The firm is elated to have completed 50 years in the practice
of IPR Law (full service) with offices in Mumbai, Delhi and
Jaipur. The firm has a strong base of well-credentialed legal
and technical professionals offering quality services in all
areas of IPR. Whether working on a precedent-setting case
or preparing opinions, the firm endeavours to be innovative
in its approach and adopt pragmatic strategies to meet its
client’s interest. Through interdisciplinary collaboration and
specialized experience in its clients' industries, the firm
provides effective solutions that aligns with clients’ short-
term and long-term business objectives.
Address: 2nd Floor, City Square Building, 

Opp. Kashiram Hall, Polytechnic,
Ahmedabad – 380 015, Gujarat, India

Tel: +91 79 26303777, 26305040
Website: www.yjtrivedi.com
Email: jatin@yjtrivedi.com
Contact: Mr. Jatin Trivedi

LUXEMBOURG

YOUR IP

Patent42
Representation for Europe and Luxembourg, 
France and Belgium.
Patent 42 is a law firm acting in Industrial Property.
Our job is to help and assist companies and
entrepreneurs in protecting and defending their
investments in innovation and creation.
If innovation is first of all a state of mind, it is also
a necessity and a source of development and growth
for your company. Investments carried out to develop
new products or new activities deserve to be
protected.seeking to protect valuable original creations.

Address: BP 297, L-4003 Esch-sur-Alzette, 
Luxembourg

Tel: (+352) 28 79 33 36
Website: www.patent42.com
Email: info@patent42.com 

L.S. DAVAR & CO.
We are India’s oldest Intellectual Property and Litigation
Firm. Since 1932, we have been as a trusted IP partner
of Global Large and Mid-size companies and foreign IP
law firms. We have been widely acknowledged by Govt.
of India. In the last    90 years, we have retained number
one position in India in not only filing the Patents,
Designs, Trademarks, Copyright, and Geographical
Indications but also in getting the grants.

Tel: 033- 2357 1015 | 1020
Fax: 033 – 2357 1018 
Website: www.lsdavar.com  
Email: mailinfo@lsdavar.in 
Contact: Dr Joshita Davar Khemani

Mrs. Dahlia Chaudhuri

INDIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Suite 7, 2nd Floor, Chicago Building, 
Al Abdali, P.O. Box 925852, Amman, 
Jordan

Website: www.utmps.com
Email: jordan@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Mrs Fatima Al-Heyari

JORDAN

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
6th Floor, Burj Al Ghazal Building, Tabaris,
P. O. Box 11-7078, Beirut, Lebanon

Website: www.utmps.com
Email: lebanon@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Hanadi  

LEBANON
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GUATEMALA

Lexincorp
A leading Central American law firm with 7 offices
located in the major cities throughout the region.
LEXINCORP has specialized in providing legal
advisory to our domestic and international clientele
for more than 40 years. Our regional practice has
evolved to integrate processes, services, knowledge,
business, values and solutions to provide the highest
quality results operated as a single, fully integrated
Central American firm with over 80 lawyers.

Address: 9a Avenida 14-78 zona 10, Guatemala,
Guatemala, C. A.

Tel/Fax: (502) 2246 3000 / (502) 2333 5980
Website: www.lexincorp.com
Email: gonzalomenendez@lexincorp.com

groca@lexincorp.com 
Contact: Mr Gonzalo Menéndez G., Ms Gina Roca

Landivar & Landivar
Established by Gaston Landívar Iturricha in 1962,
Landívar & Landívar is a pioneer firm in the field of
Industrial Property in Bolivia. Our international
reputation was gained through a competent and
complete legal service in our area of specialization,
and an excellent and professional team with no
comparison in our country.

Address: Av. Arce 2618, Columbia Bldg., 8th floor,
Office 802. La Paz, Bolivia, South America

Tel/Fax: 591-2-2432362 / 2113157
Website: www.landivar.com 
Email: ip@landivar.com
Contact: Martha Landivar, Michele Arteaga

BOLIVIA

Cermak a spol
Čermák a spol. is a leading IP law firm in the Czech
Republic and Slovakia, providing services in all areas
of IP law, including patents, trademarks, utility models,
industrial designs, unfair competition and others. We
have a qualified team of lawyers for both IP prosecution
and litigation including litigation in court. Our strengths
is a unique combination of experienced and qualified
patent attorneys and lawyers.

Address: Čermák a spol, Elišky Peškové 15
150 00 Praha 5, Czech Republic.

Website: www.cermakaspol.com 
Email: intelprop@apk.cz

Contact: Dr. Karel Cermak - Managing Partner
Dr. Andrea Kus Povazanova - Partner

CZECH REPUBLIC

Chandrakant M Joshi 
Our law firm has been exclusively practicing Intellectual
Property Rights matters since 1968. Today, Mr. Hiral
Chandrakant Joshi heads the law firm as the senior most
Attorney. It represents clientele spread over 35 countries.
The law firm conducts search, undertakes registration,
post-registration IP management strategies, IP valuation,
infringement matters, domain name disputes and cyber
law disputes of patents (including PCT applications),
trademarks, industrial designs and copyrights. 

Address: Solitaire - II, 7th Floor, Link Road,
Malad (West), Mumbai - 400 064, India

Tel: +91 22 28886856 / 57 / 58 / 64
Fax: +91 22 28886859 / 65  
Website: www.cmjoshi.com
Email: mail@cmjoshi.com / cmjoshi@cmjoshi.com /

patents@cmjoshi.com / designs@cmjoshi.com /
trademarks@cmjoshi.com

INDIA

O’Conor & Power
O’Conor & Power’s trademark and patent practice
group has wide experience in handling portfolios for
international and domestic companies in Argentina 
and Latin America. Our services in the region include
searches, filing and registration strategies, prosecution,
opposition, renewals, settlement negotiations,
litigation, enforcement and anti-counterfeiting
procedures, recordal of assignments, licences,
registration with the National Custom Administration
and general counselling in IP matters.

Address: San Martín 663, 9th Floor,
(C1004AAM) Buenos Aires, Argentina

Tel/Fax: 005411 4311-2740/005411 5368-7192/3
Website: www.oconorpower.com.ar
Email: ocp@oconorpower.com.ar
Contact: Santiago R. O’Conor, Managing Partner
E-mail: soc@oconorpower.com.ar

ARGENTINA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Office 21, Sabha Building No. 338 
Road 1705, Block 317 Diplomatic Area, 
Manama, Bahrain

Website: www.utmps.com
Email: Bahrain@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Talal F.Khan & Mr Imad

BAHRAIN

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Djibouti Branch Djibouti, Rue Pierre Pascal
Q.commercial Imm, Ali Warki, Djibouti

Website: www.utmps.com
Email: Djibouti@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Imad & Faima Al Heyari 

DJIBOUTI

Excelon IP
Excelon IP is a boutique IP law firm headed by 
Mr. Sanjaykumar Patel who is Principal IP Attorney
and having 17+ years of experience in the
Intellectual Property field. He was listed as Top 100
IP leaders of India. He is a registered IP Startup
Facilitator by Gov. of India and active member of 
“IP Collegium” of JIII (Japan Institute for Promoting
Invention & Innovation), Tokyo. We provide a wide
range of service related to Patent, Trademark, Design
and Copyright for India including PCT application,
Madrid application along with Novelty search,
landscape search and IP Strategy.

Tel: +91 951233 2604
Website: https://excelonip.com/
Email: ipr@excelonip.com, sanjay@excelonip.com  
Contact: Mr. Sanjaykumar Patel

(Founder- Principal IP Attorney)

India

ARMENIA

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of
highly-qualified patent and trademark attorneys,
lawyers and technical experts. 
We represent our clients' interests in Armenia, 
Russia, at Eurasian Patent Office, and cooperate with
partners and associates in other Eurasian countries:
Georgia, Belarus, Ukraine, Kazakhstan, Azerbaijan,
Kyrgyzstan, Turkmenistan, Uzbekistan, Moldova,
Tajikistan, as well as Baltic states. 
Our attorneys are member of INTA, FICPI, AIPPI,
LESI, ECTA, PTMG.

Address: Yerevan, Republic of Armenia

Tel: +374 91 066393
Email: Armenia@vakhnina.com 
Website: http://about.vakhnina.com 
Contact: Dr. Alexey Vakhnin, Partner
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Sojuzpatent
Sojuzpatent is the oldest leading IP law firm on the
territory of the former USSR, with seven offices in
Russia, and associates in all the neighboring
countries. We employ more than 150 people,
including 50+ patent attorneys and litigation lawyers,
to achieve seamless prosecution and successful
litigation. We offer everything you may need for
protecting your IP in the whole region. 

Address: Myasnitskaya St., 13, Bldg. 5, Moscow,
101000, Russia

Tel: +7 495 221 88 80/81
Fax: +7 495 221 88 85/86
Website: www.sojuzpatent.com 
Email: info@sojuzpatent.com 
Contact: Svetlana Felitsina, Managing Partner

Tatiana Petrova, Head of Trademark
Department

RUSSIA

Deep & Far Attorneys-at-law
Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far
normally are generally graduated from the top five
universities in this country. More information
regarding this firm could be found from the website
above-identified.

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
Taipei 104, Taiwan

Tel/Fax: 886-2-25856688/886-2-25989900
Website: www.deepnfar.com.tw 
Email: email@deepnfar.com.tw
Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN, ROC

Fenix Legal
Fenix Legal, a cost-efficient, fast and professional
Patent and Law firm, specialized in intellectual
property in Europe, Sweden and Scandinavia. Our
consultants are well known, experienced lawyers,
European patent, trademark and design attorneys,
business consultants, authorized mediators and
branding experts. We offer all services in the IP field
including trademarks, patents, designs, dispute
resolution, mediation, copyright, domain names, IP
Due Diligence and business agreements.

Tel: +46 8 463 50 16
Fax: +46 8 463 10 10
Website: www.fenixlegal.eu
Email: info@fenixlegal.eu
Contacts: Ms Maria Zamkova

Mr Petter Rindforth

SWEDEN

TAIWAN R.O.C.

Giant Group International Patent,
Trademark & Law Office
Giant Group is specialized in domestic and international
patent application, litigation and licensing, as well as
trademark and copyright registration. Regardless of
whether you are seeking legal protection for a piece of
intellectual property, or being accused of infringing
someone else's intellectual property, you can deal with this
complex area of law successfully through Giant Group. 

Tel: +886-2-8768-3696
Fax: +886-2-8768-1698
Website: www.giant-group.com.tw/en
Email: ggi@giant-group.com.tw
Contacts: Marilou Hsieh, General Manager, 

Tel: +886-911-961-128
Email: marilou@giant-group.com.tw
Amanda Kuo, Manager
Tel: +886-2-87683696 #362
Email: amandakuo@giant-group.com.tw

RUSSIA

Vakhnina and Partners
The team of Vakhnina and Partners, one of the leading
IP firms in Russia, comprises of highly-qualified patent
and trademark attorneys, lawyers and technical
experts. We represent our clients' interests in Russia
and at Eurasian Patent Office, and also cooperate with
partners and associates in other Eurasian countries as
Georgia, Ukraine, Belarus, Kazakhstan, Armenia,
Azerbaijan, Kyrgyzstan, Turkmenistan, Uzbekistan,
Moldova, Tajikistan, as well as Baltic states. 
Member of INTA, FICPI, AIPPI, LESI, ECTA, PTMG

Address: Moscow, Russia
Tel: +7-495-946-7075, +7-495-231-4840
Fax: +7-495-231-4841
Website: www.vakhnina.ru 
Email: ip@vakhnina.ru 
Contact: Dr. Tatyana VAKHNINA

Dr. Alexey VAKHNIN

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
30th Street, Olaya Opposite to Madarris Al 
Mustaqbil, P.O. Box 15185, Riyadh 11444,
Kingdom of Saudi Arabia

Website: www.utmps.com
Email: saudia@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Dr.Hasan Al Mulla & 

Justice R Farrukh Irfan Khan

SAUDI ARABIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: U.T.P.S Lanka (Pvt) Ltd 
105, Hunupitiya Lake Road, Colombo – 2, 
Sri Lanka

Website: www.utmps.com
Email: srilanka@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Krishni & M.F. Khan

SRI LANKA

TAIWAN, ROC

LEWIS & DAVIS
LEWIS & DAVIS offers all services in the IPRs field,
including prosecutions, management and litigation of
Trademarks, Patent, Designs and Copyright, and
payment of Annuity and Renewal fee.  Our firm assists
both domestic and international clients in Taiwan,
China, Hong Kong, Macau and Japan.  Our experienced
attorneys, lawyers, and specialists provide professional
services of highest quality while maintaining costs at
efficient level with rational charge. 

Tel: +886-2-2517-5955
Fax: +886-2-2517-8517
Website: www.lewisdavis.com.tw
Email: wtoip@lewisdavis.com.tw

lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO

David M. C. HO

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Shauri Mayo Area, Pugu Road, 
Dar-Es-Salaam, Tanzania

Website: www.utmps.com
Email: tanzania@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Mr Imad & Fatima Al Heyari  

TANZANIA
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United Trademark & Patent
Services
International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.

Address: 85 The Mall Road, Lahore 54000, Pakistan
Tel: +92 42 36285588, +92 42 36285590,

+92 42 36285581, +92 42 36285584
Fax: +92 42 36285585, +92 42 36285586,

+92 42 36285587
Website: www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan, Hasan Irfan Khan

PAKISTAN

Bharucha & Co.
Established in 1948, Bharucha & Co. is one of the
leading Intellectual Property law firms in Pakistan
providing full range of IP services including all
aspects of patents, trademarks, designs, copyright,
domain names, licensing, franchising and litigation.
The firm is ranked among the leading law firms in
Asia by most of the prestigious legal referral guides.

Address: F-7/1, Block 8, K.D.A Scheme 5,
Kehkashan Clifton, Karachi, Pakistan.

Tel: +92-21-3537 9544
Fax: +92-21-3537 9557-58
Website: www.bharuchaco.com
Email: email@bharuchaco.com
Contact: Mohammad Fazil Bharucha, Abdul Aziz 

PAKISTAN

POLAND

Sigeon IP, Grzelak & Partners 
Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”
service in Poland and Europe. 

Tel: +48 22 40 50 401/301
Fax: +48 22 40 50 221
Website: www.sigeon.pl/en
Email: ip@sigeon.pl
Contacts: anna.grzelak@sigeon.pl (patents, 

management & international cooperation)
tomasz.gawrylczyk@sigeon.pl 
(trademarks, designs & legal)

NIGERIA

Aluko & Oyebode  
The IP practice at Aluko & Oyebode is recognised as a leader
in handling patents, trademarks, copyrights, designs, and
related IP litigation in Nigeria. The Firm’s IP team has an
extensive trial experience and provides an incomparable
expertise in a variety of IP matters, including clearance
searches, protection, portfolio management, use and
enforcement of trademarks, copyright, patents, design and
trade secrets, licensing, technology transfer (interface with 
the National Office for Technology Acquisition and
Promotion), franchising, media law, packaging, advertising,
labelling, manufacturing and distribution agreements, and
product registration with the National Agency for Food and
Drug Administration and Control (NAFDAC).
Tel: +234 1 462 83603387
Website: www.aluko-oyebode.com 
Contacts: Uche Nwokocha, Partner

Uche.Nwokocha@aluko-oyebode.com
Mark Mordi, Partner
Mark.Mordi@aluko-oyebode.com

MEXICO CITY

TOVAR & CRUZ IP-LAWYERS, S.C.
We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have been
resolved, so, our professional success is also based on
providing prompt response and high quality,
personalized service. “Whatever you need in Mexico,
we can legally find the most affordable way”

Tel: 525528621761 &  525534516553
Website: www.tciplaw.mx 
Email: ecruz@tciplaw.mx

mtovar@tciplaw.mx
contactus@tciplaw.mx 

Contact: Elsa Cruz, Martin Tovar

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
58, rue Ibn Battouta 1er étage, 
no 4. Casa Blanca, Morocco

Website: www.utmps.com
Email: morocco@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan

MOROCCO

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Suite No. 702, 7th Floor, Commercial 
Centre, Ruwi Muscat, Sultanate of Oman, 
P. O. Box 3441, Postal Code 112 Ruwi, 
Sultanate of Oman

Website: www.utmps.com
Email: oman@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: S.Maqbool & T.F. Khan

OMAN

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Ahmed Al-Misnad Building, Building No. 241,
2nd Floor, Office 9, Street No. 361, 
Zone No. 37, Mohammad Bin Thani Street, 
Bin Omran P.O.Box : 23896 Doha

Website: www.utmps.com
Email: qatar@unitedTM.com & 

unitedtrademark@unitedtm.com
Contact: Ahmed Tawfik & M.Y.I. Khan

QATAR

MEXICO

Goodrich Riquelme Asociados
Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with a
timely notice of their intellectual property matters. We
also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2, Col. Y Del.
Cuauhtemoc, 06500 Mexico, D.F.

Tel: (5255) 5533 0040
Fax: (5255) 5207 3150
Website: www.goodrichriquelme.com
Email: mailcentral@goodrichriquelme.com
Contact: Enrique Diaz 
Email: ediaz@ goodrichriquelme.com

TPL DOS 5pp LHP Start_TPL60:Layout 1  6/6/22  14:04  Page 110

mailto:katie%40ctclegalmedia.com?subject=
mailto:mailcentral%40goodrichriquelme.com?subject=
mailto:ediaz%40goodrichriquelme.com?subject=
mailto:ecruz%40tciplaw.mx?subject=
mailto:mtovar%40tciplaw.mx?subject=
mailto:contactus%40tciplaw.mx?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:unitedtrademark%40unitedtm.com?subject=
mailto:morocco%40unitedtm.com?subject=
mailto:uche.nwokocha%40aluko-oyebode.com?subject=
mailto:mark.mordi%40aluko-oyebode.com?subject=
mailto:oman%40unitedtm.com?subject=
mailto:email%40bharuchaco.com?subject=
mailto:ip%40sigeon.pl?subject=
mailto:anna.grzelak%40sigeon.pl?subject=
mailto:tomasz.gawrylczyk%40sigeon.pl?subject=
mailto:qatar%40unitedtm.com?subject=
mailto:info%40sojuzpatent.com?subject=
mailto:ip%40vakhnina.ru?subject=
mailto:saudia%40unitedtm.com?subject=
mailto:srilanka%40unitedtm.com?subject=
mailto:info%40fenixlegal.eu?subject=
mailto:email%40deepnfar.com.tw?subject=
mailto:ggi%40giant-group.com.tw?subject=
mailto:marilou%40giant-group.com.tw?subject=
mailto:amandakuo%40giant-group.com.tw?subject=
mailto:wtoip%40lewisdavis.com.tw?subject=
mailto:lewis%40lewisdavis.com.tw?subject=
mailto:tanzania%40unitedtm.com?subject=
http://www.utmps.com
http://www.sojuzpatent.com
http://www.vakhnina.ru
https://fenixlegal.eu/
http://www.deepnfar.com.tw
http://www.giant-group.com.tw/en
http://www.lewisdavis.com.tw
http://www.utmps.com
http://www.utmps.com
http://www.tciplaw.mx
http://www.utmps.com
http://www.utmps.com
http://www.utmps.com
http://www.utmps.com
http://www.aluko-oyebode.com
http://www.bharuchaco.com
http://www.sigeon.pl/en
http://www.goodrichriquelme.com


Corner Stone IP.indd   1 17/01/2022   10:28

112 THE PATENT LAWYER CTC Legal Media

To enter your firm in the Directory of Services section please email katie@ctclegalmedia.com

Directory of Services

Annam IP & Law
ANNAM IP & LAW is one of the most professional
Intellectual Property & Law Firms in Vietnam,
member of APAA, INTA and VIPA. We provide our
clients with a full range of IP services to protect their
inventions, trademarks, industrial designs and related
matters not only in Vietnam, but also in Laos,
Cambodia, Myanmar and other jurisdictions. We also
provide our clients with legal advices on Finance and
Corporate and Business Law. 

Tel: (84 24) 3718 6216
Fax: (84 24) 3718 6217
Website: https://annamlaw.com/
Email: mail@annamlaw.com.vn

annamlaw@vnn.vn
Contact: Le Quoc Chen (Managing Partner)

Dzang Hieu Hanh (Head of Trademark 
Department)

VIETNAM

Pakharenko & Partners
Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP
law, anti-counterfeiting and anti-piracy, pharmaceutical
law, competition law, advertising and media law,
corporate law, litigation and dispute resolution.

Address: P.O.Box 78, 03150 Kyiv, Ukraine
Visiting: Business Centre 'Olimpiysky',

72 Chervonoarmiyska Str., Kyiv 03150,
Ukraine

Tel/Fax: +380(44) 593 96 93
+380(44) 451 40 48

Website: www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact: Antonina Pakharenko-Anderson

Alexander Pakharenko

UKRAINE

SIPI Law Associates
SIPI Law Associates is a boutique commercial law
practice in Uganda, with a bias to Intellectual Property
Law. Our IP advisory services cover all transactional
aspects of Patents, Trademarks, Copyright, Industrial
designs, Trade Secrets and licensing aspects. The firm
philosophy is based on providing first class legal services
based on the integrity of our staff, giving our clients
sound legal and timely advice, as well as holding our
clients’ information in the utmost confidentiality. 

Address: PO BOX 4180, KAMPALA, UGANDA
Visiting: Jocasa House, Third Floor, Unit 5 Plot 

14 Nakasero Road.
Tel/fax: +256 393 272921/ +256 414 

235391 / +256 752 403 763
Website: www.sipilawuganda.com
Email: info@sipilawuganda.com
Contact: Paul Asiimwe; Dinnah Kyasimiire

UGANDA

VIETNAM

Pham & Associates
Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 IP attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The
firm has been being the biggest filers of patents,
trademarks, industrial designs and GIs each year 
and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP
infringements. The firm also advises clients in all
aspects of copyright and other matters related to IP.

Tel: +84 24 3824 4852
Fax: +84 24 3824 4853
Website: www.pham.com.vn
Email: hanoi@pham.com.vn
Contact: Pham Vu Khanh Toan, Managing Partner,

General Director
Tran Dzung Tien, Senior IP Consultant

VIETNAM

Tri Viet & Associates
Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm
provides a full range of IP services, strongly focuses on
PATENT and PCT services, in a wide range of industries
and modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client’s inquiries.

Tri Viet & Associates is a member of AIPPI, INTA, APAA,
VBF, HBA, VIPA.

Tel: +84-24-37913084
Fax: +84-24-37913085
Website: www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn
Contact: Nguyen Duc Long (Mr.), Managing Partner –

Reg. Patent & Trademark Attorney
Linkedin:https://www.linkedin.com/in/longnguyen-tva

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services 
Suite 401-402, Al Hawai Tower, 
Sheikh Zayed Road, P.O. Box 72430, 
Dubai, United Arab Emirates

Website: www.utmps.com
Email: uae@unitedtm.com & 

unitedtrademark@unitedtm.com
Contact: M.F.I. Khan, SM. Ali & Maria Khan  

U.A.E.TURKEY

Destek Patent
We are a multinational legal practice that has provided full
range Intellectual Property services including trademarks,
patents, designs, plant variety protection and more since
1983. With more than 200 qualified in-house staff,
including 50 patent and trademark attorneys, we are able
to assist domestic and international clients worldwide.

Address: Maslak Mah. Büyükdere Cad. No: 243 
Kat:13 Spine Tower Sariyer/Istanbul

Tel: +90 212 329 00 00
Website: www.destekpatent.com
Email: global@destekpatent.com
Contact: Claudia Kaya

(claudia.kaya@destekpatent.com)
Murat Bürkev
(murat.burkev@destekpatent.com)
Simay Akbaş
(simay.akbas@destekpatent.com)

A subscription to The Patent Lawyer magazine will ensure that
you and your colleagues have detailed information on all the
most important developments within the international patent
law industry.

The Patent Lawyer magazine is dedicated only to the patent
industry and is written by patent experts for patent
professionals worldwide.

A subscription includes a hard copy and an electronic copy
which can be read easily on your smartphone or tablet.

Subscribe now!

Tel: +44 (0)20 7112 8862  Fax to: +44 (0)20 7084 0365  
E-mail: subscriptions@ctclegalmedia.com
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Our mission at GLP is to provide top level
intellectual property services to the best
companies in the world.

Pushing
forward

the world’s
greatest

innovators.
For more than five decades, GLP
has been offering a complete range of 
services for the structured protection of 
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the 
Forbes 500 list, for whom we provide 
initial consultancy and support in 
lawsuits – both as plaintiff and 
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

Patents
Trademarks

Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Scan and
download our app

EU IP Codes:
Get your

IP toolbox now!

Your European
IP Partner

   
 1

96
7  

    
     

       
                               NEXT

Via L. Manara 13
20122 MILANO

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Viale Europa Unita 171
33100 UDINE

Tel: +39 0432 506388
Email: glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 051 328365
Email: glp.bo@glp.eu

Other offices:
PERUGIA  ·  ZÜRICH

SAN MARINO

glp .eu
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