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framework for patent litigation in Europe. Made up of 18 EU Member States thus far,
the UPC brings together legally and technically qualified judges to handle cases
regarding the infringement and validity of Unitary Patents and European patents.

The benefits of the UPC's establishment are already evident, having been praised for its
cost-effectiveness for claimants and defendants, its promise of economic growth according
to estimates, and the speed with which decisions are made.

Concerns regarding the UPC have
also been observed, with its reluctance
to embrace common law tools for

Made up of 18 EU Member disclosure and evidence, its ability to
States thus far, the UPC brings invalidate patents in all participating
together legally and technically countries, and uncertainty surrounding

P . the changing landscape of national
qualified judges to handle cases . Ing P

courts.

regarding the 1nfnngement and After one year of existence, CTC Legal
validity of Unitary Patents and Media brings you Unified Patent Court:
European patents. one year in, an exploration into how the

UPC has been functioning thus far by IP
professionals across Europe. We bring
you the first preliminary injunction
decision of the Local Division Vienna; insight into the rigorous examination of validity the
UPC has displayed; the impact the UPC has had on German national courts; the significance
of Italy securing the UPC Central Division's third seat; decisions made in the Netherlands
C K E R regarding security of costs in UPC proceedings; details into the Aarke AB v. SodaStream
Industries Ltd case, handled in the Nordic-Baltic Regional Division of the UPC; and how the

Y LAW SINCE 1924 UK's withdrawal from the UPC system could result in a purely civil law system.
Enjoy the issue!
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UPC preliminary
Injunctions: INsights

from Vienna

Jia Schulz-Cao of CMS Austria details the requirements for preliminary
injunctions under the UPC system and offers insight into the first preliminary

injunction decision of the Local Division Vienna.

many changes to patent litigation. One of

the most important legal measures that
can be taken within the UPC framework are pre-
liminary injunctions, which have already played
a significant role in the decisions of various
Local Divisions.

Within the UPC framework, preliminary injun-
ctions are an essential legal instrument that enables
immediate protection of the rights of patent holders.
Preliminary injunctions allow the court to take
fast actions to prevent ongoing or imminent
patent infringements as well as to secure the
evidence needed to enforce patent rights. Under
the UPC system, the ability to obtain preliminary
injunctions is essential to maintaining the effective-
ness of patent protection and ensuring that
remedies are available in a timely manner during
legal disputes.

The Unified Patent Court (UPC) has brought

Preliminary proceedings

The Agreement on a Unified Patent Court (UPCA)
stipulates several provisional measures that can
be issued by the UPC. These include provisional
measures for the preservation of evidence and
the inspection of premises. Additionally, the UPC

Jia Schulz-Cao

The application for preliminary

injunctions requires an imminent

or continuing infringement of

the applicant’s rights.
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may issue “freezing orders" that prevent a party
from removing any assets from its jurisdiction.
Injunctive relief may also be granted against the
alleged infringer or an intermediary, under
threat of periodic penalty payments, or with the
order that the continuation of the infringement
may only occur if security is provided to ensure
compensation to the right holder. Finally,
applicants may apply the UPC to order the seizure
or delivery of products suspected of patent
infringement, along with the precautionary seizure
of movable orimmovable property of the alleged
infringer, including the freezing of bank accounts.

Structure and requirements

of preliminary injunctions
according to Art 62 UPCA

The structure and requirements for the application
of preliminary injunctions before the UPC are
mainly set out in Art 62 UPCA.

Art 62.2. UPCA explicitly mentions the court's
discretion to weigh up the interests of the parties
before rendering a decision in preliminary injunction
matters, considering the possible damages that
could occur to each of the parties. Art 62.4. UPCA
establishes the same standard of proof and
pleading as Art 9.3. of the Enforcement Directive,
namely a sufficient degree of certainty that the
applicant is the right holder and that the applicant's
right is being infringed, or that such infringement
is imminent. Art 62.5. UPCA refers to Art 60.5.-9.
UPCA, which states that interim measures may
be ordered, if necessary, ex parte, in particular
where any delay is likely to cause irreparable harm
to the proprietor of the patent, or where there is
ademonstrable risk of evidence being destroyed.
Hence, it sets out the general permissibility of ex
parte provisional measures.
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In a nutshell, the application for preliminary
injunctions requires an imminent or continuing
infringement of the applicant's rights. The applicant
must provide reasonable evidence for the immi-
nent and continuing infringement, whereby
rather high standards apply, as all evidence and
facts must be set out in the application.

Art 62 UPCA is accompanied by Rules 205 to
213 Rules of Procedure (RoP). First and foremost,
preliminary injunction proceedings are written
procedures and start with the application for a
preliminary measure by the right holder.

The application for preliminary measures has
to include a description of the action that will
be initiated before the UPC, including facts and
evidence relied upon in this action. The appli-
cation has to be filed together with the legal
grounds for the interim measures, setting out
why they are necessary to prevent an imminent
infringement or prohibit its continuation. The
court has to examine and decide at its discretion
whether to hear the infringing party or to hold
an oral hearing.

The court can also order the applicant to
provide adequate security for appropriate compen-
sation for any injury likely to be caused to the
defendant which the applicant may be liable to
bear in the event that the court revokes the
order for provisional measures.

Urgency requirement
Neither the UPCA nor the RoP explicitly specify
an urgency period within which an applicant has
to initiate preliminary proceedings. Rule 211.4 RoP
merely stipulates that the court must consider
any unreasonable delay in the application for
a preliminary injunction. Thus, the court may
assess whether an application for a preliminary
injunction has been made in a timely manner,
meaning that a certain time period with regard
to the urgency of a preliminary injunction is present.
Consequently, the urgency of the matter as a
criterion for granting a preliminary injunction
therefore arises from Rule 211.4 RoP.
Concerning the duration of the urgency

CTC Legal Media
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Résumé

Jia Schulz-Cao has been an attorney-
at-law with CMS' IP team in Austria since
2018. His areas of practice are patent,
trademark and unfair competition law
matters for clients, mainly in the sectors
life sciences, luxury goods, consumer
goods, food and beverages. Jia's
expertise covers infringement cases

as well as transactional and licensing
matters. Jia has gained comprehensive
patent law experience as a trainee
lawyer at the European Patent Office

in Munich, Germany. He was a Senior
Visiting Scholar at Tsinghua University,
Beijing, and thus has extensive
knowledge of Chinese IP law. He holds
a PhD in Chinese trademark law.

period, it was anticipated that decisions by the
Local Divisions could reflect practices of the
national jurisdictions and that an urgency period
would subsequently be established by case
law. In a recent decision in Dyson Technology v.
SharkNinja by the Local Division Munich, the
filing of an application for interim measures
within two months of first becoming aware of
the potential infringement was deemed timely.
This could set a precedent for subsequent
preliminary proceedings also at other Local

Neither the UPCA nor the RoP explicitly
specify an urgency period within which
an applicant has to initiate preliminary
proceedings.
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Divisions. Regarding the beginning of the urgency
period, the applicant's knowledge of (imminent)
patent infringement and of (possible) defendant(s)
is decisive.

Ex parte preliminary injunctions
Ex parte provisional measures can be granted
under requirements set out in Art 60.5.-9 UPCA.

In the case that an applicant requests the
issuance of provisional measures without hearing
the defendant, the application shall additionally
contain the reasons for not hearing the defendant
and information about any prior correspondence
between the parties concerning the alleged
infringement.

In fact, the Local Division Dusseldorf has
already granted an ex parte preliminary injunction.
In the case of myStromer AG v. Revolt Zycling AG,
the defendant had filed a protective letter
according to Rule 207 RoP. Since the court must
consider the protective letter filed, it is question-
able whether filing a protective letter might
result in a higher chance for ex parte preliminary
injunctions. In any case, the decision to file a
protective letter should be taken carefully, as an
insufficiently substantiated protective letter bears
the risk of making it easier for the court to issue
an ex parte injunction on the basis that it has no
conviction in the defendant's argument.

Validity of the patent in dispute
Generally speaking, Art 62.4 requires the applicants
to provide reasonable evidence with a sufficient
degree of certainty that they are the right holder.
Rule 209.2 (a) RoP states that the court shall
take into account whether the patent in dispute
has been upheld in opposition proceedings
before the European Patent Office or has been
subject to proceedings in any other court. The
compatibility of Rule 209.2 (a) RoP with Art 9 of
the Enforcement Directive has been questioned
among scholars since a recent decision of the
CJEU that the validity of a patent in dispute shall
be irrelevant to the outcome of the preliminary
proceedings. (CJEU 28.04.2022, C-44/21 - Phoenix
Contact GmbH & Co KG v. Harting.)

Regarding the validity of a patent in dispute,
the Local Division Munich clarified in its decision
in 10x - Genomics Inc. v. NanoString Technologies
Inc. that “sufficient certainty” is understood as
“preponderant” likelihood of validity. So far, the
UPC deems a patent in dispute as valid if that
patent was published many years ago and no
opposition or action of revocation has been filed
against it.

As Rule 211.3 RoP states that the UPC shall -
in the exercise of its discretion - weigh up the
interests of the parties, the validity of the patent
in dispute is definitely an important aspect
regarding the balancing of interests. The burden

8 UPC: one year in

So far, the
UPC deems
a patent in
dispute as
valid if that
patent was
published
many years
ago and no
opposition
or action of
revocation
has been
filed
against it.

of presentation and proof regarding validity lies
with the defendant as they are claiming that the
patent is invalid. Irrespective of this, claimants
are well advised to submit evidence regarding
validity in preliminary injunction proceedings
according to Rule 206.2(d) RoP.

Insight into the first preliminary
injunction decision of the

Local Division Vienna

The Local Division Vienna has - up to the day of
writing - only decided in one provisional
measure matter, rejecting an application for a
preliminary injunction in the case CUP&CINO
Kaffeesystem-Vertrieb GmbH & Co. KG v. ALPINA
COFFEE SYSTEMS GmbH.

Schedule of proceedings

The patent in dispute concerned a milk-frothing
device. The defendant planned to promote its
device at a trade fair in October 2023. Being aware
of this, the applicant applied for a preliminary
injunction on June 27, 2023. The action by the
applicant was served to the defendant on July
11, 2023, granting the defendant the right to file
counterarguments within three weeks. The
applicant was given the possibility to file an
additional pleading after three more weeks. The
parties were summoned to an oral hearing which
took place September 13, 2023.

During the oral hearing, the defendant mainly
argued that the applicant's patent was not
infringed. Additionally, they claimed the matter
was not urgent since the defendant's product
had been on the market since 2019. It was
claimed that the applicant's patent was invalid
due to a lack of inventive step. In eventu, granting
preliminary injunction shall be made under the
condition that the applicant deposits financial
means as security.

During the oral hearing, the court allowed a
demonstration of the devices by both the
defendant and the applicant, even though
evidence of how the device is used was filed at
an earlier stage. Demonstrations of the devices
were made to specifically showcase the
milk-frothing process to provide a clear
understanding of the technical details and to
contribute to clarifying the facts, which outlined
the high technical standard of the court.

Based on the demonstrations and evidence filed
by the parties, the court rejected the preliminary
injunction during the oral hearing. As a side
note, the judges clarified that unitary patents for
which a lawsuit has been filed cannot be
opted out of the UPC. The court clarified that
Rule 5.6 RoP applies to provisional measures as
well, therefore, an opt-out request after an
application for preliminary injunction is filed is
ineffective.
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Learnings from

Local Division Vienna

This decision rendered by the Local Division
Vienna is likely to be a classic example of the
schedule of proceedings in preliminary injunctions
matters. In particular, when it comes to granting
parties in disputes opportunities to submit
pleadings, the deadlines granted as well as in
which circumstances an oral hearing should
take place, very much reflects the UPCA and
the RoP.

Generally, special attention should be paid to
oral hearings as the judges being technically
qualified may increase focus on the demon-
stration of devices potentially infringing the
patent in dispute.

Key takeaways
From the preliminary injunctions decisions so far
rendered by the UPC, it is apparent that Local
Divisions may act very quickly and are not reluctant
to grant preliminary injunctions on an ex parte
basis. In that regard, parties should carefully
consider the pros and cons before filing a
protective letter.

Also, patent holders should act quickly if they
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identify potential infringements of their patents.
Merely identifying a patent infringement alone
is not sufficient to obtain a preliminary injunction
as urgency is an essential requirement.

Lastly, defendants should bear in mind that a
simple attack on the validity of the patent in
dispute is not necessarily a sufficient means of
defense. The court has to be convinced that the
patent in dispute lacks validity in order to reject
a preliminary injunction application based on
this argument.

In general, preliminary injunctions continue to
be a strong instrument to enforce patents.

Contact

CMS Austria

CMS Reich-Rohrwig Hainz
Rechtsanwalte GmbH
Gauermanngasse 2

1010 Vienna

Austria

Tel: +43 1 40443-0

Email: vienna@cms-rrh.com
www.cms.law/en/aut/
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After one year of existence,

s the UPC a patent killer?

Jean-Baptiste Thiénot of CMS France addresses the rigorous nature of the
UPC, offering insight into the first decisions affecting the validity of patents.

ith the upcoming entry into force of
the Agreement on a Unified Patent
Court (UPCA), many companies wanted

to protect their European patents from a ‘central
attack, i.e., an action for revocation before
the UPC. Indeed, a single decision by the UPC
can destroy a patent in all European countries
participating in the new system. This is a clear
break from the previous system under which
patentees were familiar with the ‘patent-friendly’
jurisdictions where patents generally managed
to survive.

The fears raised by a ‘central attack’ were,
therefore, understandable, especially since this

new jurisdiction, as well as the approach - which
would be adopted to assess the validity of a
patent - were unknown.

A little over a year after its launch, the UPC's
case law is beginning to take shape. Without
claiming to be exhaustive, we offer here a quick
presentation of the first decisions affecting the
validity of patents.

Which patents can
the UPC revoke?

The UPC has jurisdiction over actions based on

‘classic’ European patents and European
patents with unitary effect. For ‘classic’ European
patents, patentees can choose to opt out of the -

UPC's jurisdiction for a transitional period, which
is expected to last at least until 2030, meaning
that the UPC will not have jurisdiction over the
patents in question for which the patentees
opted out. Many companies have made this
choice to protect their patents from a central
attack before the UPC. National patents are
completely outside the jurisdiction of the UPC.
In certain circumstances, national patents could
thus represent an interesting ‘fallback’ solution
for patentees.
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Jean-Baptiste Thiénot

Résumeée

Revocation action
The UPCA offers the possibility of initiating an

- action for patent revocation. This allows any

interested person to obtain a court decision

- invalidating a patent in all countries that have
 ratified the UPCA, i.e., 18 EU Member States as

of September 2024. These procedures fall under

- thejurisdiction of the Central Division of the UPC,

which sits in Paris, Munich, and Milan. This procedure
is already meeting with some success, with no

- less than 41 procedures initiated between June 1,

2023, and July 26, 2024. The most involved industrial

. sectors are life sciences and electronics. Most

actions (36) were filed with the Paris Central Division.
This success is easily explained, in particular

- by the following reasons:

The UPC has been able to attract the
best judges in Europe. The ‘Legally
Qualified Judges' (LQJs) benefit from
the reputation they have previously

Jean-Baptiste Thiénot is Partner in the IP/IT team of CMS Francis
Lefebvre. He mainly advises on industrial property law, particularly
patent law. His activity covers litigation (infringement and nullity
actions, employee invention issues) as well as advice and drafting of
contracts (R&D contracts, assignment and licensing, and audit of rights
portfolio) in various industrial sectors, particularly in the life sciences,
mechanical, and electronic fields. He is frequently involved in cases
relating to products subject to specific regulations (health products,
cosmetics, spraying, etc.). Jean-Baptiste has also developed particular
expertise in the protection of business secrets/know-how (litigation,
implementation of internal protection policies) and the regulation

of health products (medicines, medical devices, etc.). Jean-Baptiste
Thienot has been a lawyer since 2008. He joined CMS Francis Lefebvre
in 2018 after practicing with the law firms Simmons & Simmons (2008-
2011), Allen & Overy (2011-2013), and Bird & Bird (2013-2018).
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acquired through their experience
working in national courts. In the context
of revocation actions, the LQJs are
assisted by ‘Technically Qualified
Judges' (TQJs) who are also well-known
on the market and who complete the
skills of the panel. The UPC judges'’
expertise is obviously a guarantee of
the quality of future decisions that

will be rendered.

The UPC is able to render decisions
quickly: decisions on preliminary
objections are generally rendered
within two months, while decisions on
the merits are rendered within a year.
The UPC is, therefore, the quickest
option to obtain a decision on the
validity of a patent in comparison with
national courts or with an opposition
before the EPO.

Counterclaims for revocation

In addition to revocation actions, the UPC is also
required to rule on the validity of a patent in the
context of counterclaims for invalidity filed by
defendants in relation to infringement actions.
Unlike revocation actions, these counterclaims
are filed before the local division hearing the
infringement case. This is a different panel that
may request the appointment of a TQJ.

The UPCA provides for a possibility of ‘bifurcation,
i.e., to deal with the questions of validity and
infringement in separate proceedings. Bifurcation,
which exists in the German judicial system, is
generally considered to be a ‘patent-friendly’
measure. Before the UPC, this possibility has not
been massively used so far and UPC local
divisions have rendered decisions on both validity
and infringement.

According to statistics published by the UPC,
counterclaims for invalidity were filed in relation
to 85 infringement proceedings pending before
the UPC between June 1, 2023, and July 26, 2024.

In each of these proceedings, the UPC may
cancel the patent opposed, which will affect all
countries concerned by the infringement claim.

Provisional measures

In the context of decisions rendered following
requests for provisional measures, the UPC cannot
cancel a patent, with this decision falling within
the exclusive jurisdiction of the trial judge. That
being said, the UPC will be required to assess
the validity of the patent in a more or less detailed
manner depending on the importance of the
measures requested, as specified below.

The decisions
After one year of existence, the UPC has already
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rendered a significant number of decisions, but
only a handful are decisions on the merits.
Generally speaking, it is the quality and speed
of the decisions that impress observers.

To date (and according to public information
available), three decisions on the merits have
been rendered in relation to revocation actions.
Even if this number is limited, it is interesting to
note that, in these three cases:

The contested patent has never
emerged ‘unharmed. Indeed, in these
three cases, the UPC considered that
the contested patents in their form

‘as granted' did not meet the conditions
of patentability for various reasons:
extension beyond the content of the
patent application?, lack of novelty?,

or lack of inventive step3.

In each case, the patentee had

to amend its patent during the
proceedings by means of ‘auxiliary
requests. This allowed the patent to
remain in force in an amended form

in two cases. In the third case, the

UPC considered that even the amended
version of the patent did not meet the
conditions and, therefore, revoked the
patent for lack of inventive step*.

The UPC also issued three decisions in infringe-
ment actions. In each of these casess, the
defendant had filed a counterclaim for revocation
of the patent, and the UPC, therefore, issued a
decision on validity before ruling, if necessary,
on the infringement. In these three cases, in the
same way as in the decisions cited above issued
in the context of revocation actions, the UPC
considered that the patents asserted in the
context of infringement actions were not valid in
their form ‘as granted. The ground for invalidity
retained was lack of inventive step. The patent
was upheld in an amended form in only one
case in which the defendant was convicted of
infringement®.

These six first-instance decisions were handed
down in July 2024, and we have no information
regarding a possible appeal.

Finally, it should be noted that the UPC also
examines the question of validity in the context
of applications for provisional measures. The
criteria to be taken into consideration were
clarified by the CoA in the famous Nanostring v.
10x Genomics case’:

« (.) The court may invite the applicant for
provisional measures to provide reasonable
evidence to satisfy the court to a sufficient
degree of certainty that the applicant is entitled
to institute proceedings under Art. 47 UPCA,

CTC Legal Media

that the patent is valid and that his right is being
infringed, or that such infringement is imminent.

Such a sufficient degree of certainty requires
that the court considers it at least more likely
than not that the Applicant is entitled to initiate
proceedings and that the patent is infringed. A
sufficient degree of certainty is lacking if the
court consider it on the balance of probabilities
to be more likely than not that the patent is not
valid.».

All grounds for invalidity may be raised by the
defendant to create doubt as to the validity of
the patent. The UPC will examine all the
arguments in depth and will not simply note that
the validity of the patent has already been
confirmed in adversarial proceedings before the
European Patent Office or national courts.

If the UPC considers that this degree of
certainty is not reached, it must reject the
applications for provisional measures. For
example, in an order issued on June 19, 2024, the
Local Division of The Hague denied an application
for provisional measures by considering that on
the balance of probabilities, the patent would
likely be held invalid due to added matter in
subsequent proceedings on the merits. Despite
this high level of requirement, the UPC has already
issued several decisions granting provisional
measures, which clearly illustrates that the UPC's
approach is balanced.

The finesse of the analysis is all the more
remarkable given that these decisions were
completed within very short timeframes. In this
respect, it should be noted that the preparation
of files is essential for companies because
deadline extensions are rare, and all arguments
and documents must be included in the first set
of submissions.

Even if the patent remains in force, a decision
refusing provisional measures due to doubts
about the patent's validity will constitute a
significant obstacle for the patentee in
proceedings based on this patent before the
UPC and, to a lesser extent, before other courts.
This is certainly less true when the UPC checks
the validity of a patent before ordering measures
for the preservation of evidence or inspection of
premises within the meaning of Article 60
UPCA. Indeed, before issuing a ‘seizure order,
the UPC must only check whether the patent is
in force and whether there are no pending
proceedings challenging its validity, « there is
no reason for the court to examine further the
validity of the patent in question at this stage of
the proceedings®”

Conclusion

After just over a year of existence, observers are
impressed both by the number of cases brought
before the UPC and by the speed and quality of
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the decisions rendered. In a few words, the UPC
keeps its promises by conducting an
impeccable examination of the cases brought
before it. The UPC indeed systematically
conducts a thorough examination of validity,
both in the context of decisions on the merits as
well as for applications for provisional measures.
Without being a patent killer, the decisions
rendered suggest that the UPC will not let the
slightest weakness in a patent slip under the
radar. These initial indications must be seriously
considered by companies as part of the
preparation of their strategy.

Contact

CMS France

CMS Francis Lefebvre Avocats

2 rue Ancelle, 92522 Neuilly-sur-Seine,
Cedex, France

Tel: +33 1 47 38 55 00

Email: news@cms-fl.com
www.cms.law/en/fra/
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A changing landscape:
German courts In the
maelstrom of the UPC

Victor V Fetscher of Boehmert & Boehmert addresses the increased
choice for patent holders to litigate in Europe with the inception of the
UPC and what this means for the future of German national courts.

in particular, the courts in Dusseldorf, Munich,

and Mannheim have been the “go-to places”
for patent litigation in Europe. With the advent of the
new Unified Patent Court (UPC) last year, however,
the times of unchallenged leadership are coming
to an end. With additional choices for patent holders
to litigate in Europe, what role will German national
courts play in the future, and how are they coping
today? Join us as we dive into the changing land-
scape of the German patent realm.

For decades, German national courts and,

National courts: German decline
The fact of the matter is that the number of patent
lawsuits in Germany has been declining for some
years now, even before the inception of the UPC.
From a combined 895 newly filed patent cases in
2017 over Germany's three most important patent
courts (Dusseldorf, Munich, and Mannheim), only
522 new cases were filed in 2023. The number of
cases overallin seven German patent courts fell
to 601 in that same year - the first time that number
has dropped below 700 (Source: JUVE Patent).

While there are several possible explanations
for this recent development, including the
COVID-19 pandemic, the global economic recession,
and an overall drop in patent litigation cases
outside of Europe, the effects on the German
courts are tangible. For example, the Regional
Court of Mannheim saw a nearly 50% drop in cases
in 2023 compared to the previous year, resulting
in the court deciding not to pursue its earlier plans
of having three complete chambers to hear
patent cases. Instead, it felt the need to dissolve
one of its chambers only months after a third
chamber had been established.
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There are also positive developments shown
in these statistics. For instance, the Regional Court
of Munich saw a remarkable increase in cases
from 181 in 2017 to 215 in 2023, despite all other
trends.

Still, the UPC has provided additional chal-
lenges, beyond filing statistics, with very experienced
and renowned German judges leaving the national
court system for the UPC. The Regional Court of
Dusseldorf was particularly affected by this trend,
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with Judge Daniel VoB moving to the Local
Division in Munich and Judge Bérénice Thom
moving to the Local Division in Dusseldorf
full-time, among others. The Higher Regional
Court even dissolved one of its two patent
senates due to the departure of Presiding Judge
Ulrike VoB to the Munich Central Division of the
UPC.

National courts: German resilience
While these recent events undoubtedly present
a significant challenge for the German patent
courts, a closer look reveals a resilient system that
can (for now) offer considerable advantages over
UPC proceedings and, therefore, might well be
able to fight or possibly reverse this recent trend
in the years to come.

First, there is the factor of cost. German court
proceedings are infamously cost-effective, with
smallteams of attorneys being able to run concise
cases, focusing strongly on the core of the disputes
that do not run the danger of engaging in time-
consuming (and therefore costly) side-battles.
Additionally, the cost risk is far more controllable,
with low and standardized fees being reimbursed
to the winning party, compared to potentially
full cost compensation of presumably very high
attorney fees of the opposing party. Moreover,
German patent litigation can be just as fast (or even
faster) as UPC proceedings while still maintaining
more flexibility on deadlines and the manage-
ment of the case.

Second, UPC litigation bears the much-
discussed risk of central revocation, i.e., losing
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the patent in suit in all relevant countries at the
same time through one single court decision. For
a European patent that is also validated outside
of Germany - at least after the lapse of the EPO
opposition period - this risk does not apply when
litigation is conducted in Germany as German
national courts are only competent to invalidate
the German part of a European patent.

Third, an injunction in Germany is often sufficient
to effectively block a competitor's product in all
of Europe, given the size and central location of
the German market. The injunction is also often
granted prior to a final decision on the patent's
validity due to the bifurcated system and the -
slowly closing, but still existent - “German injunction
gap.' Therefore, the additional costs and risks just
described might simply not be justified if the
desired result can be achieved just as well through
German national litigation.

Finally, German patent litigation and case law
have been developed over decades so that they
offer significant reliability and transparency
which the UPC obviously cannot compete with
from the outset. While the first decisions of the
UPC and the general handling of cases by UPC
judges show a very high quality of decision-
making, it will take time for reliable precedent to
be established on many crucial questions of
procedural and material law.

Therefore, overall, German national courts will
have a significant role to play depending on the
strategies and tactics of stakeholders - all while
providing legally and technically sound judg-
ments for lesser cost and risk.
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UPC: German resurgence

Where one begins to falter, the other shall thrive:
at least so far. Whereas the number of filings
before national courts declined, the number of new
cases before the German local division of the
UPC is particularly high. Of the 373 cases filed
with the UPC overall between June 1, 2023, and
late May 2024, 260 were filed with the four
Local Divisions in Germany (Munich, Dusseldorf,
Mannheim, and Hamburg) - this accounts for
69.7% of all UPC claims. The Munich Division
leads all other divisions with 143 claims, nearly
40% of the UPC's entire caseload (Source: JUVE
Patent).

Furthermore, 28 of the 75 (37%) technically
qualified judges, come from Germany, and of the
42 legally qualified judges, 15 come from Germany.

Here, the German resurgence begins. Not only
has the UPC increased its German influence by
bolstering the Munich and Mannheim Local
Divisions with further appointments of legally
qualified judges, but filings in the German
language still make up for 44% of all cases,
coming in second only to English, which constitutes
50% of the language of case filings. While the
choice of English as a language seems to have
been on the rise lately, German as a language,
but also in terms of its legal tradition, will likely
play a significant role in many future cases.

Thus, bringing all of these developments
together, Germany as a hub for patent law is still
going strong, despite and because of the
seismic shift to the UPC.

Rulings: German fingerprints

The UPC rules of procedure, while taking into
account the legaltraditions of many participating
member states, have a strong resemblance to
many rules specifically governing German
patent litigation. Although the UPC does not,
for example, necessarily work with a bifurcated
system (as the German system does - see
above), many of the first rulings - while strongly
emphasizing the unique character of UPC pro-
ceedings - still show at least some noticeable
German handwriting.

One example of this is the concept of an
‘offering” as a patent-infringing activity under
Art. 25(a) UPCA and how it is to be understood.
The Local Division in Dusseldorf recently went
with a very German interpretation.

According to Sec. 9 No. 1 of the German
Patent Act (PatG), the patent shall have the
effect that the proprietor of the patent alone
shall be entitled to use the patented invention
within the scope of the law in force. In the absence
of the consent of the proprietor of the patent,
any third party shall be prohibited from [..] offering
[.] a product that is the subject matter of the
patent or from either importing or possessing
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such a product for the purposes referred to.

According to German case law, the term
‘offering” is to be understood in a broad and
purely economic sense and includes any act
committed in Germany which, according to its
objective explanatory value, makes the patent-
infringing object available to the demand in an
externally perceptible manner to acquire the
power of disposition.

Similarly, Art. 25(a) UPCA states that a patent
shall confer on its proprietor the right to prevent
any third party not having the proprietor's
consent from the following: (a) [..] offering, .1 a
product which is the subject-matter of the patent,
or importing or storing the product for those
purposes.

Although the wording of the law is very similar,
it is entirely unclear that the term “offering” is to
be understood as the German national courts
do:in a purely economic sense. It could be under-
stood in a legal sense - and reasonably so.

The Local Division in Dusseldorf concluded
that “offering” in the context of Art. 25(a) UPCA
and Sec. 9 PatG are similar, if not the same.
According to the division, the notion of an infringing
offer has to be understood in purely economic
terms. "Offering” is an independent form of
infringing the patent and cannot only be seen as
an annex to other forms of infringement. An “offer"
within the meaning of Art. 25(a) UPCA also
includes, in particular, preparatory acts which
are intended to enable or promote the conclusion
of a subsequent transaction concerning an
object protected by the patent, which includes
the use of the object. (Dusseldorf Local Division,
October 18, 2023 - UPC_CFI_177/2023).

While this is only a small example, and while the
UPC will certainly develop a case law independent
of any national precedent, it seems safe to assume
that German patent law and tradition will survive
to a significant degree in this new system.

The development of the UPC is an exciting
moment in time, as everything is in motion and
malleable - legal history is being made before
our eyes. Whatever the future holds in that regard,
and while times are certainly changing, some
things are bound to remain and withstand any
maelstrom.

Contact
Boehmert & Boehmert
Pettenkoferstr. 22

80336 Munich

Germany

Tel: +49 (89) 55 96 80
Email: info@boehmert.de
wWww.boehmert.com
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Paola Nunziata of CMS Italy underscores the significant impact of Italy
securing the UPC Central Division's third seat and the promising potential it
holds for the country’s patent system and economic growth.

n July 1, 2024, the official inauguration

ceremony of the third section of the

Unified Patent Court's (UPC) Central
Division was held in the Great Hall of the Court
of Milan.

The establishment of this section represents
not only an important recognition and an extra-
ordinary opportunity for Italy but also a historic
milestone.

Specifically, even though Italy has been, from
the very beginning, one of the most committed
advocates of the need to build a patent system
capable of giving a new boost to the European
market in terms of competitiveness, its adherence
to such a system and its role have been subject
to ups and downs.

In particular, in 2012, as a sign of protest against
the choice of the European Union (EU) legislator
to adopt only English, French, and German as the
official languages for the description and regi-
stration of European patents with unitary effect,
Italy decided not to join the enhanced cooperation.
However, it later changed its stance and confirmed
its adherence to the new patent system, with
the awareness that the exclusion of ltalian territory
from the scope of the European patent with unitary
effect would have condemned the country to
isolation.

Moreover, ltaly - the country with the largest
number of European patents after Germany and
France - applied to host the third section of the
UPC's Central Division. If not for the UK's exit
from the EU, this would have been based in London.
Italy's candidacy was threatened by the possibility
that the competences initially attributed to the
London section would be distributed between
the Central Division's sections of Paris and Munich
instead of being assigned to a new section.
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However, also thanks to the diplomatic action of
the Italian Government, on June 26, 2023, the
UPC Administrative Committee decided that
the third section of the Central Division should
have its seat in Milan. On January, 26, 2024, the
Milan Headquarters Agreement between the
[talian Government and the UPC was ratified in
Rome, and on June 1, 2024, one year after the
start of operations by the Central Division's
sections of Paris and Munich, the third section of
the Central Division finally became operational.

Therefore, the city of Milan now hosts the
third section of the Central Division, which will
handle cases pertaining to IPC class A (*Human
Necessities") without Supplementary Protection
Certificates and a Local Division.

With regard to the UPC's activity in Italy, as of
July 31, 2024, for obvious reasons, given its very
recent establishment, there have been no measures
issued by the Milan section of the UPC's Central
Division. Instead, on the same date, the Milan
Local Division has issued 15 measures, of which,
according to the UPC official website:

Four relate to applications for preserving
evidence and provisional measures (i.e.,
orders 500024/2023 and 500663/2023
of June 13, 2023, order 500982/2023 of
June 14, 2023, and order 576298/2023
of September 25, 2023),

One relates to an application under
Rule 262A RoP for the protection of
confidential information (i.e., order
23384/2024 of May 6, 2024);
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One relates to a request under Rule
262.1(b) RoP for having access to a copy
of an application for preserving
evidence and inspection. The request
was filed by a representative before
the UPC who did not assist any of

the parties to the proceeding but

was simply interested to see how the
application was drafted (i.e., order
584786/2023 of December 4, 2023);

Three are generic orders (i.e., orders no.
9710/2024 of April 8, 2024, 27218/2024
of May 14, 2024, and 40568/2024 of
July 23, 2024);

Six are orders issued in the context of
infringement actions. In particular, orders
533610/2023 of June 26, 2023,
55279372023 of July 21, 2023, and
552789/2023 of July 21, 2023, order the
service of the statement of claim without
the simultaneous service of the
documents annexed thereto; the order
571090/2023 of September 11, 2023, rules
on the issue of court costs in the event of
termination of proceedings due to the
abandonment of the action and the order
569313/2023 of September 27, 2023,
concerns a request for access to
documents pursuant to Rule 262.1 (B) RoP.

Despite almost all of the aforementioned
orders containing interesting considerations
regarding the interpretation and application of the
new rules, for reasons of brevity, it is not possible to
proceed here with a detailed examination of them.

An in-depth analysis, however, must be
dedicated at least to order no. 500663/2023 of
June 13, 2023, which was issued following an
application for preserving evidence filed on June
12, 2023, by a German company, holder of a
European patent valid for Italy, which, during an
international textile trade fair in Milan, had been
able to verify the interference of two machines
exhibited by a competitor company with its patent.

Indeed, this decision, whereby the Local Division
of Milan ordered the acquisition - through an
expert appointed by the court and assisted by
the bailiff - of all the technical, promotional, and
commercial documentation relating to the
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machines in question present at the defendant's
stand, has the merit of providing the first detailed
clarifications (taken up in the subsequent orders
500982/2023 and 576298/2023) on the require-
ments for the granting of preserving evidence
measures pursuant to Articles 192 et seq. RoP,
i.e., the fumus boni iuris and periculum in mora,
as well as on the enforcement of such measure.

In particular, with reference to fumus boni iuris,
after having specified that the relative occurrence
must be verified through the assessment of
certain sub-requirements such as jurisdiction,
competence, the probable existence of the intel-
lectual property rights asserted by the applicant,
the probable existence of an infringement of
such rights and the respect of the conditions
outlined in in Article 192(2) RoP, the Milan Local
Division ruled:

Concerning jurisdiction, the relative
existence, since actions for provisional
and protective measures fall within the
UPC jurisdiction under Article 32(1)(c)
UPCA,; furthermore, in the present case,
the patent enforced was a European
patent, whose holder did not exercise
the right to opt-out;

With regard to the competence of the
Milan Local Division, the relative
existence, given that (i) actions for
provisional and protective measures fall
within the competence of Local
Divisions pursuant to Articles 32(1)(c) and
33 UPCA, (ii) the alleged infringement
had been committed on the Italian
territory and (iii) the application was

Paola Nunziata is an Italian attorney and Head of the Intellectual
Property department of CMS Adonnino Ascoli & Cavasola Scamoni.

In 2004, she began her collaboration with the firm and, in 2017, she
was appointed Partner. She has gained vast experience in relation

to litigation proceedings concerning intellectual property rights and
unfair competition conducts, the management of administrative
procedures related to IP rights, the drafting and negotiation of sectoral
agreements, and in due diligence involving companies holding patent
and trademark portfolios.
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lodged before the Division where the
applicant intended to start the merit
proceedings (Article 192(1) RoP);

About the IP rights claimed by the
applicant, their likely existence, given
that the applicant was the exclusive
holder of the patent enforced and the
patent was assisted by a presumption
of validity, since no opposition had been
filed before the European Patent Office
and as resulting from a search in the
CMS database, no protective letter was
filed by the defendant company;

About the infringement of the enforced
patent, its likely existence in light of the
documentation provided by the
applicant, consisting of two brochures
drawn up by the defendant for the
technical and commercial presentation
of its machines and a technical opinion
drafted by an expert appointed by the
applicant proving, on a prima facie basis,
the patent infringement;

About the requirements of Article 192(2)
RoP, their existence, since the application
contained (i) the indication of the required
measure, including the exact location of
the evidence to be preserved,; (ii) an
explanation of the reasons why the
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required measure was necessary to
preserve the evidence; (iii) the description
of the facts and evidence on which the
application was based; and (iv) the
identification of the future action, i.e. an
action on the merits aimed to establish the
infringement committed by the defendant
and to obtain injunctions, penalties,
seizure, compensation for damages and
the publication of the decision.

Then, with reference to the periculum in mora,
in light of the need to preserve the evidence,
the imminent conclusion of the fair and the risk
that once the fair was over, the documents
subject to the application for preserving
evidence would no longer be available or could
easily be concealed or destroyed, the Milan
Local Division held not only that this requirement
was existent, but that it was appropriate to
proceed with an inaudita altera parte order.

Then, with regard to the enforcement of the
provisional measure, to be carried out in
accordance with Italian law as the national law of
the place where the measure was to be executed,
the Milan Local Division established that:

The measure was to be implemented by
an expert appointed by the Milan Local
Division and chosen from the list of
patent experts who usually collaborate
with the Court of Milan (Art. 196(5) RoP);
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The court-appointed expert was to
proceed with the assistance of the
competent bailiff;

The applicant was entitled to attend
the operations through his lawyers
and a technical expert of their choice;

The court-appointed expert was to draft
a written report of the activities carried
out to be filed with the UPC, together
with the documentation acquired;

The documentation acquired was to
be made accessible, until further order
of the court, only to the applicant's
attorneys and technical expert
(Articles 58 UPCA and 196(1) RoP),

with a prohibition on disclosing the
information acquired to third parties;

The evidence acquired was to be used
only in future proceedings on the merits
(Article 196(2) RoP);

In application of the general principle
of proportionality, if possible, the court
expert and the bailiff were to proceed
at times other than those scheduled for
opening to the public or in any case of
reduced flow at the defendant's stand.

Moreover, pursuant to Article 196(6) RoP, the
Local Division ruled that the granting of the
order for preserving evidence was not subject to
the provision of security by the applicant. Indeed,
the measure aimed at obtaining evidence of the
alleged infringement does not, as such, have an
afflictive or restrictive effect on the defendant's
activities. Moreover, given the extreme urgency
characterizing the case, requiring the applicant
to provide security as a precondition for obtaining
the requested measure could have jeopardized
its implementation. Additionally, the applicant
belongs to a large industrial group and was,
therefore, in a position to repair any possible
damage caused to the defendant in the
implementation of the measure.

Finally, as a demonstration of the confidence ltalian
companies have in the new European patent
system, it seems appropriate to point out that
exactly one year after the creation of the UPC,
Italy ranks third in terms of the number of requests
for unitary effects relating to European patents.

Similarly, it seems appropriate to point out that
proceedings relating to “Human Necessities"
amount to 40% of the proceedings currently
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handled by the Central Division in Paris and that
the number of proceedings filed before the UPC
is destined to grow thanks to the trend already
underway to use the European patent system
with unitary effect because it is considered
more advantageous. Therefore, given these
circumstances, according to official estimates,
the assignment to Milan of the third section of
the UPC's Central Division will likely generate an
induced revenue of 350 million euros per year.

In conclusion, as previously stated, the assign-
ment of the third seat of the UPC's Central
Division to Italy represents not only a historical
achievement but also an incredible opportunity
for the country's economic development.

CMS ltaly

CMS Adonnino Ascoli & Cavasola
Scamoni

Via A. Depretis 86

00184 Rome

ltaly

Tel: +39 06 47 81-51
www.cms.law/en/ita/
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Security for costs

N UPC cases:

the Dutch approach

Rogier de Vrey and Yasar Celebi of CMS Netherlands examine the
framework governing security for costs in UPC proceedings and
how the Dutch Local Division has approached this in recent decisions.

nJune 1, 2023, the Unified Patent Court
O(UPC) became operational, marking a

significant milestone for the European
patent system. The Netherlands has been a strong
advocate for the UPC. Dutch businesses and
innovators can now benefit from a more cohesive
and less fragmented patent litigation process,
which should reduce the costs and legal
uncertainties that are associated with protecting
inventions and enforcing patents across multiple
jurisdictions. The UPC includes a Court of First
Instance, a Court of Appeal, and a Registry with
local and regional divisions established in parti-
cipating countries.

The Netherlands hosts a Local Division of the
UPC in The Hague, which, as of mid-2024, has
issued 15 procedural decisions and orders. Among
these decisions, two orders given in the case
between Plant-e Knowledge BV. and Arkyne
Technologies S.L. ("Plant-e/Arkyne") stand out
because they provide valuable insights into how
the UPC addresses requests for security for costs,
a mechanism designed to ensure parties can
recover legal and other expenses, especially in
cross-border litigation where enforcing judgments
can be challenging.

Before exploring these key decisions from the
Dutch Local Division, it is essential to understand
the framework governing security for costs in
UPC proceedings. This framework includes the
procedures for requesting security for costs and
the precedents set by other Local Divisions.

Security for costs: a legal
framework

During UPC proceedings, a party may request the
court to order the other party to provide security
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for legal costs and other expenses. If the court
grants this request, it will determine whether the
security should be provided through a deposit or
a bank guarantee (Article 69.4 of the Agreement
on a Unified Patent Court (UPCA) and Rule 158.1 of
the Rules of Procedure (RoP)). The court ensures
procedural fairness by allowing both parties to
be heard before making a decision (Rule 158.2;
AIM Sport Vision v. Supponor I, August 28, 2023,
UPC_CFI_0828/2023). The order will detail the
rights of the parties to appeal and specify a
timeframe for providing the required security.
Failure to provide security within the specified
time may lead to a default judgment (Rule 158.5).

When and by whom security

for costs can be requested

A request for security for costs may be made at
several stages of the proceedings. It can be
introduced during a preliminary objection, with
the judge-rapporteur handling such requests
(Edwards Lifesciences Corporation v. Meril Italy,
November 13, 2023, UPC_CFI_255/2023, para.
88-89). Security for costs can also be requested
during the main proceedings, but it is not
permissible in urgent proceedings (see
Genomics v. Curio Bioscience, April 30, 2024,
UPC_CFI_0430/2024).

Article 69(4) of the UPCA states that only
defendants are entitled to request security for
costs. However, Rule 158 of the Rules of Procedure
of the UPC (RoP) broadens this scope, allowing
any party, including claimants, to make such a
request. This creates a conflict between Art. 69(4)
UPCA and Rule 158 RoP. The Local Division of
Dusseldorf addressed this conflict in Genomics
v. Curio Bioscience (April 30, 2024, UPC_
CFI_0430/2024), concluding that both defendants
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and claimants can request security for costs.
The court reasoned:

‘Although Rules of Procedure must align with
the UPCA according to Article 41(1-2) UPCA, this
does not mean the Agreement automatically
takes precedence over additional provisions made
by the Rules. When the Agreement does not
specifically exclude a provision, the Rules of
Procedure may introduce supplementary rules.
Therefore, Article 69(4) UPCA, which only contem-
plates security for costs for the defendant, is
complemented by Rule 158 RoP, which extends
the ability to request security to ‘the parties,
thus including both defendants and claimants.”

How security for costs

can be provided

Security may be provided in the form of a deposit
on the UPC account dedicated for security deposits
or by a bank guarantee provided by a significant
EU bank which is under the direct supervision of
the European Central Bank (NanoString Technologies
Europe Limited v. President and Fellows of Harvard
College, October 30, 2023, UPC_CFI_252/2023).
In a recent case, the request to approve a
guarantee for the security for costs from a big
bank in the US - which was licensed to operate
in the US but not in the EU - was dismissed: the
bank must have a license to operate in the EU
(ARM . ICPillar, May 21, 2024, UPC_CFI_495/2023).

Factors influencing the

court’s decision on a request

for security for costs

When deciding whether to grant a request for
security for costs, the court evaluates several
important factors. These include the financial
status and residence of the non-requesting party,
the likelihood of success of the claims, the
conduct of the parties, the case's importance
and complexity, past compliance with cost orders,
and the availability of insurance or other security
measures.

Insights from case law highlight the relevance
of these factors. For example, (i) the mere fact
that the other party is domiciled in the US does
not justify security for cost, and (i) if insurance
only covers the requesting party's own legal
costs but not the costs made by the other party,
it does not offer the required security for costs
for the requesting party (ARM v. ICPillar, May 21,
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2024, UPC_CFIl_495/2023). Other lessons are (iii)
that - although, in principle, the enforcement of
UPC orders is possible in the UK - there is
undoubtedly an additional (procedural) burden
and uncertainty on the party seeking to enforce
a UPC judgment in the UK compared to other
EU jurisdictions and therefore the court will be
more likely to order security for costs (Nanostring
v. Harvard, October 30, 2023, UPC_CFIl_252/2023)
and (iv) that the court will look at past financial
issues and the potential of legal actions against
parent or sister companies when indicating the
financial stability of a party (NanoString Technologies
v. Harvard College, October 30, 2023, UPC_
CFl_252/2023).

Dutch decisions in Plant-e v.
ArRyne: security for costs

and the access to justice

The Dutch Local Division of the UPC has adjudicated
two notable cases involving Arkyne Technologies
S.L. and Plant-e Knowledge B.V., centered on the
issue of security for costs under Article 158 RoP
and Article 69(4) UPCA. These decisions - dated
February 13, 2024 (UPC_CFI_0213/2024) and
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PhD on unfair competition and advertising law. During his PhD, Rogier
worked at several renowned institutions, including the European
Commission and the Max Planck Institute in Munich. In his practice,
Rogier has a particular focus on international intellectual property law
matters, both transactions and litigation. He advises in the areas of
parallel trade, anti-counterfeiting, ambush marketing, sponsorship and
licensing, ticketing regulation, exploitation and enforcement of (digital)
media rights, advertising, and IP infringement. Rogier is associate
professor at Utrecht University and a member of the Editorial Board
of the renowned Intellectual Property and Advertising Law Magazine
(IER). He is the author of several publications in the field of IP/TMC,
e.g., coauthor of the leading handbook on Enforcement of IP rights.

Yasar Celebi is an attorney-at-law in the IP/TMC Practice Area Group
of CMS Amsterdam. He specializes in intellectual property law and
technology, media & communications with a focus on copyrights,
trademarks, and patents in both contentious and non-contentious
matters. Yasar is ranked a Rising Star and is a Recommended attorney-
at-law by The Legal 500 EMEA 2024.
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March 4, 2024 (UPC_CFI_0304/2024) - offer insight
into how the court balances the protection
of defendants' rights on security for costs with
claimants'ability to enforce their patent rights in
court (access to justice).

These decisions highlight that imposing
security for costs should not unduly hinder a
party's access to justice and underscore the
importance of equitable treatment, ensuring that
defendants are safeguarded without excessively
burdening the claimant's ability to pursue
legitimate claims.

As a rule, the Dutch Local Division finds that
security for costs based solely on material
unenforceability should be awarded in exceptional
circumstances only. We would like to stress that
this also means that the sole fact that one of the
parties is based in the UK should not necessarily
mean that the court will be more likely to order
security for costs. There are examples of parties
based in the US which in itself was not regarded
as sufficient to award a security request.

Access tojustice is an important right throughout
the EU and elsewhere. For small and medium-
sized enterprises (SMEs), enforcing their patents
through the UPC could be significantly hindered
if they are required not only to cover their own
legal costs but also to provide security for the
defendant's costs. Therefore, requiring security
for costs from claimants can also conflict with the
high level of protection for IP rights holders
envisaged by the Enforcement Directive.

Additionally, the Dutch Local Division considers
that Dutch procedural law prohibits imposing
security for costs on plaintiffs residing in the
Netherlands (and thus the EU), regardless of
their financial situation. Granting security for
costs to an EU resident would, therefore, set the
UPC apart from some national courts as an SME
would be able to enforce its patents in several
national courts without a cautio iudicatum solvi.
Imposing security on costs on claimants with an
SME can prevent them from enforcing their
patents through the UPC, contrary to its goal of
facilitating patent enforcement by SME owners.

These landmark decisions by the Dutch Local
Division underscore the importance of a balanced
approach to security for costs. As the UPC framework
evolves, it will be important to observe how
other Local Divisions interpret and apply these
principles and whether they will maintain a balance
between protecting defendants' rights and ensuring
claimants, particularly those from SMEs, have
access to justice.

Confidential information

The second Plant-e v. Arkyne decision addressed
a procedural detail as well. The court imple-
mented an ‘attorney's eyes-only' protocol to
safeguard sensitive information (Article 58
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UPCA and Rule 262A RoP) while assessing the
necessity and extent of security for costs. This
measure ensures that confidential business
information remains protected, balancing the
need for transparency with the necessity of
privacy in complex patent litigation.

Conclusion

In conclusion, the recent decisions from the
Dutch Local Division of the UPC underscore the
nuanced approach necessary for managing
security for costs. These rulings reflect a commit-
ment to ensuring that the patent litigation
system remains accessible and equitable,
particularly for SMEs that might otherwise face
significant barriers to enforcing their intellectual
property rights.

Ultimately, the Dutch Local Division's approach
provides a framework for other UPC Local Divisions.
Observing if and how these principles will be
applied in future cases is crucial for maintaining
a balanced and effective patent litigation
system that supports innovation while ensuring
fairness and accessibility for all parties involved.

CMS Derks Star Busmann, Atrium - Parnassusweg 737,
1077 DG Amsterdam, Netherlands

Tel: +31 20 3016 301

Email: amsterdam@cms-dsb.com

www.cms.law/en/nld/
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UPC's first year:

emergence of a purely
civil law system?

Rachel Fetches of HGF discusses how the UK's withdrawal from the
UPC system could affect future judgments, with the use of common law
litigation tools being sidelined in preliminary measures.

he UPC passed its milestone one year
Tanniversary onJune, 1, 2024. While, at the

time of writing, we are still awaiting the
first substantive decisions on invalidity and
infringement, there have been judgments from
the Courts of First Instance and Court of Appeal
(CoA) on preliminary measures and procedural
matters that have given a flavor of how the UPC
is likely to develop.

One of the aims of the UPC was to provide
harmonization on patent law under the European
Patent Convention (EPC). Divergence on key issues
of patent law does sometimes lead to different
outcomes for the different national parts of the
same European Patent (EP). Parties can find it
frustrating that analysis of potential outcomes
(whether enforcement or freedom to operate) can
vary widely between the key patent jurisdictions
such as the UK, Germany, the Netherlands, Italy,
and France.

As part of seeking to achieve harmonization,
the UPC Agreement and Rules of Procedure
(RoP) offered the promise of a pan-European
litigation toolbox. Through the UK's involvement,
the UPC's RoP encompassed a unique blend
of common and civil law traditions. Following
the UK's withdrawal, however, together with the
delay in ratification by Ireland, it appears that
common law litigation tools are being sidelined
by the UPC.

CTC Legal Media

Rachel Fetches

Résumeé

Language
Somewhat ironically, given the withdrawal of
the UK, the English language has over the year
become the de facto language of proceedings
before the UPC. The late notification that English
would be accepted as at least a second language
of proceedings in all Local Divisions, including
German, French, and Italian, meant that many of
the first set of filings with the German Local
Divisions were in German. Subsequent actions
have increasingly been filed in English, and
some (but not all) requests for changes in the
language of proceedings have been allowed.
Part of this trend reflects the fact that the
majority of EPs are filed in English. A practical
consideration for litigants is that the multinational

Rachel Fetches is an IP/Patent Litigation Partner and advises

on contentious intellectual property matters for clients across a

broad range of sectors including life sciences, pharmaceuticals,
healthcare, chemicals, food and beverage, aviation, media, and
telecommunications industries. She has extensive experience in
litigating before the UK Patents Court, High Court, and Court of Appeal.
She has also regularly advised in relation to pan-European IP litigation
strategy for both patents and trademarks. Rachel is currently leading

HGF's UPC team.
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UPC judging panels often deliberate in English.
For urgent applications dealt with by a single
standing judge, the message from the UPC's
judiciary is to consider pleading in English to
avoid delays in the translation.

Opt-out

The original scheme envisaged under the UPCA
was that from the launch of the UPC, all EPs
validated and in force in the UPC would, by
default, be litigated before the UPC. Following
an outcry from patentees, a transitionary scheme
allowing a patentee to “opt out" of the UPC's
exclusive jurisdiction (for at least seven years)
was created. By exercising the right to opt out of
the UPC's jurisdiction, patentees can choose to
maintain the status quo that each national part
of the EP bundle must be enforced or invalidated
before the national patent courts. In the three
months before the UPC's launch, just under half
a million applications to opt-out were lodged with
the UPC's Registry. This seemed to indicate a
degree of nervousness at litigating existing EPs
in the UPC.

While challenges to the opt-out have been
rare to date, in Neo Wireless v. Toyota the CoA
upheld the Paris Central Division's decision to
reject a preliminary objection that the patent had
been opted-out validly. In this case, the patent had
two proprietors (a US parent and, for the EP(DE),
a German subsidiary), but only the US Proprietor
had applied to opt out. The opt-out provisions
provide an exception to the otherwise automatic
transition into the jurisdiction of the UPC. Unless
all proprietors exercise the opt-out, the “default
position" of the UPC's jurisdiction stays in place.

In CUP&CINO v. Alpina, the Vienna Local Division
held that an application for interim measures -
here an unsuccessful request for a preliminary
injunction - seizes the jurisdiction of the UPC (like
an action on the merits). A subsequent application
to opt out, seemingly made without authorization,
was invalid.

In AIM Sport Vision v. Supponor, the application
for the withdrawal of an opt-out (on July 5, 2023)
was held to be ineffective where the EP in
question had been litigated in German national
infringement and invalidity proceedings that
were pending when the UPC went live. This
raises the possibility of national “torpedo” actions
being filed against opted-out EPs by potential
defendants worried about a future UPC action.

Stays pending EPO opposition

Another aim for the UPC was quick first-instance
decisions. In the national courts, this can vary from
10 to 12 months (Germany (infringement-only), the
UK, and the Netherlands) to as many as 24 months
ormore (France, Italy, and Spain) to get to a hearing
atfirstinstance. Indeed, German nullity proceedings

26 UPC: one year in

Despite
the rules
allowing
for the use
of expert
evidence
and the
ability to
question
the experts
orally, the
commentary
from UPC
judges

has been
dismissive
of the role.

automatically stayed pending EPO opposition,
with many other national courts also likely to
stay proceedings pending resolution of EPO
opposition. Oppositions on average take 19 to
24 months for a hearing before an Opposition
Division but appeals to the Technical Boards of
Appeal can substantially add to the delay (two
and a half years or longer).

The UPC has discretion to stay proceedings
pending a decision of the EPO but there have
been a number of decisions where a request
for a stay has been declined. Both the Local
Divisions and Central Divisions have held that
proceedings must be conducted to normally
allow the final oral hearing at first instance to
take place within one year.

Thus, as a general principle, the UPC will not
stay proceedings, even where the EPO has agreed
to expedite opposition proceedings. If the UPC
can continue to manage UPC proceedings to
achieve the one-year target, this will be a
significant improvement in speed to a judgment
(infringement and validity) in the majority of UPC
member states including Germany (revocation).

Preliminary measures

The UPC has the discretion to grant preliminary
measures covering all UPC member states. It is
clear from its first year of operation that the UPC
is willing to grant preliminary injunctions and
saisie requests, including on an ex parte basis.

In relation to Pl requests, where these have been
on an inter partes basis, the Local Divisions and
CoA have had the benefit of full written submissions
and arguments on both infringement and
validity of the patent. These have been carefully
weighed and where there have been doubts
about the validity of the underlying patent, the
Pl has been denied.

With saisie requests aimed at preserving
evidence of infringement, the Paris Local Division
took the view that while the applicant had to
provide reasonably available evidence of the
alleged infringement, at an early stage there was
no reason for the court to examine further the
validity of the patent in question.

One notable aspect of the UPC's management
of requests for preliminary measures is the speed
of fully argued hearings and judgments, including
appeal judgments. A multi-territorial injunction
within two to three months or the ability to enter
premises to seize evidence across the UPC within
three to four weeks of the order is incredibly
powerful.

Means of evidence

In common law jurisdictions like the UK, fact
and expert evidence - both written and oral -
are key to winning a case. In civil law jurisdictions,
the importance and weight given to expert
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evidence vary from it being treated as having
little weight, to it being recognized as an
important part of the action, with limited
questioning from either the judicial panel and/
or the opposing counsel. In the UK, although
each party pays for their own expert, any
expert's overriding duty is to the court and it is
important that they don't become an advocate.
The ability to cross-examine experts and
witnesses adds time to the trial but provides
assistance to the court and ensures a party's
evidence reflects the honest belief or opinion of
the witnesses or expert.

It is very clear from the UPC's RoP that one
means of evidence includes expert reports (Rule
170.1(e)). Rule 170.2 states that means of obtaining
evidence includes “appointing, receiving opinions
from, summoning, and hearing and questioning
experts.” As in the UK, party experts in the UPC
have a duty to assist the court impartially on
matters relevant to their expertise, which overrides
any duty to the party instructing them. The
expert must also be independent and objective,
and shall not act as an advocate for any party to
the proceedings (Rule 181.2).

Despite the rules allowing for the use of expert
evidence and the ability to question the experts
orally, the commentary from UPC judges has been
dismissive of the role and value of these procedural
tools. There also does not yet seem to be any
cases where a separate hearing has been set to
question experts and it is unclear whether the
Presiding Judges have allowed parties to put
questions to experts.

Disclosure
Alongside expert evidence, the ability to obtain
documents from the adverse party during litigation
is a key reason that parties litigate in the UK
Patents Court. Disclosure is usually issue-based
(e.g. relating to alleged prior use). Unless infringe-
ment is admitted, the defendant must provide
disclosure or produce a product and process
description. The availability of disclosure in the
UK gets around the difficulty in civil law juris-
dictions where a party suspects that the other
party has documentary evidence relating to a
particular issue in dispute but has no means to
introduce it into the proceedings. Disclosure can
also be relied upon by the parties at trial to
improve their cases, particularly since UK parties
are obliged to disclose adverse documents.
While it is clear that the UPC is willing to grant
measures to inspect and preserve evidence of
infringement as a preliminary measure (saisie), it
is not clear yet whether the common law tools
and disclosure tools available during the
proceedings are being utilized. Means of obtaining
evidence include “requests for information” and
“production of documents” (Rule 170.2(b)(c)). The
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UPC can also order the inspection of a place or
physical object (Rule 170.2(f)) and order a third
party to produce evidence (Rule 170.3(a)).

What does this mean for

patent litigation in the UK?

In 2023, there have been robust levels of patent
actions issued and coming to trial at the UK
Patents Court, whereas in Germany, for example,
we have seen a clear shift towards the UPC's
local divisions rather than national patent courts.
This shift has been mirrored by the movement
of patent judges towards full-time roles at the
UPC. This is an early indication of the future shift
in focus for patent litigation in the EU. Despite
the significant involvement of dual-qualified UK
solicitors and UK-based European Patent Attorneys
in UPC proceedings, those proceedings have
reflected civil law approaches.

What we will see in the next 12 months is the
UPC's approach to the substantive patent law
issues. What approach will the UPC take on
straightforward matters of infringement and
validity? Will the national law of the relevant
division be the touchstone or will the UPC create
a new approach that takes the best (hopefully)
of all contracting states? Will the EPO approach
to added matter or inventive step (problem-
solution) prevail - or only sometimes? How will the
UPC approach contributory infringement, and
what does a UPC doctrine of equivalents look
like? How will the UPC approach injunctions for
standard essential patents and issues of FRAND
licensing? What will be the approach to second
medical use patents and ‘clearing the way"
ahead of a generic launch?

Both the UPC's approach to patent law and
procedural litigation tools will remain an important
factor in the choice of venue. While the UPC
remains reluctant to embrace the common law
tools for disclosure and evidence available, the
UK will remain the primary EPC jurisdiction where
disclosure and expert evidence are available and
can be tested by cross-examination. This, together
with the comparable speed of proceedings before
highly specialized Patent Judges, and the quality
of UK judgments, means that the UK Patents
Court remains an important venue for patent
litigation, whether in parallel or as an alternative
to the UPC.

Central Court, 25 Southampton Buildings, London WC2A 1AL

Tel: +44 (0)207 776 5100

Email: hgf-london@hgf.com

www.hgf.com/

UPC: one yearin 27




UPC In Sweden: Insights
from the Nordic-Baltic
Regional Division

Petter Rindforth and Maria Zamkova of Fenix Legal share insight into how
the Nordic-Baltic Regional Division of the UPC is operating thus far, detailing
the handling of Aarke AB v. SodaStream Industries Ltd as a case example.

very six months, one of the European Union
E (EU) member states holds the Presidency

of the Council of the EU, also known as
the Council of Ministers. Sweden held the
Presidency during the first half of 2023. It was an
active and interesting period for intellectual
property within the EU. At the end of the
Presidency period, the Unified Patent Court
(UPC) came into force, and on June 1, 2023, the
Nordic-Baltic Regional Division opened its
doors in Stockholm, Sweden.

Although “the Nordic countries” geographically
include the sovereign states of Denmark, Finland,
Iceland, Norway, and Sweden, there are important
differences when it comes to the Unitary Patent
in general and disputes.

First, Iceland and Norway are not members of
the EU and are, therefore, not part of the system
as such.

Second, Denmark and Finland have chosen to
establish their own national Court of First Instance
in Copenhagen (Denmark) and Helsinki (Finland),
respectively.

The remaining Nordic country, Sweden, is part
of the Nordic-Baltic Regional Division, together
with the Baltic countries Estonia, Latvia, and
Lithuania. The said division is based in Stockholm,
Sweden, in the same building as the Stockholm
District Court and the Patent and Market Court.

Any Nordic-Baltic Regional Division panel sits
in a multinational composition of three legally
qualified judges pursuant to Article 8(4) UPCA.

The panelin the Nordic-Baltic Regional Division
consists of two legally qualified judges who are
nationals of the member states of the regional
division and one legally qualified judge from the
pool of judges who is not a national of one of the
member states of the regional division. The two

28 UPC: one year in

Petter Rindforth

Maria Zamkova

national judges of Nordic-Baltic are Stefan
Johansson (Sweden), Presiding Judge of the
Nordic-Baltic Regional Division of the UPC since
June 2023, and Kai Harmand (Estonia). Swedish
technically qualified judges are Andreas Gustafsson,
Anna Hedberg, Kerstin Roselinger, Anders
Hansson, and Patrik Rydman.

The process language of the Nordic-Baltic
Regional Division is English. The language issue
is important, as most SMEs (small or medium-
sized enterprises) can understand English but
may not be so familiar with German, which was
generally the most common language in the
initial cases outside Sweden. The language of
proceedings was considered and decided in the
case No 58084972023 - UPC_CFI_373/2023,
Swedish company Aarke AB v. SodaStream
Industries Ltd (a company based in Israel, repre-
sented by a German attorney).

On October 17, 2023, SodaStream Industries Ltd
("SodaStream”) brought an infringement action
against the Swedish company Aarke AB based
on EP1793917 entitled "A device for carbonating
a liquid with pressurized gas." Aarke AB - referring
to R. 323 RoP - asked for a change of the
language of the proceedings from German to
English. On the merits of the Application, Aarke
AB referred in particular to recitals two and six
UCPA and outlined that the President of the
Court of First Instance should consider when
determining the language of the proceedings, the
principles of fairness, equity, and proportionality,
especially in the event where the Applicant -
defendant in the main proceedings - is an SME
for which the language chosen by the claimant
raises a specific challenge.

SodaStream argued that the advantages of
retaining the current language must be weighed
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against the inconveniences for the respective
parties as part of an overall assessment and that
the requested change can only be decided under
very particular circumstances and exceptional
situations. SodaStream added that the protection
from which SMEs benefit cannot apply to entities
active all over Europe, as is the case for Aarke
AB selling the embodiments attacked in more
than 30 countries worldwide and offering inform-
ation and support in the respective official
languages of these markets, including German.

The President of the Court of First Instance
in the proceedings before the Local Division
Dusseldorf, pursuant to R. 323 RoP (the language
of the proceedings), issued an order on January
16, 2024, stating that “the situation of the Defendant
(Aarke AB) requires a particular consideration in
the event that an SME is sued before the court
in light of this legal frame. In the case at hand,
the respective position of both parties - as
known given the information provided at this
early stage - is likely to create a significant
imbalance in the way they can organize their
defense and access to the court although they
are equally confronted with a foreign language
they don't use in their respective daily activities.”
The language of the proceeding was ordered to
be changed into English.

In the order, Florence Butin, President of the
Court of First Instance, also noted that “an
important goal of the UPCA is indeed to take
into account the situation faced by SMEs which
have difficulties enforcing their patents and
defending themselves.”

This is also in line with the comment Stefan
Johansson of the Nordic-Baltic Regional Division
made when he was appointed as the Presiding
Judge: ‘It is good that this important reform is
finally becoming a reality, and it is especially nice
that one of the courts is located in Stockholm.”

The first case filed with the Nordic-Baltic
Regional Division was Edwards Lifesciences
Corporation (claimant) v. Meril GmbH, Meril
Lifesciences PVT Limited, Smis International OU,
and Sormedica UAB (defendants), Case Number:
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ACT_459769/2023. The case is proceeding and
is one of a total of six patent infringement cases
filed so far (as of July 31, 2024) with the court in
Stockholm.

As of July 26, 2024, 47 cases have been filed
with the Nordic-Baltic Regional Division. Most of
them have been related to requests foramending
patent or counterclaim for revocation (11 cases
each), with infringement cases as No 3. However,
the majority of the 47 cases are still at the stage
where they are not fully public, and it is thereby
not possible to identify the details of the disputes.

The high number of revocation counterclaims
(11 compared to six infringement cases) is likely
because, until April 2024, due to technical
problems, if there were several infringing
defendants in a case, each defendant had to file
a separate counterclaim for revocation. As of
April 5, 2024, this is now technically solved.

Petter Rindforth is the Managing Partner at Fenix Legal and has a
Master of Law from the University of Stockholm. He is a registered
UPC Representative (Article 48(1)), EPO Legal Practitioner, EU
trademark/design attorney, arbitrator/panelist for WIPO, Forum,

and CAC, on the Swedish National Courts Administration list of IP
mediators, as well as listed by the Swedish Intellectual Property Office
(PRV) as a mediator in copyright disputes. President of the Association
of Swedish Patent Attorneys, and also serves as a member of the

ECTA Supervisory Board.

Maria Zamkova is CEO at Fenix Legal, has a Master of Industrial
Design, and is a patent attorney and registered EUIPO trademark

and design attorney. Maria is an expert in European Patents, assisting
national and international clients in IPDD, and is a frequent lecturer

in “IP and business strategies." She is a Member of the Board of the
Association of Swedish Patent Attorneys (SPOF) and a Member of the
Board of the Association of IP Professionals in Swedish Industry (SIPF).
Maria achieved the Client Choice Awards by the International Law
Office and Lexology (ILO) as the best expert in Intellectual Property -

Patent - in Sweden.
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The duration of proceedings in the Nordic-
Baltic Regional Division is difficult to state in
the absence of any full decisions so far. Stefan
Johansson has stated that the court will follow
the 12-month goal. For cases in other local
divisions, so far, the period between the filing of
the action and the oral hearing has been between
nine to 11 months.

At the same time, the judges must stick to
the time frames and make quick and clear
decisions, as the number of cases is continuously
increasing. The Presidium of the UPC, therefore,
recently decided to adjust the working time of
some part-time judges as of September 2024.
Hamburg Local Division is, not surprisingly, one
of the three Divisions, the other two are the
Ljubljana Local Division and the Nordic-Baltic
Regional Division in Stockholm.

Furthermore, the number of representatives
based in Sweden is increasing. As of August 1,
2024, there are 128 representatives, whereof 33
are lawyers authorized to practice in contracting
Member States (Article 48(2)), and 95 are patent
attorneys (Article 48(2)), mainly “Patent Attorneys
with other qualifications” (83), but also “Patent
Attorneys with Law Diploma" (5), and “Patent
Attorneys with EPLC (European Patent Litigation
Certificate)” (7). The latter is the future identi-
fication and qualification of patent attorneys, as
since June 4, 2024, European patent attorneys
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can only register as UPC representatives upon
presentation of an EPLC from any of four
specifically identified universities in Europe.
Before that date, “other qualification," according
to Rule 12, was either successful completion of
one of 13 specified courses from universities all
over the EU or *having represented a party on
his own without the assistance of a lawyer
admitted to the relevant court” It is noted that all
83 Swedish patent attorneys who applied as
“Patent Attorneys with other qualifications” have
participated in one of the identified and
accepted patent litigation courses.

So, what should we expect for the future of
the Nordic-Baltic Regional Division?

The first decisions on infringement actions, as
well as those on revocation actions, are
expected by the end of 2024. As the Nordic-
Baltic Regional Division is already the third most
“popular” local UPC after the ones in Germany
and France, it will be important to follow and
study the Nordic-Baltic cases, in general, but
also from an SME protection perspective.
Perhaps, in the near future, the word “Nordic” in
the Nordic-Baltic Regional Division will also
include the two other Nordic countries:
Denmark and Finland, thereby making the
Nordic-Baltic Regional Division even more
interesting from a general legal practice point of
view.
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