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Editor’s
welcome

an invention or utility model patent applications serve as conflicting

applications to a claimed design? A question our cover story addresses

in the pursuit to assess the current justice and fairness of the law,
taking example from a case that compared drawings of a ‘joist’ in a patent
application for use in relation to a ceramic kiln.

Our guest interview this issue is with Emily O'Neill, GC UK at Deminor, who
reveals practical advice for trade secret validity, the growing pressures in-
house counsel are facing, and key considerations for a strong IP portfolio.

This issue also provides: in-depth
analysis of the complexities

surrounding patenting nanotechnology;

a review of the advantages and
drawbacks of the compulsory licensing
system in India; key findings revealed
from Clarivate's latest report on patent
renewal trends; a look at potential
challenges and the welcome benefits
of developing technologies for IP;
speculation about the dramatic
increase in bioinformatic-related patents; how the foreign filing license system
manages cross-border collaborations among inventors from different
countries for patent protection in China; and much more!

Key considerations
for a strong
IP portfolio.

This issue's Women in IP Leadership segment features Dominique Hussey,
Vice Chair & Toronto Managing Partner at Bennett Jones LLP, and Natalia
Vladymyrova, Managing Partner at Prima Veritas. Contact us to find out how
you can support the segment.

o

Faye Waterford, Editor

Enjoy the issuel

Mission statement

The Patent Lawyer educates and informs professionals working in the industry by
disseminating and expanding knowledge globally. It features articles written by people
at the top of their fields of expertise, which contain not just the facts but analysis and
opinion. Important judgments are examined in case studies and topical issues are
reviewed in longer feature articles. All of this and the top news stories are brought to
your desk via the printed magazine or the website www.patentlawyermagazine.com

Sustainability pledge

We pride ourselves on using a sustainable printer for our hardcopy magazines.
Pureprint Group was the first printer in the world to become CarbonNeutral® and
has worked to remove non-recyclable materials from the manufacturing processes
while creating dynamic allocations to reduce energy, waste, transport, and materials.
Find out more at www.pureprint.com/sustainability/
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Conflicting applications
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to claimed designs

John XIA, Partner and Patent Attorney at Corner Stone & Partners,
questions whether an invention or utility model patent application
can serve as a conflicting application to a claimed design.

Definition of conflicting
application
Article 23.1 of the Patent Law of the PRC provides
that “Any design for which a patent right is to be
granted shall not be a prior design, and no entity
orindividual has filed a patent application for the
identical design with the patent administration
department under the State Council before the
filing date and the content of the application is
disclosed in patent documents published after
the filing date”.

This provision is called conflicting application
in practice, which means that an earlier-filed and

John XIA

I 4 r
Résumé
John XIA, Partner and Patent Attorney
John spent the first several years of his
career in research at the Academy of
Science. For the past 20 years John has
devoted his attention to the practice of
intellectual property law. Certified by
All China Patent Attorneys Associations
as one of the first patent attorneys in
the PRC, John has acquired a deep
understanding of integrated circuit layout
and design and new plant varietals. His
practice includes patent prosecution,
appeal, invalidation, and administrative
litigation, as well as counseling clients on
trademark and copyright matters.

()
(@)
=
|
=
3
—
=
()
>
T
o
-
o
>
=
o
=
7
-
o
2)
g
=
=
m
o
=)
m
(%)
)
=
7]

The Patent Lawyer would like to thank the
Editorial Board for their time and support.

Credit: Wirestock
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later-published application constitutes the
conflicting application to the claimed design
that is later filed. Meanwhile, under the existing
patent law of China, it is a prerequisite that a
conflicting application to a claimed design must
be an application for an identical design; in other
words, an application for an invention or utility
model cannot constitute a conflicting application
to a claimed design, notwithstanding it is earlier
filed and later published.

The Guidelines for Patent Examination (2010)
says the following about conflicting application:
‘In determining the novelty of inventions or
utility models, for a patent application for invention
or utility model filed on a date, the patent appli-
cation documents filed by any entity or individual
with the patent administration department for
the identical invention or utility model before the
filing date and the patent documents published
after the filing date (including the filing date)
are prejudicial to the novelty of the patent
application of the filing date. For the sake of
simplicity, when determining novelty, the patent
application that could be prejudicial to the
novelty is called conflicting application.” However,
the Guidelines fail to specify whether an appli-
cation for an invention patent or utility model
patent can constitute a conflicting application
to a claimed design.

A discussion about whether

an application for invention or
utility model patent can serve

as the onflicting application

to a claimed design

As to whether published drawings attached to
utility models and inventions constitute a
conflicting application to a claimed design, both
legal precedents and popular opinion agree
that pursuant to the provisions of China's patent
law, only an application for a design patent can
constitute a conflicting application to a claimed
design. Unfortunately, however, the existing
provisions for conflicting applications may
produce unexpected results in some cases and
even may affect the justice and fairness of the
law.

We have handled a case of a request for
invalidation of a design patent in China as
follows:

In the No. 6W117740 case of a request for patent
invalidation at China National Intellectual Property
Administration (CNIPA), the requester put in a
request for invalidation of the No. 201530409679.5
design patent (“the patent at issue”), which was
filed on October 22, 2015. Evidence 3 cited was
used as the conflicting application to the patent
at issue. Evidence 3 is the No. 201520809261.8
utility model patent of China which was filed on

8 THE PATENT LAWYER
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precedents
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pursuant to
the
provisions
of China’s
patent law,
only an
application
for a design
patent can
constitute a
conflicting
application
to a claimed
design.

CONFLICTING APPLICATIONS TO CLAIMED DESIGNS

October 19, 2015, and published on March g, 2016.
Evidence 3 meets the condition that a conflicting
application be earlier-filed and later-published.
However, Evidence 3 is a patent for a utility
model, which does not accord with “the identical
design” set forth in Article 23.1 of China's patent
aw.

In this regard, CNIPA says in the Decision on
Examination of Request for Patent Invalidation
(No. 50938 Decision): “Evidence 3 is a document
of invention patent in China, which was filed
before the filing date of the patent at issue and
published after the filing date of the patent at
issue. Pursuant to Article 23.1 of the Patent Law
and Section 4.5.5 of the Guidelines for Patent
Examination, a conflicting application set forth
in Article 23.1 of the Patent Law should be a
patent application for the identical design. A
patent for an invention or utility model differs
from a patent for the design in type, and thus an
application for an invention patent or utility
model patent cannot serve as a conflicting
application to a claimed design. Therefore,
Evidence 3 cannot be used as the document of
conflicting application to the patent at issue.”

Although the said decision conforms to the
provisions of China's patent law and the guidelines
for patent examination, as seen from the following
drawings, Evidence 3, notwithstanding a patent
for utility model, can effectively serve as the
conflicting application to the patent at issue.

The name of the design for the patent at issue
is "joist". According to the disclosed brief description
of the design, this product is used for the kiln
equipment or kiln cars for ceramic tunnel kilns
and it belongs to the accessories or fittings of
kiln equipment for ceramic kilns. Figure 1 is a
drawing of the patent at issue, which is the cross
section of Design 1 of the design. As the joist is
a long profile, its cross section contains the
most important features of the design.
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Figure 1

Evidence 3 is the disclosed description of the
No. 201520809261.8 utility model patent of China
and the name of the patent is an improved kiln
equipment or kiln car used for the multifunctional
frame structure for firing ceramic washbasins.
Figure 10 (Figure 2 below) in the drawing attached
to the description also presents the cross section
of a joist. It is seen from the description that the
joist in Evidence 3 is identical in function and
used with the joist in the design for the patent at
issue. They both are used for the kiln equipment

CTC Legal Media

or kiln cars for ceramic tunnel kilns to support
the ceramics being fired, belonging to the
accessories or fittings of kiln equipment for
ceramic kilns. Therefore, the joist disclosed in
Evidence 3 is identical in type with the joist
disclosed in the patent at issue. Moreover, the
drawing attached to the description of Evidence
3 shows that the joist disclosed in Evidence 3 is
also a long profile and the highlight of its design
is also the cross section of the product.
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Figure 2

A comparison between Figure 1 and Figure 2
easily points to the conclusion that the joist in
Evidence 3 and Design 1 of the design for the
patent atissue have identical design; that is, the
joist in Evidence 3 had been filed before the
filing date of the patent at issue and was disclosed
in the patent documents published after the
filing date of the patent at issue. Evidence 3
meets the condition for serving as the conflicting
application to the patent at issue. Of course,
CNIPA has sufficient grounds for not accepting
Evidence 3 as the conflicting application pursuant
to Article 23.1 of China's patent law, for Evidence
3 is a patent for a utility model while the patent
at issue is one for design.

The Higher People's Court of China's Jiangsu
Province made a similar decision in its No.786
case in 2020, a case similar to this one, deciding
that the application for a utility model patent
cannot serve as the conflicting application to a
claimed design. The court held that the conflicting
application which could be prejudicial to the
novelty of the design should be an application
for “the identical design”. Notwithstanding the
drawing attached to the earlier-filed application
for the utility model patent may be identical to
the drawing in the design which is later filed, the
identical drawing in the earlier-filed utility model
cannot be sufficient grounds for the conclusion
that a patent application for “the identical design”
has been filed because the object to be protected
for a utility model is the technical solution set
forth in the claims, not the design shown in the
drawing attached.

We are of the belief that it is worthwhile to
discuss the opinion that the application for a
utility model patent cannot serve as a conflicting
application to a claimed design. What on earth
can be called “the identical design"? Just like
the aforesaid joist, the drawing in Evidence 3 is

CTC Legal Media
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identical to the drawing of the patent at issue
in use, function and appearance. The only
difference between them lies in the types of
patent application, viz. utility model and design.
However, the difference in types does not
necessarily mean that they are not “the identical
design”. The CNIPA's decision will open up the
possibility that when the patentee of Evidence 3
adopts the technical solution as the best way of
exploiting their utility model patent, the joistin it
will run the risk of infringing the patent at issue.
This is blatantly unfair to Evidence 3 which was
earlier filed. The circumstances contradict the
logic of legal justice; in other words, the existing
laws and regulations concerned are loose in
some ways.

Our opinion

The analysis of the case above indicates that
the existing patent law of China is loose in
whether an application for invention or utility model
patent can institute the conflicting application
to a claimed design and thus heeds to be amended
properly to obey the logic of justice and fairness
of the law. We are of the opinion that an
application for an invention or utility model
patent can constitute a conflicting application
to a claimed design where the drawing attached
to the description reveals the highlights of the
design.

Contact

Corner Stone & Partners

1905, Tower B, Tia Yuan Gang Centre,
No.2 Dongsanhuan North Road,
Chaoyang District,

Beijing 100027, China

Tel: +010 8446 4600
law@cornerstoneip.com.cn
wWww.cornerstoneip.com.cn/en/
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An interview with
Emily O'Neill, General
Counsel UK at Deminor

Emily sits down with The Patent Lawyer to discuss practical advice for trade
secret validity, the growing pressures in-house counsel are facing, and key
considerations for a strong IP portfolio.

Can you introduce yourself, Deminor and
your role as General Counsel?

Deminor is a litigation funder. We provide access
to justice for companies by funding the costs and
legal fees for litigation, whilst taking a share of
the damages, enabling companies to go forward
to obtain money from their IP without impacting
their balance sheet. The company name Deminor
means Defense of the Minority - we are involved
in a lot of David and Goliath-type battles for
small and medium-sized tech companies that
have great IP and whose inventions have been
taken by bigger organizations.

| joined Deminor three years ago. Before my
time at Deminor, | was the Chief Counsel for IP and
Litigation for seven years at an FSTE 110 company
which made scientific instruments. It had operations
in 32 jurisdictions, for which | managed IP policy
and process, as well as litigation above the
threshold at the group level. Prior to that, | had
spent six years in private practice in the IP team at
Bird & Bird, London, following my time as a trainee
at Shoosmiths in Reading. During my time as a
trainee, | completed a six month secondment
at Mercedes UK, where | worked on the high-
performance engines business, preparing their
contracts for the Formula One season. At that
time, they were a supplier of engines for McLaren,
so we had some quite exciting projects.

I was the first employee in the UK for Deminor,
so going from a big multinational company to
being employee number one was really exciting.
| set up the infrastructure for the UK office from
a business perspective. | set up everything from
our benefits to our insurance, and | have been
part of the three office moves in three years.
I was also responsible for hiring our team. There
are nine of us now working to establish our name
within the UK. So, there has been a business

CTC Legal Media

aspect, a marketing aspect, and a legal perspective
in reviewing the cases we've received for
funding, looking at cases and evaluating them. It
has been a really exciting three years for me.

What attracted you to the role at Deminor?
| was engaged in my previous role when | saw
the Deminor opportunity come up. At the time,
| had broad responsibilities across different
business units and worked with different com-
panies. | had some responsibility for trade
Emily O'Neill compliance at one stage, and | was a driven
divisional General Counsel within that group,

The moral fibre, the ethics
of the organization, and
what it means to do the
role are important

to me. Even the

meaning behind

the name,

Defense of

the Minority,

spoke to me.
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but the elements | enjoyed most about my role
were litigation and IP.

Litigation for a big multinational is always
unwelcome news, so, as Head of Litigation, |
was always the least popular person going to
any site! The Deminor opportunity offered scope
to combine the areas that | enjoyed while
keeping a broader perspective and taking on
more of a business role. | was excited to start
something new, so | began researching the
industry. | hadn't had a huge amount of experience
with funding, but | saw the exponential growth
within the industry and that Deminor was
already established with a track record.
Although it was going to be a new scale-up
environment, | was joining an established
organization. Also, the moral fibre, the ethics of
the organization, and what it means to do the
role are important to me. Even the meaning
behind the name, Defense of the Minority, spoke
to me. | was coming from an organization with a
core value of absolute integrity, and it was really
important to me to maintain that.

The interactions between teams were much
smaller at that time, and joining during lockdown
meant that | wasn't meeting people face to face,
although | still felt that | had really good
connections and relationships with the rest
of the Deminor team across the different
jurisdictions. We are all working towards that
common purpose which makes it a great
environment to work in, and that still excites me
every day.

What do you define as the practical steps
for implementing trade secrets?

| think trade secrets are one of the trickier IP
rights to identify and manage. That's because it
could be something huge and obvious to the
company, like the Coca-Cola formula, or it could
be something smaller, like some settings on a
piece of equipment which produces something
in a specific way.

Implementation begins with having the
organization understand what a trade secret is
because until you've identified them, you can't
protect them. Identification is the first step, while
the second step is taking reasonable steps to
protect a trade secret. | have a lot of conversations
with engineers and in-house personnel who are
deciding whether to protect their IP and are
considering protection via patent or trade secret.
Often the discussion relates to a stretched budget,
they say they don't want to invest in a patent, so
opt to protect via trade secret. Comments like
this tell me that they don't understand or fully
appreciate the cost of maintaining a trade
secret.

Taking, and being able to demonstrate
reasonable steps to keep a trade secret a secret

12 THE PATENT LAWYER
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For me,
moving
from a law
firm where

I was the one
generating
the money,
to an
in-house
team where
I wasn’t

and instead
had to
demonstrate
the value

of the

legal team,
created
pressure

in itself.

is what will make that trade secret enforceable.
Forexample, if you've identified something internal
to your business that has value and is not
publicly available, you need to look at your
wider business and identify who really needs to
have access to it. Then, you need to put in place
the physical security - is it a piece of equipment,
is it written down in some format, is the data
rights management in place to prevent the
trade secret being transferred out? Limiting the
number of people that have access physically
and electronically to the trade secret and
demonstrating that in your policy and process
are vital steps to proving validity. When looking
at a case where a trade secret has been leaked
or lost to assess whether we can recover damages,
we need to be able to show that the trade
secret was there and that reasonable steps
were taken to keep that secret.

Maintaining a trade secret is not the
responsibility of just one person. It is something
that involves different teams at different times:
IT for information security, facilities for building
security, and HR for employee management. If
an employee with access to a trade secret is
going to leave, and potentially go to a competitor,
it needs to be made known that that's
happening. Managers need to know who has
access to what. They also need to inform the
relevant departments that said person with
access to sensitive information is going to a
competitor so that the organization can react
and take particular steps.

Do you think economic uncertainty
increases pressures on in-house counsel?
If so, how?
| think it can have a massive impact. For me,
moving from a law firm where | was the one
generating the money, to an in-house team
where | wasn't and instead had to demonstrate
the value of the legal team, created pressure in
itself. In a time of economic uncertainty, it's
important that people understand what legal
does and the value you're able to bring.
Additionally, there's not going to be the
budget for new shiny tools which could potentially
shortcut or make things more streamlined, so
being creative with the tools that you do have
becomes important. We had a lot of schedules
and lists of IP in Excel documents, we used
SharePoint, and we used the tools that were
already available. We sent out training on the
general LMS system which was in place in the
company, and we used Forms to send out
questionnaires to test people's knowledge.
Being agile and adapting to the budget that
you do have, and working in creative ways, are
important. How can you achieve the objectives?
How can you move the majority of the organization
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forward with the tools that are available now?

Each year, our budget started at zero, and we
had to justify any budget allocation that was
required. There wasn't an available budget for
new legal software or for a specific trade secret
tool for the organization. Often in companies, each
business unit has its own budget and its own
objectives, and those things don't always overlay
with legal priorities. You need to learn to feed
into the business in a positive way without causing
disruption while maintaining the objective to
safeguard and identify the IP and manage
litigation in an effective way.

What elements do you believe are integral
to a strong IP strategy for protecting
assets?
There are three pillars to this. Identification is
one - does everybody know what they should
be looking for, what can be covered and what
the process for reporting that is? Innovation will
not be protected if it's within the engineer's
head, in their notebook or on the bench, it needs
to be reported to the IP manager or the legal
counsel. Then, there needs to be a discussion to
determine the best way to protect the innovation,
linking in with the commercial team, and how it
will be used commercially: how and when will it
be rolled out? Is it an internal tool, or is it going
to be something that's incorporated into products?
It's important to align the commercial and
marketing strategy with the protection strategy.
Once protected, there need to be consistent
reviews to avoid paying renewal fees for
particular projects that may be end of life, or for
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It’s
important
to align the
commercial
and
marketing
strategy
with the
protection
strategy.
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particular technologies that have been
superseded for which protection isn't so
important anymore. Understanding the value in
what you already have protected, and knowing
how to manage it is integral to a strong IP
strategy. Then, looking more creatively, is there
a monetization appetite? Could you extract
some value from the IP? Are there other ways
that you can protect more broadly so that you
can have a licensing regime? This comes back
to how value can be added to the business via
the legal team.

What aspect of asset protection do you find
is often overlooked? And how can
companies work to avoid this?
I think confidential information and, to an extent,
trade secrets. Obviously, trade secrets are more
valuable, but there's a lot of valuable confidential
information within businesses and not a huge
amount of time and money spent thinking about
that. The sensitivity labels within the Microsoft
Office Suite are available to everybody, and it's
an easy way to keep confidentiality front of mind.

| ' was part of rolling out document labelling
and marking in my previous organization. At
Deminor, we have the same process so that the
value is really considered in every document
that we create, receive, or review. We assess
how it should be treated before applying the
relevant marking.

| think keeping IP and IP protection at front of
mind for people day-to-day by integrating
processes into what they're doing, rather than
having a separate step, is effective for preventing
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oversight. In my previous role, we looked at
information holistically: we had GDPR projects,
we had market information and sensitive IP
information, and then we overlaid that with cyber-
security and information protection measures.
From a technical standpoint, this meant that
people would have to partition their minds into
different ways and be looking at information
under four different policies. To simplify this we
took a holistic approach to protecting information
by preparing a single policy. The policy explains
how each of the categories could be protected
across the different disciplines so that people
would look at a piece of information and easily
determine how it should be dealt with.

| think that, generally, patentable inventions
and the like are treated with more care and
thought than generalinformation. Although, even
then, there can be an oversight because technical
people may assume protection is obvious, but it
may not be for those that aren't experienced.
Regular discussions about what is being
developed are necessary so that assessments
can be made as to whether to seek protection
or implement steps to keep internally and treat
it as confidential information or a trade secret.

The role of outside counsel is quite different
to an in-house counsel within the business.
Outside counsel has very specialist expertise in
their jurisdiction, which is very valuable when, as
an in-house person, you're dealing with a number
of jurisdictions and can gain specific information
from your outside counsel.

We relied on our law firms for a lot of training.
They were happy to come in and deliver training
to the businesspeople, which really helped with
the bandwidth within our small legal team.

| think in terms of strengthening the portfolio,
it's really important to work with counsel that
understands the business. We had patent
attorneys who were excellent at understanding
the products, they had been proactive in under-
standing the goals, objectives and where the
business was going. As a result, they could then
add and suggest different things that we needed
to think about including inventions within the
patent portfolio.

Good counsel can add value in terms of
networking and support as well. When going
from a big team within a law firm to an in-house
team, which is typically smaller, there are fewer
brains to pick. Having a strong relationship with
your outside counsel, whereby you can pick up
the phone and ask a quick question knowing
that they're not going to be immediately starting
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the clock, is so valuable. | think it's that relation-
ship which makes you reinstruct those counsel
and build long-term relationships.

We had a few examples, some in China and
some outside, where we would have employees
leave and either go to competitors or set up in
competition. There was one example where an
employee left and set up literally across the
road producing what we said is our product. The
difficulty was that there was no patent protection,
so we were down to trade secrets. We knew
that the product had been produced by the
method because it had certain attributes which
our product had that no other product on the
market had. The person who left wasn't a person
who should have had access to the information
about the production method. This made it
difficult to restrain the use because they had
access to information that we say is a trade
secret, which meant reasonable steps were not
in place for it to qualify as a trade secret.

It's very difficult to enforce in these circum-
stances. This is a particular risk for larger
organizations which grow through acquisition as
the newly acquired company, which is also
often smaller, may not have had the same
processes and procedures or legal support in
place. Risks can crystallize, particularly if the
smaller organization, for example, has unknowingly
been using a third party's IP but, until acquisition,
the third party may not have been too interested
because it was only a small organization, then
suddenly they're part of a big group, there are
deep pockets, and there's a target.

It's vital to protect assets correctly through
education. Having policies and processes.
Supporting businesspeople to ask questions
about best practices, all before it gets to a
situation where you're crossing a street and
buying your own product from someone else.

It's been to keep an open mind and have
confidence that | can achieve anything. A lot of
the things I've had to do at Deminor were not
part of my skill set. Initially, there were things
that | hadn't really foreseen, but as different
challenges arose, having that problem-solving
mindset enabled me to approach each challenge
knowing where we need to get to. That's also
been one of the more rewarding things, seeing
the movement in the company and experiencing
the growth. Anyone can achieve anything if they
put their mind to it and give it enough time.
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Matthew R. Carey of Marshall, Gerstein & Borun reviews the potential
challenges and the welcome benefits of developing technologies for IP.

n today's rapidly evolving technological

landscape, groundbreaking innovations such

as artificial intelligence (Al), interoperability
and the blockchain are transforming the way we
protect intellectual property (IP). As these tech-
nologies permeate various industries and
reshape the way we approach traditional IP rights
and enforcement, it is crucial to understand
their impact on, and abilities to improve, our
existing legal frameworks.

CTC Legal Media

This article delves into the multifaceted effects
of Al, interoperability and the blockchain on IP
protection, examining the implications for stake-
holders, users and legal practitioners as they
navigate the complexities of this emerging digital
ecosystem.

While Al has revolutionized many industries, it also
has the potential to significantly impact the ways
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Matthew R. Carey is a registered patent attorney at Marshall,

Gerstein & Borun who provides strategic intellectual property counsel
to a range of clients, from independent inventors and startups to
universities and Fortune 500 companies. With a focus on the electrical
and software engineering industries, he advises clients at all stages

of domestic and foreign patent prosecution, helping them maximize
protection across jurisdictions while minimizing costs.
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that IP is protected, enforced and managed.

Al-powered tools may be used to analyze
vast amounts of data to detect potential IP
infringement (e.g., Al algorithms that scan the
internet for websites or platforms using protected
images or text without permission or analyze
patent databases to identify potentialinfringers).
This can help IP owners take action against
potential infringers more quickly and efficiently,
while reducing the cost of enforcing IP rights. Al
can also be used to accelerate patent search
and analysis by reviewing vast amounts of data
to identify relevant prior art as well as potentially
applicable patents.

The use of Al, however, poses questions
associated with the creation of new IP. In particular,
as Al systems generate creative works such as
music, art and literature, and potentially invent
new technologies, policymakers should provide
clarity about whether these Al-generated outputs
should be eligible for IP protection. They should
also identify who should be considered the
rightful owner of these rights - the Al, the Al's
creator or the user who provided inputs.

Interoperability (i.e., the ability of different systems
and technologies to seamlessly work together)
can impact existing legal frameworks governing
IP rights.

In particular, interoperability encourages
innovation and competition through different
technologies cooperating, which can lead to the
creation of new products and services, but which
can also pose challenges for IP protection,
especially when it comes to proprietary tech-
nologies and companies being hesitant to share
these technologies.

Interoperability can also reduce the cost and
complexity associated with IP protection. For
example, interoperability standards can be
established for different patent databases to
allow various systems to communicate and share
information more efficiently, and thus reduce the
time and cost associated with a patent search
and analysis. Interoperability can also promote
the use of open standards, which can encourage
collaboration, lower the barriers to entry for new
technologies, promote more transparent and
equitable licensing practices, and encourage
the formation of patent pools and the participation
in non-aggression pacts.

Blockchain is a relatively new technology that
incorporates a decentralized, digital ledger that
allows secure and transparent transactions
without the need for a central authority.

The blockchain is also transforming IP
protection by providing a tamper-proof, permanent
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record of the ownership and transfer of patents,
trademarks and copyrights, thus improving trace-
ability and verification of ownership, and making
it easier to enforce IP rights and prevent counter-
feiting and piracy.

Additionally, smart contracts (i.e., self-executing
contracts with the terms of an agreement between
buyer and seller being directly written into lines
of code) can not only provide enhanced security
and confidentiality for sensitive IP information,
but they can also be used to manage the transfer
of IP rights and enforce the terms of licensing
agreements. This reduces the risk of disputes
and ensures IP owners receive fair compensation
for the use of their rights.

Further, the blockchain can streamline the process
of IP registration and management by supporting
a decentralized database of IP rights that anyone
with an internet connection can access. Moreover,
the blockchain can enable the creation of new
markets for IP, with smart contracts being used
to manage the licensing and sale of IP rights,
enabling individuals and smaller companies to
sell or license their IP rights to larger companies
without the need for costly intermediaries.

As Al, interoperability and blockchain technologies

Matthew R. Carey

continue to reshape the IP landscape, it is
essential for stakeholders and policymakers to
adapt and evolve. By fostering collaboration,
embracing transparency, and striking a balance
between protection and accessibility, we can
ensure that our IP frameworks remain efficient,
robust, and relevant.

DISCLAIMER: The information contained in this
article is for informational purposes only and is
not legal advice or a substitute for obtaining
legal advice from an attorney. Views expressed
are those of the author and are not to be
attributed to Marshall, Gerstein & Borun LLP or
any of its former, present, or future clients.

Marshall, Gerstein & Borun LLP

233 South Wacker Drive, Suite 6300,
Chicago, IL 60606-6357, United States
Tel: +1 312 474 6300
www.marshallip.com
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CHINA: FOREIGN FILING LICENSE

China: foreign filing
licenses for patent
applications

Jiuliang Liu, Partner and Senior Patent Attorney at Beijing Sanyou IP Agency
Ltd., focuses on how the FFL system manages cross-border collaborations

K00

2. Channels for submitting FFL requests

Submission method Required documents Timing Application method

Can be submitted within
six months before filing
abroad, simultaneously
with the Chinese patent
application, or afterward

Filing with a Chinese patent | FFL request
application (associated
request)

Paper or electronic

Direct submission
(standalone request)

FFL request + Chinese Submit within six months
description of the technical | before filing abroad
solution + Power of Attorney

(when entrusting an agent)

Paper only
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PCT application (default
request)

Qualified PCT application
documents acceptable by
the CNIPA (submitted by

Paper or electronic

among inventors from different countries for patent protection.

he patent system operates as a “disclosure
Tin exchange for protection” mechanism,

which necessitates that inventions (including
so called ‘invention” and “utility model") granted
with patent rights should be made public, enabling
free implementation by the public after the
expiration of the patent term. However, if a patent
application involves an invention that could impact
national security or significant interests, the
disclosure of such a patent application could
potentially jeopardize national security or signi-
ficant interests. To address this issue, the Chinese
Patent Law includes provisions for a confidentiality
examination system (i.e., foreign filing license).
This article will focus on how this system manages
inventions accomplished by cross-border
collaborations among inventors from different
countries.

I. Provisions of the Patent Law on
foreign filing license (FFL)
1. Relevant legal provisions (Article 20,

Paragraph 1 of the Patent Law:)

Any entity or individual who intends to
apply for a patent for an invention or utility
model completed in China in a foreign
country should first submit an FFL request
to the administrative patent department
under the State Council. The procedures

Jiuliang Liu

Violating
the
provisions
of the first
paragraph
of Article 20

foreign country in violation of the
provisions of the first paragraph of this
article, no patent rights will be granted for
counterpart patent applications filed in
China. In accordance with Article 65 of the
2010 amendment to the Implementing
Regulations of the Patent Law, violating
the provisions of the first paragraph of
Article 20 constitutes grounds for
invalidating patent rights.

From the above provisions of the Patent
Law and the Implementing Regulations of
the Patent Law, it can be seen that if an
FFL request should have been submitted
and approved in China but was not, the
corresponding patent application in China
will not be granted in the later stage, and
even if it is granted by chance, it runs the
risk of being invalidated. Therefore, if the
application procedure fails to comply with
the relevant provisions of the FFL, it will
substantially increase the instability of the
patent in China.

FFL rules, channels, and time

windows

1. According to Article 20 of the Patent
Law, the subject of the FFL for applying
for a patent in a foreign country should

and time limits for the FFL shall be constitutes meet three requirements:
implemented in accordance with the i. the type of application includes an
provisions of the State Council. grounds fOI invention or utility model,
invalidating ii. the invention or utility model was
2. Consequences of not submitting an completed in China (excluding
FFL request and getting its approval patent Hong Kong, Macao, and Taiwan

In the 2008 amendment to the Patent Law,
the fourth paragraph was added to Article

20, clearly stipulating that for inventions or
utility models applying for a patentin a

18 THE PATENT LAWYER

rights.

regions);

ii. the applicant intends to apply for a
patent for the invention or utility
model in a foreign country.
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default)

3. Time required to receive
an FFL decision
According to the provisions of the Implementing

Regulations of the Patent Law, if no FFL notice

is received within four months from the date of

submission of the FFL request, the applicant may -

apply for a patent for the invention or utility model
in a foreign country or submit an international

patent application to the relevant foreign agency.

If an FFL notice is received, but no FFL decision

was made by CNIPA within six months from the :

date of submission of the FFL request, the

applicant may apply for a patent for the invention

or utility model in a foreign country or submit an

international patent application to the relevant

foreign agency (Article 9 of the Implementing
Regulations of the Patent Law).
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Jiuliang Liu is a Partner and Senior
Patent Attorney at Beijing Sanyou IP
Agency Ltd., a full-service IP law firm
founded in 1986 in Beijing, P.R. China. He
has wide-ranging expertise, including

patent drafting, patent prosecution,
patent search, OA handling, patent
reexamination and invalidation, patent
administrative and infringement litigation,
and patent investigation in the fields of
semiconductor, telecommunication,
electronics, and computer science, etc.
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Recommendations on the timing of
submitting an FFL request:

Basic facts: Assuming a Chinese applicant
files a patent application in China for an
invention completed in China (with an
application date of January 1, 2023) and then
plans to file a US application based on the
Chinese application, claiming priority rights
under the Paris Convention.

Recommendation: In this case, considering
that the priority period is one year from the
filing date of the first filed application (China
application), and the latest deadline for
receiving an FFL decision is six months, the
applicant should submit the FFL request no
later than July 1, 2023.

lll. Case Study

Case 1: A Chinese citizen and a US citizen
jointly complete an invention in the
United States.

The key factor in determining
whether an FFL is required in
China before submitting an
application in the United States is
where the invention was completed
(territorial principle), not who
completed the invention.

20 THE PATENT LAWYER

: Basic facts of the case:

A Chinese citizen (A) and a US citizen (B) jointly
complete an invention in the United States. In

- this situation, is it necessary to submit an FFL
request in China before applying for a patent in
- the United States?

. Answer: No.

. Analysis:

. The key factor in determining whether an FFL
- is required in China before submitting an

- application in the United States is where the
invention was completed (territorial principle),
not who completed the invention. Therefore, if
Chinese citizen A participated in completing

.~ the invention in China, they should submit an
FFL request before filing an application in the
- United States. However, if both A and B
completed the invention in the United States,

_ there is no need to submit an FFL request in

- China before filing an application in the United
. States.

~ Case 2: A Chinese citizen and a US citizen

5 jointly complete an invention in China and
the United States, respectively.

Basic facts of the case:

~ Aninvention is completed through the
cooperation of a US company and a Chinese

. company. The inventors include a US inventor
- (A) residing in the United States and a Chinese
- inventor (B) residing in China. The two jointly

- complete the invention. A US provisional

- application has been filed for the invention,

- but after filing the US provisional application,

- the applicant realizes that due to the presence
- of the Chinese inventor, an FFL may be

- required in China to obtain FFL to apply for a

. patent outside of China.
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For this situation, we raise the following
questions based on practical experience:

1. Should a request for FFL be submitted
in China?
To answer this question, it is necessary to clarify
the true meaning of “the invention or utility model

is completed in China" as stated in Article 20 of :

the Patent Law.

According to Article 8 of the Implementing 3

Regulations of the Patent Law, “an invention or
utility model completed in China as referred to in
Article 20 of the Patent Law means an invention

or utility model with the substantive content of :
the technical solution completed within the :

territory of China."

How should we understand the concept
of “substantive content of the technical
solution"?

This should be defined in conjunction with the ‘

definition of “inventor” in the Patent Law. Article
13 of the Implementing Regulations of the

Patent Law stipulates that an inventor or :
designer referred to in the Patent Law is a person
who makes a creative contribution to the substan- :

tive features of the invention. The “substantive
features” mentioned above have a similar meaning

to the "substantive content’ in Article 8 of the :

Implementing Regulations of the Patent Law.

The logic of judging from the perspective of :

the inventor is that anyone who makes a creative
contribution to the substantive features of the
invention or utility model should be recorded as

an inventor. Therefore, if an invention or utility
model includes a person residing in Chinaas an

inventor, it means that the Chinese inventor has
made a creative contribution to the substantive
features of the invention, and thus the invention

or utility model should be considered as

completed in China.

In this case, the invention is jointly completed

by a US person residing in the United States and
a Chinese person residing in China. According to

Article 20 of the Patent Law and the under-
standing of “substantive content,"an FFL request :
should be submitted and approved in China

before the US application is filed.

Extended Analysis: If the applicant in this case
wishes to file an application in China, they
should also consider the US FFL requirement.

After obtaining the foreign filing license in the
United States, they can submit the application in

China. In practice, applicants should submit FFL :
requests in both the United States and China
before filing applications in both countries, and

only after approval can they apply for the
corresponding invention or utility model in
China and the United States.
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Enterprises
should

pay full
attention

to the FFL
provisions
of the Patent
Law when
planning
global
patent
strategies.
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2. How to handle the US provisional
application that has already been
filed?

. According to the legal provisions, for inventions
Jjointly completed by inventors from both China
and the United States, an FFL should be conducted
by the patent administration department of the
State Council before applying for a patent outside
- of China.
. However, the applicant has already filed a
. provisional application in the United States,
which appears to violate China's FFL regulations.
In practice, since US provisional applications are
. not publicly disclosed under US patent law, the
. applicant should abandon the US provisional
i application and promptly request an FFL in China.
For this case, if the applicant files a Chinese
application or a PCT application, considering
that the US provisional application has violated
. China's FFL regulations, the Chinese application
- or PCT application cannot claim priority from
the US provisional application.

Conclusion
. Inthe context of deepening economic globalization
. and international scientific and technological
cooperation, enterprises should pay full attention
to the FFL provisions of the Patent Law when
planning global patent strategies to avoid the
. risk of losing rights in China or having unstable
. rights due to the absence of an FFL.

Beijing Sanyou Intellectual Property
Agency Ltd.
16th FL Block A, Corporate Square,

No.35 Jinrong Street, Beijing, 100033,
PR. China

Tel: +86-10-88091921, -88091922
sanyou@sanyouip.com
WWW.Sanyouip.com
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BIOINFORMATIC-RELATED PATENTS

The rise of bioinformatic-
related patents in a data

driven world

Rebecca Bennett, Anna Gregson and Andrew White of Mathys & Squire
speculate about the dramatic increase in bioinformatic-related patents and

detail the industry’s largest players.

ioinformatics is a rapidly growing field
B that combines biology, computer science,

and statistics to analyze biological data.
The field has become increasingly important in
recent years due to the explosion of data
generated by advancements in high-throughput
sequencing technologies. The field has played
a crucial role in advancing our understanding of
genetics, genomics, and personalized medicine.
However, there is a common misconception
that many of the key aspects of these inventions
are unpatentable such as features of genomic
pipelines e.g., clustering or aligning. There are of
course, challenges to patenting bioinformatics
methods but it can and is being done at an
increasing rate.

Rise of Bioinformatic-related
patents

Patenting in the field of bioinformatics is not new.
In fact, the first bioinformatics-related patent
was filed in 1988. However, it was not until the

Figure 1: Increasing global trend of bioinformatics-related patents (data acquired from

IP Quants)
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early 2000s that the number of bioinformatics-
related patents began to increase significantly.
This initial increase was driven by the rapid
advances in DNA sequencing technologies,
which enabled researchers to generate vast
amounts of genetic data. These advances led to
the development of new bioinformatics tools
and methods for analyzing and interpreting this
data.

In recent years, the number of bioinformatics-
related patents has continued to increase.
According to a report by the World Intellectual
Property Organization (WIPQO), the number of
bioinformatics-related patent applications
increased by an average of 13.2% per year
between 2013 and 2018 (Intellectual property
protection indicators 2019). From data available
since 2001, there has been a year-on-year increase
in bioinformatics-related patents with a record-
breaking number of patents filed in 2022 at just
over 18,000 which is set to be broken again in
2023.

The increase in bioinformatics-related patents
can be attributed to several factors.

1 First, the growth of the biotechnology
industry has led to increased
investment in research and
development. This has resulted in the
development of new bioinformatics
tools and methods for analyzing
biological data, which are often
patented to protect intellectual
property rights.

2. Second, the availability of large
datasets, such as those generated by
the Human Genome Project, has
made it possible to identify new
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targets for drug development and
personalized medicine. These targets
can be patented to protect the
commercial rights of the companies
that develop them.

3. Finally, the increase in bioinformatics-
related patents can also be attributed
to advances in artificial intelligence
and machine learning. These
technologies are being used to
analyze biological data and develop
new algorithms for predicting
disease risk, drug efficacy, and other
important factors.

Growth in the bioinformatics
market
The bioinformatics market is also a rapidly
growing industry commercially, with a wide range
of players offering products and services in the
field. The global bioinformatics market in terms
of revenue was estimated to be worth $10.1
billion in 2022 and is poised to reach $187 billion
by 2027. Some of the major players in the
bioinformatics market include:
ILlumina: Illumina is a leading provider
of DNA sequencing and genotyping
technologies. The company's
products are used in a variety of
applications, including cancer
research, infectious disease
monitoring, and personalized
medicine.

Thermo Fisher Scientific: Thermo
Fisher Scientific is a global provider

of scientific and laboratory equipment,
reagents, and services. The company
offers a range of bioinformatics
products, including software for
genomic analysis, data management,
and interpretation.

Qiagen: Qiagen is a provider of sample
and assay technologies for molecular
diagnostics, applied testing, and
academic research. The company
offers a range of bioinformatics
products, including software for
genomic data analysis, interpretation,
and visualization.

To give an example, according to data acquired
from IP Quants, Ilumina Inc has over 470 patents
relating to the bioinformatics field ranging from
neural network-based pipelines to deep learning-
based approaches, highlighting the diversity of
technology available to patents within this field.

CTC Legal Media
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According to data acquired from
IP Quants, Illumina Inc has

over 4710 patents relating to the
bioinformatics field ranging from
neural network-based pipelines to
deep learning-based approaches.
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Rebecca Bennett is a Technical
Assistant at Mathys & Squire. Her
scientific background is within microbial
genomics but she also has a great
scientific understanding of genetics,
bioinformatics, functional microbiology,
immunology, disease, and infection.
Rebecca achieved a first-class BSc
Hons degree in Microbiology and a PhD
specializing in microbial genomics from
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These are just a few examples of the major
players in the bioinformatics market. However, it
is not only in industry where we have observed
arise in bioinformatics-related patents. There is
a similar trend in academia. For example, the
University of California has filed over 2,000
patent applications between 2002 and 2023,
highlighting the academic interest in this field.
As the field continues to grow and evolve,
new players are likely to emerge, offering
innovative products and services to meet the
growing demand for bioinformatics solutions.

Conclusions

The increase in bioinformatics-related patents
reflects the growing importance of this field in
advancing our understanding of genetics,
genomics, and personalized medicine. As the field
continues to evolve and expand, we can expect
to see even more exciting developments and
innovations in the future. It is important for
researchers, industry professionals, and patent
professionals to stay informed and engaged in
this rapidly changing field. In the next few
articles, we hope to delve into the different
prosecution strategies needed in various
jurisdictions, explore key sectors such as Al and
highlight some key case studies in this field.
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COMPULSORY LICENSING IN INDIA
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Overarching benefit v
overreaching temptations:
compulsory licensing of

patents in India

Prachi Agarwal and Mishthi Dubey of Anand & Anand review the
advantages and drawbacks of the compulsory licensing system in India
while reviewing unsuccessful applications that failed to demonstrate

the requirements for grant.
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the world, licenses are routine and form the

backbone of several commercial transactions
that help foster ease of operations and render
mutual growth. These licenses are also a conven-
tional way of commercializing valuable Intellectual
property (IP), wherein a rightsholder conditionally
authorizes a third party to utilize its IP in return
for an agreed payment, i.e., royalty.

The focus of the present article, however, is
based on a different category of licenses in IP,
i.e., compulsory licenses, a term widely prevalent
but most misconstrued.

Compulsory licensing of IP often takes the
center stage in discussions encompassing patents,
especially promoting access to medicines, and is
often touted as one of the measures of bridging
the divide, technological or otherwise, between
developed and developing nations.

I n the day-to-day affairs of businesses across

Meaning of a ‘compulsory license’
A compulsory license is a license granted by
the Government to produce a patented product
or to utilize a patented process without the
consent of the patent owner, subject
to certain requirements which have

to be fulfilled.
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\¥hile the term was first introduced in 1883
under the Paris Convention?, compulsory licenses,
as they are understood today, find their genesis
in Article 31 of the TRIPS Agreement? which
provides for ‘other use without authorization of
the right holder'and includes in its ambit the use
of a patented invention by the Government or
Government-authorized third parties in addition
to a compulsory license.

Need for a ‘compulsory license’

By virtue of Article 31, flexibilities were intro-
duced across the world in a system otherwise
plagued with the fear of inequities arising from
the monopoly (albeit being time-barred) granted
to patent owners, especially in case of public
health emergencies.

Thus, while Patent law provides a monopoly
for a fixed duration, it also provides a mechanism
to balance the rights of the patentee and public
interest/health through a compulsory license.

It is relevant to mention herein that the
aforesaid flexibility is carved out in the statute,
in addition to the exceptions to the rights arising
from a granted patent, taking account of the
legitimate interests of the third parties.3

Compulsory license provisions
under the Indian Patents Act, 1970
In India, the provisions relating to compulsory
license (and Government use) are concretized
in Chapter XVI of the Patents Act, 1970 (herein-
after, also referred to as the Act) and naturally,
emulate the guidelines prescribed under the
TRIPS Agreement.

Section 84 of the Patents Act, 1970 provides
the general considerations for the grant of a
compulsory license. The provision extends to
any interested person who makes an application
to the Controller for grant of a compulsory
license on expiry of three years from the grant
of a patent.

An application for a compulsory license may
be filed on the ground that:

a) the reasonable requirements of the

public qua the invention have not been
satisfied;

t Paris Convention for the Protection of Industrial
Property, 20 March 1883, Article 5A.

2 Agreement on Trade-Related Aspects of Intellectual
Property Rights April 15, 1994, Marrakesh Agreement
establishing the World Trade Organization, Annex 1C,
1869 UN.T.S 299, 33 i.Lm. 1197 (1994).

3 [d, Article 30.

4 Patents Act, 1970, Section 84.

5 Natco Pharma Limited v. Bayer Corporation, 2012 (50)
PTC 244 (PO, Mum.)

& As per available data on https.//www.ipindia.gov.in/
annual-reports-ipo.htm (accessed on March 16, 2023
at 17:00 IST)
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b) the patented invention is not available to
the public at a reasonably affordable
price; or

c) that the patented invention is not
worked in India.4

Such an application under S. 84 of the Act
may only be filed after three years of the grant
of the patent and after efforts to obtain a
voluntary license regarding the patent on
reasonable terms, have either been rejected or
denied within six months.

Grant of a Compulsory license application
could also be Suo motu pursuant to a notification
issued by the Central Government in case of a
national emergency or extreme urgency or in
case of public non-commercial use under
Section 92 of the Act.

Additionally, Section 92A of the Act further
recognizes the export of patented pharma-
ceutical products in exceptional circumstances
i.e, to a country with insufficient or no
manufacturing capacity for the said product or
to address public health problems, etc.

In addition to the above, measures taken by
the patentee or their licensee to make full use of
the invention along with the ability of the
Applicant to work the invention and provide capital
are also considered during such a request.

Changing judicial trends
pertaining to the grant of
compulsory licenses in India

While the first and the only compulsory license
was granted in 2012 for Bayer's Sorafenib?,
applications for compulsory licenses have been
filed in India at least since the years 2007-08°.
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intricately involved in a variety of complex intellectual property
litigation including patents, trademarks, copyright and designs.
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at Ditthavong Mori & Steiner, P.C (Virginia) between 2008 and 2011
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The law however has evolved considerably
since the grant of Bayer's application, in terms of
the weightage given to considerations surrounding
the grant of compulsory license applications. A
summary of such cases highlighting the changing
trends is as below:

1. Natco's applications for Sunitinib
and Erlotinib

The first case in India to reach the courts and bring
up the issue of compulsory license was in relation
to a compulsory license Application filed by Natco
Pharma Ltd. (Natco) for Pfizer's drug Sunitinib
for export to Nepal under S.92A of the Act”
Similarly, Natco also filed a compulsory license
application involving Roche's drug Erlotinib and
filed seeking permission to export to Nepal®

While the applications were later withdrawn,
the observations made in the aforesaid cases
further bolstered the safeguards surrounding
the patentees and their rights.

These cases also recognized for the first time
in India, the patentee's right to participate and
be heard in an application seeking compulsory
licensing of their patent, particularly under
Section 92A of the Act.

2. Natco's application for Sorafenib

In the year 2012, Bayer v. Natco was the first case
in the country to not only record the grant of a
compulsory license but also to discuss the
provisions in greater detail. In fact, the said case
went up to the Supreme Court which dismissed
Bayer's petition challenging the grant of the
compulsory license.

The case involved considerations surrounding
the ease of access of the public to the drug
Sorafenib; the price of the drug and that the
drug was not being manufactured within the
country and was instead being imported into
India.?

It is notable that in the said case, efforts to
obtain a voluntary license were deemed to be
satisfied despite the lack of response by Natco
to the queries raised by the patentee.

3. BDR's application for Sprycel
The next case involving a compulsory licensing
plea for Bristol-Myers Squibb Co.'s Sprycel was
however rejected. It was held that the Applicant
BDR Pharmaceuticals Pvt. Ltd. made no credible
attempt to procure a license from the patent
holder and that it had not acquired the capacity
to work the patented invention so as to provide
any advantage to the public.t

The said case demonstrated a shift in the
trend set by the Bayer decision, wherein queries
made by the patentee were deemed reasonable
and natural and it was noted that the Applicant
ought to have responded to the same.
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Plea of an
alleged lack
of supply in
the market
or a public
health
emergency,
although
does

grant an
opportunity
to a third
party to
seek a
compulsory
license,
does not
necessarily
lead to the
grant of the
same.

7 In the matter of Patent
Application No. IN/
PCT./2002/0078/DEL
(Patent No. 209251).

& In the matter of Patent
Application No. 537/

DEL /1996 (Patent No.
196774).

9 Natco Pharma Limited v.
Bayer Corporation, 2012
(50) PTC 244 (PO, Mum.)

© M/s BDR Pharmaceuticals
Pvt. Ltd. v. M/s Bristol-
Myers Squibb Company,
C.LA. No. 1 of 2013 before
the Controller of Patents
Office, Mumbai

& Lee Pharma Ltd. v.
AstraZeneca AB, CLA.
No. 1 of 2015 before the
Controller of Patents,
Patent Office, Mumbai

4. Lee Pharma Ltd.'s application
for Saxagliptin

The next decision concerning the application
for AstraZeneca AB's Saxagliptin in 2015-16 also
followed suit. The compulsory license application
was rejected on the ground that the Applicant fell
short of demonstrating the reasonable requirement
of the public not being met, and the affordability
of Saxagliptin vis-a-vis other drugs in the
market, including its pricing.*

The order specifically also records that the
Applicant failed to demonstrate the exact
number of patients who had been unable to
obtain the drug on account of non-availability of
the same.

Is the term ‘compulsory licensing’
actually a misnomer?

An analysis of the aforesaid cases clearly
demonstrates that there is no straitjacket formula
that is generally applicable to the grant of
compulsory licenses.

Plea of an alleged lack of supply in the market
ora public health emergency, although does grant
an opportunity to a third party to seek a compulsory
license, does not necessarily lead to the grant
of the same.

Thus, while the term may indicate an idea of
‘compulsion’ surrounding the same, and once
granted, a compulsory license application may
give effect to the idea of compulsion on part of
the patentee, the grant of such licenses appears
to be an exception to ordinary circumstances and
be given after consideration on a case-to-case
basis.

A possible reason behind the above could be
the difference in requirements surrounding a
particular invention, including the demand in
the relevant market, availability of other (even
cheaper) substitutes, especially in pharmaceuticals,
etc. along with the factors already indicated above.

Further given the demographical divide that
is peculiar to the nation, a crucial element to
consider is that the demand for a product or the
purchasing power of the public may not be
uniform across the nation.

Additional considerations
necessitating the grant of
a compulsory license
1. Collation and comparison of data sets
A good way of ascertaining the demand in the
market for any patented product or any product
derived directly from a process, especially in
the context of India, is through data sets
indicating such demand, that may be presented
by the applicant and/ or even the patentee
opposing such an application.

It is the case of the authors that emphasis on
numbers (to show demand, affordability, or the
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lack thereof) would lend a sense of objectivity
to the decisions of the Controller, which may
otherwise be perceived very subjectively and
seem unfavorable to the general business
atmosphere.

2. Market intelligence

Further, market intelligence may also be given
equal consideration in such matters. For instance,
if there is evidence indicating diversion of goods
to another place/country instead of the place
(for which the compulsory license was sought),
this will bolster the case against the grant of the
compulsory license.

3. Type of product against which compulsory
license is being sought

Another key consideration while deciding the

grant of such applications, is the nature of the

product for which a compulsory license is being

sought.

As per the official figures released by the
Office of Patent Controller in India, a total of 11
applications for compulsory licenses have been
filed to date.

Further, as per the available data, it is believed
that a large number of these compulsory
licensing applications regarding patents have
been filed for pharmaceutical products.

It is often the case involving pharmaceuticals
that public health assumes paramount importance.
However, the question which remains to be
answered is whether the issues relating to public
emergencies or fulfilling the requirements of
the public can only be met by the grant of a
compulsory license.

Conclusion

The tool of compulsory licenses is a powerful
measure to alleviate any ill effects or inequities
that may arise from the patent system and to
enable the Government to meet the demand in
the nation.

However, it is the case of the authors that
compulsory licensing provisions should be
exercised sparingly by the Government, and in
a prudent manner so as to ensure that the same
is not being utilized to the detriment of the
rightsholder or the patentee. It should also not
be forgotten that a patent right is granted for a
limited term, to incentivize and promote innovation.

In order to strike the right balance between
protecting the rights of an inventor and the
exploitation of the invention for public welfare,
the endeavor should always be to promote
collaborative ventures between inventors and
market players, including technology transfer
agreements, and MOUs.

The aforesaid measures will not only create
an amicable environment of knowledge transfer
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2 |n Re: Distribution of
Essential Supplies and
Services during Pandemic,
Suo Motu Writ Petition
(Civil No. 3 of 2021, Para
49.
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but will also open avenues for future engage-
ments and partnerships, which will bolster
domestic growth.

Moreover, initiatives led by patentees,
including Patient Assistance Programmes
(PAPs), and donation of products to Government
hospitals and NGOs should also be encouraged
to provide timely availability and access to
medicines by the most underprivileged sections
of the society, instead of undertaking the
relatively long drawn process of the grant of
compulsory licenses.

Government interventions in other forms such
as the use of subsidies, and notification under
the Essential Commodities Act et al are other
methods of ensuring access to technology at
affordable costs to the general public, without
hampering the rights of a patentee.

The author's assertions hereinabove are
further supported by the recent observations
made by the Supreme Court.

During the COVID-19 pandemic, while the
world at large was grappling with the largest
calamity known to mankind in recent times,
the Apex Court of India, while dealing with
compulsory licenses, indicated other courses of
action (as a substitute for compulsory licenses)
to tackle the issue of vaccine requirements in
an equitable and expedient manner. The same
included negotiations with domestic and foreign
producers of vaccines.?

In conclusion, it is thus stated that while
compulsory licenses may always be available
as a flexibility in dire circumstances, the need of
the hour is to think of collaborative solutions
which not only help address the emergency at
hand but also leave room for future
collaborations and sustainable growth.

Contact
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Translation errors:
once it is in writing,
it Is permanent

Dmitry Yakovlev and Maksym Bocharov of Gorodissky and Partners
review case examples of incorrect translation which have resulted in the
invalidation of filed patents to demonstrate the importance of investing in

accurate translation.

Translation is the art of failure - Umberto Eco

owadays, to ensure appropriate
N protection of one's intellectual property,

one should often consider going well
beyond the borders of one's businesses' country
of residence. This often involves a translation
from one language into another, and not seldom
these languages drastically differ in terms of
their linguistic structure and vocabulary. The
scope and spirit of a subject matter of intellectual
rights is defined by a text. It is the text that strictly
outlines the scope of one's intellectual rights, and
any given word in this text may have a multi-
million price. What happens when this word is
wrong can easily be imagined.

Translations are burdensome and costly,
sometimes exceeding the other expenses in the
course of prosecution of a patent application in
a given jurisdiction. High complexity and costs
cause clients to search for ways of saving money
and time on translations, but this has strings
attached. Most importantly, reducing translation
costs compromises the quality of translations and,
hence, increases the occurrence of translation
errors.

In its essence, a translation is not just about
placing a word in English instead of a word, say,
in Chinese. Word-for-word translations are never
adequate. Translating a text means first inter-
preting it, i.e., extracting its specific meaning to
the most subtle detail, and then conveying this
meaning in another language in a manner
which, on one hand, is grammatically, stylistically,
technically and legally correct in terms of the
‘target” language, and, on the other hand, most
precisely reflects the spirit and scope of the
‘original” text. Translation, whether performed
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The scope
and spirit
of a subject
matter of
intellectual
rights is
defined by
a text. It is
the text that
strictly
outlines
the scope
of one’s
intellectual
rights, and
any given
word in this
text may
have a multi-
million
price.

by a human interpreter or an automatic tool, is
prone to errors that have consequences. Among
the latter, one may name failure to complete the
examination procedure and achieve patent grant,
invalidation of a granted patent due to mistrans-
lations, denial of efforts at rectification of
translation errors discovered after the grant of a
patent, and scope of protection under the granted
patent being drastically different from the
intended scope, making the patent worthless.
Translation errors differ in their nature. Among
typical errors, one may name two different basic
kinds. The first one is “technical" errors, also
known as “typographical errors” or colloquially
‘typos”. The second one is related to semantic
contents of the text and linguistic peculiarities
of languages involved, in particular to a misinter-
pretation of the original text or failure to use
appropriate technical terminology in the “target”
language. Both kinds of errors may adversely
affect the scope of legal protection, and they
need to be rectified. Apparently, the first type of
error is easier to correct, and it is undoubtedly
better to rectify errors of both kinds (not to
mention preventing them) at the stage of filing
or prosecution of a patent application, and not
after the patent has already been granted. It
should be kept in mind that “typos" may have
the same adverse effect on the fate of the
patent application or on the scope of the granted
patent as the more complicated “linguistic” errors.
Translation errors, especially ones that belong
to the second aforementioned kind, can “broaden”
or “narrow" the scope of legal protection as
compared to what was originally sought. The
question is: if the scope that was erroneously
broadened by a translation error can be narrowed
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by rectifying the error, can the scope that was
erroneously narrowed be retroactively broadened?
And if so, from what date shall such a change in
scope be effective?

Now we will discuss a few examples of the
negative effects of translation errors on the fate
of patent applications and patents in various
Jjurisdictions.

A European company that specializes in
home interior design solutions was granted a
Russian patent based upon a PCT application
for a fireplace imitation device, where the phrase
‘a container adapted to contain a body of liquid”
was mistranslated as “a container with a body of
liquid". Infringement proceedings were initiated
against a third-party infringer who was alleged
to be marketing in Russia a product manufactured
in a third country, in which the patented invention
was used. The infringer maintained that the
patented invention was not used in their product,
since the allegedly infringing product did not
include the body of liquid, unlike the patented
invention. All patent owner's attempts to rectify
the mistranslation at that stage were to no avail.

A patent granted to a European company
based on a PCT national phase application was
opposed on the grounds of lack of novelty and
inventive step. The prior art cited in the opposition
recited, inter alia, “average particle diameter”, and
the same was erroneously recited in the opposed
claims, whereas “median particle diameter” was
originally indicated, and not “average particle

Dmitry Yakovlev

Maksym Bocharov

Dmitry Yakovlev, Russian & Eurasian Patent Attorney,

Gorodissky & Partners (St.Petersburg)

Dmitry focuses his work on counseling clients on forming patent

protection strategy of inventions, utility models and designs in Russia,
CIS, Europe, Asia-Pacific region in the sphere of manufacture of heavy
engineering, machinery and equipment for agriculture & forestry,

electric-powered machines apparatus, computers, TV & radio

transmission equipment, medical equipment and apparatus etc. He
also has considerable experience of oppositions and appeals before

the Russian and Eurasian Patent Offices. Dmitry speaks English,

German and Arabian.
Author email: spb@gorodissky.com

Maksym Bocharov, Ukrainian Patent Attorney,

Head of Gorodissky and Partners (Ukraine)

He advises clients on modern patent strategies for the most effective

protection of intellectual rights in Ukraine, the CIS and Europe.

He has extensive experience in prosecution and enforcement of IP
rights and represents the interests of clients before the Ukrainian

Patent Office.

His particular professional interest is in the field of chemistry, including
production of basic organic and inorganic chemicals, industrial gases,

plastic and resins, pharmaceutical preparations and medicines.
Author email: bocharovm.gorodissky@gmail.com

32 THE PATENT LAWYER

diameter". All patent owner's efforts to rectify
the mistranslation by changing “average” for
‘median” were unsuccessful, and the patent
was invalidated in full.

A US patent application was filed claiming
priority to an Italian patent application. Instead
of filing the Italian patent application with the
USPTO, an English translation of the Italian
patent application was filed, where an Italian
term “semiliquido” was mistranslated as “half-
liquid" instead of “semiliquid”. In the course of
litigation between two parties, the patent
granted to the US application was eventually
invalidated due to the inaccurate translation of
the non-English priority patent application.
Notably, as part of the litigation, the patent owner
provided a certified translation of the priority
Italian patent application that correctly translated
the term in question as “semiliquid’, but this had
no effect.

A PCT application originating from China
included a phrase in the claims, which was
translated from Chinese into English as “a mobile
station enters an edge radio frequency unit of a
serving cell" At the national phase in Russia,
where a Russian translation was prepared in
strict accordance with the English language text,
the application was rejected since no technically
correct translation into Russian of the above-
mentioned features was possible, nor was the
applicant able to explain how a mobile station
can enter a radio frequency unit. In fact, it was
meant that the mobile station enters the service
range of the radio frequency unit, and not the
unit per se, but even citing the Chinese priority
application did not persuade the examiner.

Rectifying translation errors in the course of
prosecution of an application may be facilitated
by a Patent Office, if the latter carefully monitors
the clarity of features provided in the claims
and/or the specification of an application being
considered. In such case, an examiner of such
Patent Office may raise translation-related
issues in the course of substantive examination
of the application. In Ukraine, the examiner
pointed out an incorrect translation of German
language technical terms “Wabentrager" and
“-seite”, which enabled the applicant to make
timely corrections to the translation of respective
terms before a patent was granted.

It should be noted that, in particular, the
Patent Office of Ukraine generally accepts requests
for correcting translation-related errors from an
applicant or patent attorney in case the latter
notices such errors in the course of prosecution
of the application even when a decision on the
grant of a patent has already been issued (but
grant fees were not yet paid and the patent has
not yet been registered with the Official Patent
Register!). By way of an example, mistranslation
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of term ‘non-transitory” as ‘non-transistor”
(probably, a misprint) in a Ukrainian patent
application was timely noticed by the patent
attorney, and the request to correct this error
was granted by the Patent Office at the stage of
a decision on the grant of a patent. It should be
noted, however, that in other jurisdictions
correction of such kind of mistranslations may
only be possible if the Patent Office points out a
mistranslation and suggests an amendment.
These are but a few examples that clearly show
that, in patents, it is better to avoid translation
errors by making any possible effort to provide
a high-quality translation. Some translation
errors may be detected when the translation of
application materials provided by a client is
reviewed by specialists of patent attorney firms.
Such checks often reveal mistranslations as well
as typographical and other errors in chemical
and physical formulas and compounds, which
may potentially lead to very serious legal
consequences. However, such professional review
may require significant resources and signi-
ficant amendments to the provided
translation. Often, the cost of reviewing
the translation provided by the
client may be comparable to
the costs of the translation
per se.
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Preparation of translations of applications by
patent attorney firms, as well as performing
reviews of translations by qualified patent
attorneys makes it possible to prevent mistrans-
lations as well as detect in advance many other
potential issues with application materials, such
as defects in drawings, mathematical and
chemical formulas and expressions etc. This
allows the avoidance of problems during
examination, in particular objections concerning
clarity, consistency of terminology and, ultimately,
industrial applicability. Eventually, costs are thus
reduced for the client by ensuring quicker and
easier prosecution of an application without
extra objections and remarks originating from
the Patent Office on translation errors and other
similar issues.

But what can we do if a translation error did
occur? A typical delusion by some of the appli-
cants who are willing to cut translation expenses
is: “PCT and almost all patent laws allow making
corrections in translated applications. Therefore,

we can always correct our translation, if needed".
In fact, Article 46 of the PCT provides

that “if, because of an incorrect trans-

lation of the international application,

the scope of any patent granted

on that application exceeds the

scope of the international
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applicationin its original language, the competent
authorities of the Contracting State concerned
may accordingly and retroactively limit the scope
of the patent, and declare it null and void to the
extent that its scope has exceeded the scope
of the international application in its original
language” In general, the PCT does provide for
rectifying an error in translation during the national
phase. But, as shown above, actual possibilities
of rectifying translation errors in a national
phase application, not to mention patent, are
limited.

Turning to the European Patent Convention,
Rule 139 of the EPC defines three kinds of errors
that are amenable to being corrected: (a)
linguistic errors; (b) transcription errors; and
(c) mistakes. One criterion that must be fulfilled
for an error to be allowed to be corrected is that:
“‘the correction must be obvious in the sense
that it is immediately evident, that nothing else
would have been intended than what is offered
as a correction”.

Russian patent legislation has adopted an
approach that is quite similar to that of the EPC,
in that errors that can be corrected are mainly
‘obvious” and “technical’ errors. Until recently, it
was common practice to amend the Russian
translation in the course of prosecution of a PCT
national phase application “on the basis of the
PCT application materials”, but now the RUPTO
does not generally accept such amendments.
Amendments to application materials to rectify
translation errors may often be accepted only in
case the Patent Office points out issues with
translation and suggests an amendment. Even
worse, amending translation errors when a
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patent has already been granted is now
generally not allowed.

To avoid problems caused by translation
errors, one may name several ‘countermeasures’
against mistranslations which may be generally
effective regardless of a particular jurisdiction.
Firstly, it is important to ensure stringent quality
control of the translation - appropriateness and
consistency of technical terminology, linguistic
clarity and accuracy of translation in order to
accurately reflect the technical and legal intent
of the text. Then, routinely reviewing translation
quality by internal bilingual or multilingual in-
house individuals with expertise in patent
prosecution and litigation is highly advisable.
Having a high-quality accurate English translation
of a priority patent application may best serve
the applicant, especially in cases where there is
a non-English priority application and English is
only an “intermediate” language, the ultimate
“target"’ language also being other than English.
This approach is generally used, in particular, in
the case of originally Chinese, Japanese, Korean
etc., applications, which enter other jurisdictions
via the PCT or by claiming convention priority.

One should also keep in mind the procedural
difference of filing a translated application in a
foreign country and later providing a certified
copy of the priority (original language) application
and filing an application in the original language
and a translation into the required language. In
the former case, referring to the original text in
an attempt to rectify a translation error may not
work, while, in the latter case, the original text,
which is considered to be properly filed as of
the filing date of the application in question,
would provide a basis for amending the
translation, if necessary.

Gorodissky & Partners

B. Spasskaya Str., 25, bldg 3, Moscow
129090, Russia

Tel: +7 (495) 937-6116
www.gorodissky.com
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Dominique Hussey: Vice
Chair & Toronto Managing
Partner, Bennett Jones LLP

An interview: inspirations, experiences, and ideas for equality.
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women working in the

IP industry, providing a

platform to share real R
ominique is Vice Chair & Toronto
D Managing Partner at Bennett Jones in
Canada. She advises and litigates
on behalf of clients as leader of the firm's IP
Litigation group and co-head of its Innovation,
Technology & Branding group. She was named
a 2023 Global Elite Thought Leader - Patent
(Life Sciences) by WWL. She received the
inaugural Chambers Canada Law Firm Leaders
Award in 2021, and won the Managing IP
Outstanding Canadian Practitioner in Patent
Law award in 2020. For the last seven years,
Managing IP has also named Dominique in the
Top 250 Women in IP in the world.

accounts from rising women
around the globe. In these
interviews we will be
discussing experiences,
celebrating milestones and
achievements, and putting

What inspired your career?
My career was directly inspired by my upbringing,
and conversations around our dinner table. | grew
up in a medical and legal family, with parents who
were opinionated and who liked a good, heated
discussion on topics of science, the arts, politics,
policy, and law. It was how we interacted with
each other and with friends. For a long time,
| could not decide whether | would ultimately
pursue medicine or law. My undergraduate
degree was a BSc in Biology with a minor in
Classics. Midway through my degree, | decided
not to choose: | would go to medical school
and law school to become a biomedical
ethicist - the best of both worlds.

I ended up applying to and attending
law school first, frankly because it
was easier and faster to prepare
to take the LSAT than the MCAT.
In Canada, after graduating from
law school and before being
admitted to the bar, we were
required to work at a law

forward ideas for advancing
equality and diversity.

By providing a platform to
share personal experiences
we aim to continue the
empowerment of women

in the world of IP.

If you would like the opportunity to share your experiences with
Women in IP Leadership, would like to nominate an individual to be involved,
or would like to learn more about sponsorship, please contact our Editor.
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part of a
constant
journey of
knowledge

acquisition.
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firm for an “articling year" to gain practical
experience. Physician-side medical malpractice
interested me, and the law firm | chose for
articling was top-notch in that area. | knew
nothing about IP until my final semester of law
school, when | took a survey course on Patents,
Copyright and Trademark law. It changed
everything. IP appealed to every facet of my
intellectual curiosity. Copyright appealed to my
interest in the arts. Patent law, particularly in the
life sciences, spoke to my interest in medicine,
and Trademarks are interesting to everyone. It
was pure serendipity that the firm where | was
articling also had an outstanding IP practice. |
was eventually hired as an associate in the IP
group with a focus on pharma litigation, and |
never looked back. Med school was not to be.

Because | did not end up going to medical
school, | felt like my academic career and life
experience had been cut short. After the first
couple of years of practice, | moved to New
York to pursue an LLM at Columbia University
Law School. | took courses focused on IP, personal
injury, and healthcare, and wrote a paper comparing
the US and Canadian regulatory systems that
link patent litigation to the approval of
prescription drugs.

The rest of my legal career has emphasized
life sciences, regulation by health authorities,
and patent litigation in particular.

How have you found the pathway to your
current position? And can you offer advice
from your experience?

| am an active IP advisor and patent litigator,
with leadership responsibilities that include
heading up the IP litigation group and co-
chairing the Innovation, Technology and Branding
Group at Bennett Jones LLP in Canada. | am
also Vice Chair and Toronto Managing Partner
at Bennett Jones, with some national responsibility,
and management responsibility over an office
of about 450 people. | have benefited immensely
from supportive leaders, partners, and colleagues.
With their support, the pathway to my current
position has really been the result of successively
saying yes to opportunities that | have been
fortunate to have received, and then working to
the best of my ability at each of them.

Based on my experience, | would advise
others to seek and accept constructive criticism
as part of a constant journey of knowledge
acquisition and skills improvement, which is a
necessary path to success in patent law. | would
advise others to appreciate, respect and listen
to all of the people who work around themin all
capacities. It makes for a collaborative
environment and expands learning opportunities
exponentially. Lawyers should learn their clients’
businesses cold - the technical aspects of their

industries, how they make and lose money,
their financial health, their risks and their
challenges - and view everything they do for
the client through the lens of making a positive
business impact.

| would advise others to work as hard as they
can in their particular circumstances. But | would
advise against saying ‘yes" to every-thing. It
worked for me for a time, and | have no regrets,
but eventually everyone has to learn how to say
no. Some so-called opportunities take precious
time from more productive work, necessary
rest, and family and friends. It can be difficult to
follow through with the “no" but the right answer
is usually easy to find. Ask yourself: Do | have to
do this? If the answer is yes, do it. If the answer
is no, ask yourself, will it advance my career?
Will it raise my profile? Will it advance my
knowledge? Will it help someone | want to
help? Will it give me good experience? If the
answer is yes to any of these questions, then
ask, will it prevent me from doing any of the
above in a better way? Will it mean giving up on
something else that is important to me? Would
| advise a friend in the same situation not to do
it? Will I be saying yes only because | don't want
the discomfort of saying no? If the answer to
any of these questions is yes, don't do it.

What challenges have you faced? And how
have you overcome them?

| always find this particular question difficult, as
| think the very definition of a legal career is
navigating challenges. There can be particularly
challenging periods over the course of the
career, but | have concluded that the best way
to overcome them is to go through them. You
accept the challenge and throw yourself at it,
like deciding to ski down a terrifyingly steep hill.
When | started my litigation career, | was
extremely nervous about public speaking, to
the point of being sick. | just kept doing it, and
working at it, and now it is second nature. |
forget to be nervous. It was a challenge to jump
into practicing US patent litigation having
previously practiced in Canada. | felt | was at a
knowledge disadvantage and had to close the
gap quickly to be effective. Within a short
period | studied and dissected Title 35 and the
MPEP, and read essentially every patent opinion
that had been issued in the previous decade. |
had to do the Canadian version of the same
thing when | returned to Canada to practice
after four years in New York.

The greatest challenge | faced later in my
career was my return to work after | had my
second child, 12 years ago. Several months
before my due date, | had landed a number of
high-stakes patent litigation matters that were
going to be handled by the senior partner in our
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group in my absence. Just before | was due,
that partner decided to join a different firm in a
different city. | understood the decision, but the
timing was very unfortunate and difficult. As a
result, much of that ongoing work moved to
other firms. When | returned, | was appointed
head of the IP litigation practice. | found the
responsibility daunting, but it was an
opportunity. We had to rebuild significantly,
which was a lot of effort, but ultimately a real
success. We have a complex, diverse, vibrant,
busy, and exciting practice with a very strong
team that continues to grow.

What would you consider to be your greatest
achievement in your career so far?

| was extremely honored to have been
appointed managing partner of my office, but |
know that the achievement is not in the title; it is
in the performance, which is ongoing. | am
happy that | have been able to commit to my
career and have children who understand its
demands, are good and decent humans, and
know that their parents love them. This too is a
work in progress, and to a certain extent the
luck of the draw, so it can't yet be an
achievement. | am very proud of the team of
lawyers | have helped to build. | take pride in the
fact that former associates whom | have trained
for the greater part of their careers have become
equity partners and excellent practitioners. But
ultimately those are their achievements, and
not mine. Maybe | will have a better answer to
this question in 15 years.

What are your future career aspirations? And
how will you work to achieve them?

| aspire to get better and better in each of my
roles - as a leader, a manager, a mentor, a
trusted advisor and a litigator — and to generate
and implement new ideas continuously. | will do
this through asking questions, listening, practicing,
consulting, coaching, being coached, reading,
and intentionally ideating and strategizing. | am
trying, highly imperfectly, to approach each of
these aspects as a discipline, and accepting
that any improvement is good improvement.

What changes would you like to see in the IP
industry regarding equality and diversity in
the next five years?

| can proudly say that we have a great deal of
diversity at our firm and particularly in our IP
group at Bennett Jones. And it just so happens
that most of the senior people are women. That
is not what | see when | look at most other
teams - particularly in patent litigation, which
historically has been the most male-dominated
area of IP law. The landscape has definitely
changed, however, and | am hopeful that when
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| walk into the courtroom and the board room
over the next five years, | will see the profession
and the judiciary increasingly reflecting the
population.

How do you think the empowerment of
women can be continued and expanded in
the IP sector?

Women need to keep telling their stories, which
can be very empowering. The world over, there
are exceptional, leading IP practitioners and
group heads who are women and whose very
existence is inspiring. In my experience, in IP,
women champion, boost, and mentor other women
generously, which is extremely empowering.
Many of us have large clients who enjoy working
with a diverse range of advisors and amplify
and recommend women to other clients, which
makes a tremendous impact. Honestly, | think
women in IP are on the very cusp of having their
day in the sun.
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In my
experience,
in IP, women
champion,
boost, and
mentor other
women
generously,
which is
extremely
empowering.
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WOMEN IN IP LEADERSHIP

Natalia Vladymyrova:
Managing Partner,
Prima Veritas

An interview: inspirations, experiences, and ideas for equality.

atalia is a Ukrainian Patent Attorney with
N 15 years of experience in intellectual
property protection.

After starting her career at an IP law boutique
as a patent attorney's assistant, she continued in
one of the biggest Ukrainian Alcohol Companies
Bayadera Group, and ended with the role of head
of intellectual property department in 2012. Later
in 2012, Natalia founded her own IP law firm.

Now there are more than 8,000 clients who have
already received a trademark for their business
with her help.

Natalia is the founder of the patent law firm
PRIMA VERITAS in Ukraine, former CEO and co-
founder of the legal innovation PatentBot (project
was closed in 2022 because of the war). Since 2022,
Natalia is a part of Deloitte Netherlands, obtaining
the role of manager at Sustainability Tech Hub,
which she combines with giving lectures on
intellectual property and leading the biggest
Instagram blog in Intellectual property.

What inspired your career?
It's a long story. It came from my youth, when
| started my own business - | had a shop selling
Ukrainian designer outfits and | called it ‘Closet’
because it was a tiny shop, like a boutique but only
two square meters. | have an uncle, a businessman,
he commented, ‘What a nice name for your
shop - have you trademarked it?'. At 18 | didn't know
about trademarks. He spoke to his attorney and later
presented me with the registration of that trademark.
Later, during my law degree, | was looking for
an internship and | found a position at my uncle's
attorney's office. Such a coincidence! A year in,
| fellin love with intellectual property, | realized
how interesting it is and what huge potential it
has. | pointed all of my professional aims at the
field and 15 years later I'm still here consulting
in intellectual property.

How have you found the pathway to your

current position? And can you offer advice
from your experience?
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I’m listed
in Forbes as
one out of
25 women
in IT which
I achieved
in my role
as CEO of
PatentBot.

After my internship | worked in a corporate position
at a spirits company, there | started with an initial
position as a junior consultant in intellectual
property, later becoming the head of the
intellectual property department.

Then | gave birth to my first child and | never
went back. After the Suits series, | was so impressed
by the managing partner Jessica Pearson - a
woman leading a huge law firm with this beautiful
office with her name on the door: Jessica Pearson
- Managing Partner. | wanted to be as successful
as her. | opened my own boutique law firm; it was
only me, myself and | (laughing) and | became
Managing Partner just as | had dreamed. I'm still
Managing Partner at Prima Veritas, now we have
10 people in our team and we are one of the
most successful firms in our niche in Ukraine.

| also used to be CEO of PatentBot, which is a
legal tech start-up helping SMEs to protect
their intellectual property. It became one of the
best legal innovations but unfortunately, due to
the war, | was forced to close it in March 2022. |
had to move to Amsterdam, and I've joined Deloitte
managing the climate and sustainability tech hub,
so it's also connected to solutions, to digital, to
technology but it's not connected to intellectual
property. | am still running Prima Veritas remotely,
with almost 7,000 current clients in Ukraine. |
remain the most popular patent attorney for our
clients and | apply the largest amount of trademark
applications each year. We are doing well despite
circumstances especially as registering a trademark
is not the number one priority for businesses at
this time because of the war. The system has
changed and now Ukrainians are registering
trademarks in wider jurisdictions, not only in Ukraine
but also in Europe and the US to become
international brands. | am very proud of it.

My advice would be to regret nothing. Everything
that you are doing, you are doing well. I'm
always passionate about how women can be so
powerful, we are superheroes. In addition to
running a law firm | have a 40 hour full-time job
here in the Netherlands, | have three children
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and I'm a micro-influencer as an Instagram blogger
with almost 30K followers. | also run workshop
lectures and a course for intellectual property.
Passion is like a superpower. If a woman has some
concerns about anything she should think about
herself - how good is she! How clever is she!
How strong she is!

What challenges have you faced? And how
have you overcome them?

First, I think the lack of knowledge about myself
and a lack of trust from clients' perspective. |
was a young woman, 25, when | established my
own law firm. It was a real challenge to get new
clients. In the beginning, | provided services and
took payment afterwards, so no money beforehand,
which is not the usual system in Ukraine; people
are used to paying for such services beforehand.
But | offered this to gain their trust, knowing that
| would do the job well and they would be happy
to pay after. | knew that clients might not believe
in me because | was young and unknown, but |
knew | was really good and that | would be paid
after the work. This was the most challenging
part of starting my firm, but | have worked
passed that model now as | have earnt trust and
reputation.

From a marketing perspective it is all about
word of mouth. Ukraine is a big country but, at
the same time, everyone knows everyone and
knows that's how things work. | knew | had to
start with my personal brand and | was good at
it. | gained the most popularity with the PatentBot
experience: for the last five years | have been
the face of PatentBot and | was representing
dozens of different pitches, seeing international
start-up competitions and all of that. | was
constantly making social posts and stories, like
an influencer would, saying ‘hello, | have this
drink today', if | have a drink | will let you know
about the brand, the history, how the trademark
was registered - | find intellectual property
even if itis hidden. This began catching peoples’
attention which led to people identifying me as
the person to go to for intellectual property.
That came through personal branding.

What would you consider to be your greatest
achievement in your career so far?

I'm listed in Forbes as one out of 25 women in IT
which lachieved in my role as CEO of PatentBot.
Also, maybe the most important one, is the love
that we have with our clients because love is
one of our values at Prima Veritas - we have
three values which are love, care, and the best
service. | create this atmosphere within a team
and with clients so that we do everything with
love and it comes back, always. And that's why
I'm so popular. | literally spend zero budget on
marketing so everything, each of the 7,000 clients,
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The future
of IP is
creative,
having more
women in
legal
technology
would
change how
IP
professionals
practice law.
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came from my creativity with my personal
brand and subsequent reputation.

What are your future career aspirations? And
how will you work to achieve them?
My closest goal is to gain some hew roles here
in the Netherlands at Deloitte. I'm already a
Managing Partner at my own law firm and I'm
happy that I've organized that in such a way that
it works without me. | am not an operational
manager, | am just a business owner and | can
consult my team in some cases or give them a
pass to strategy but the main idea is to be the
face of it and generate leads and clients just by
being myself and | love that.

Here, at Deloitte | hope that | will create some
new steps with new challenges.

What changes would you like to see in the IP
industry regarding equality and diversity in
the next five years?
From what | can see we still don't have a lot of
women in C-suite level positions, in management
positions, so | think that what the community
can give to women in IP is some strong beliefs
and support. | truly believe that this is going to
change.

| don't have any data or numbers but it's just
what | see; that big companies are always managed
by men and maybe some partners are women,
but managing partners are still a majority men.

It's not only about diversity of sex and
nationality, it's also about mental diversity, it's
so super that people think about it and I'm so
encouraged to have it at Deloitte as well. It is so
good that we have started to think about it and
the next step is actions and | hope that women
will achieve management positions as well, if
they want to.

How do you think the empowerment of
women can be continued and expanded in
the IP sector?

I think it's good to have some communities. As
far as | know they do have some Women in IP
communities, I've heard about an international
one. | have even attended one event organized
by those in Ukraine. But | think maybe it could
be more, not only in IP but a little bit broader, so
women in legal. Having support from a
community with similar values always helps
you to go further and to move forward.

THE PATENT LAWYER 41

=
o
=
m
=
=
T
—
m
>
o
m
el
%)
T
—




VAKHNINA | Gt |, s Patent | K00
& Partners, Russia | Pagmens | 7424 a en awyer

GLOBAL REACH, LOCAL KNOWLEDGE
www.patentlawyermagazine.com

Dr. Tatiana Vakhnina Dr. Alexey Vakhnin Dr. Elena Utkina

Founder, Doctor of Law, M.D. PhD (Medicine, Biochemistry). PhD in Chemistry.
Honorary advocate of the
Russian Federation.

Russian Patent and Trademark Russian Patent and Trademark Russian Patent Attorney,
Attorney, Eurasian Patent Attorney  Attorney, Eurasian Patent Attorney  Eurasian Patent Attorney

Specializes in trademarks, and Specializes in Medicine, Biotechnol-  Specializes in Chemistry,
patents in mechanical and electrical  ogy, Biochemistry, Pharmacology, Biochemistry, Pharmacology,
engineering. Pharmaceuticals. Pharmaceuticals.

VAKHNINA & Partners

Eurasian and Russian Patent and Trademark Attorneys

EAPO | Armenia | Azerbaijan | Belarus | Georgia
Kazakhstan | Kyrgyzstan | Moldova | Russia
Tajikistan | Turkmenistan | Uzbekistan

Contact in Russia: Contact in Armenia:

ip@vakhnina.ru office@vakhnina.am

Our attorneys are members of INTA, FICPI, AIPPI, LES Russia/LESI, PTMG, ECTA, Chamber of Russian Patent Attorneys



mailto:ip%40vakhnina.ru?subject=
mailto:ip%40vakhnina.ru?subject=
mailto:office%40vakhnina.am?subject=
http://www.vakhnina.com
http://www.vakhnina.com
http://www.vakhnina.com

THE UK & EUROPE PATENT RANKINGS 2023 n DD

—|

-

-~ Belgium m
Pate nt Law er g Cermak a spol. 15 2 leading §
. IP law firm in the Czech Republic Qo

R Magazme ALTIUS AGP Law Firm | A.G. Paphitis & Co. LLC . . . m
Bird & Bird Andreas Coucounis & Co LLC and Slovakia, providing services :CU

Throughout the next few pages, you will view a comprehensive Crowell & Moring Chrysostomides in all areas of IP law, o
list of the 10 most well-respected law firms from UK & Europe, Fieldfisher Elias Neocleous & Co LLC including patents, trademarks, I'?I
in alphabetical country and company order. Hoyng Rokh Monegier E & G Economides LLC o . . . -
Our focused list is derived from a multifaceted methodology, Inteo Harris Kyriakides Ut'hty models, industrial de5|gns, Jz>
which uses months of industry research and feedback from Janson IP Cyprus unfair competition and others. =
our readers, clients, and esteemed connections around the NautaDutilh Koushos Korfiotis Papacharalambous LLC (KKP LLC) . =
world. All firms are ranked top 10 in their jurisdiction but are Simont Braun Lellos P. Demetriades Law Office LLC We have a qualified team of lawyers 8
displayed alphabetically to avoid bias. Stibbe Michael Kyprianou & Co LLC for both IP prosecution and litigation N
including litigation in court. N

g litig o

Our strengths is a unique combination

Bulgaria D Czech Republic

of experienced and qualified patent

ABP Anwalte Burger und Partner Boyanov & Co. Baker McKenzie attorneys and lawyers.
DORDA Djingov, Gouginski, Kyutchukov & Velichkov (DGKV) Bird & Bird

Gassauer-Fleissner Rechtsanwalte GmbH Georgiev, Todorov & Co Cermak a Spol

GEISTWERT Gugushev & Partners Law Office CMS

Kliment & Henhapel Kambourov & Partners Havlik Svorcik & Partners

Puchberger & Partner K TAHTADJIEV HAVEL & PARTNERS

Schoenherr Manev & Partners KOREJZOVA LEGAL

Schwarz Schénherr Pavlov & Co PATENTSERVIS https://www.cermakaspol.com/
Wiltschek Plasser Penkov, Markov & Partners Rott, Ruzicka & Guttmann info@apk.cz

Wolf Theiss Tabakov, Tabakova & Partners THK Legal s.r.o

' ®
— Bech-Bruun Bergg.r en
Anwélte Burger und Partner BUGGE VALENTIN Borenius
Rechtsanwalt GmbH Gorrissen Federspiel Castrén & Snellman
Horten Espatent
Kromann Reumert Har\nes Snellman
Lundgrens He.m?nen & Co
Patrade Leitzinger .
Plougmann Vingtoft Papula_i-Nevmpat
Zacco Roschier
mE aEER EEE amm v EEERE TEESELEEEEENE (N
EEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEER
IIIPIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIII
[ N} EEEEEEEEEEEEEEEEEEEEENEEEEEEEEEEEESR
[ N} EEEEEEEEEEEEEEEEEEEEENEEEEEEEEEEEESR
EEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEER
EEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEER
EEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEEER
EEEEEEEEEEEEEEEEEEEEEEEEEEEEEESR EEEER
| Invent hard, IP it smart AAA Legal Services ABELLO
v\/e p rOte Ct Success! We offer an individually tailored approach for getting the COBALT Allen & Overy
best possible protection for your business inventiveness and Ellex Raidla Armenagaud Guerlain
———  creativity in Bulgaria and Europe  ——— g
Eversheds Sutherland Ots & Co August Debouzy
amm Hedman Law Firm Bardehle Pagenberg
Anwadlte Burger und Partner Rechtsanwalt GmbH Kaosaar Casalonga
Rosenauerweg 16 | 4580 Windischgarsten | AUSTRIA KPMG Law in Estonia DTMYV Avocats
Phone +43 7562 20531-0 | kanzlei@abp-ip.at | www.abp-ip.at - n
NJORD Law Firm Gide Loyrette Nouel
WINDISCHGARSTEN | VIENNA | MUNICH | ZURICH Sorainen Lavoix

TURVAJA OU Reed Smith

44 THE PATENT LAWYER CTC Legal Media CTC Legal Media THE PATENT LAWYER 45



mailto:kanzlei%40abp-ip.at?subject=
mailto:info%40apk.cz?subject=
http://www.cermakaspol.com/
http://www.abp-ip.at
http://www.abp-ip.at
http://www.ktpatent.com

THE UK & EUROPE PATENT RANKINGS 2023

K00

DR HELEN G.
PAPACONSTANTINOU
FP&P & PARTNERS

entions forward. Bardehle Pagenberg LAW FIRM

Boehmert & Boehmert

Cohausz & Florack
Of the | & St! Grlnecker Established 1920

Hoffmann Eitle

Kuhnen & Wacker 2, Coumbari Str., Kolonaki, 10674 Athens, Greece
Maiwald Intellectual Property T: +30210 3626624 © F: +30 210 3626742
Preu Bohlig E: mail@hplaw.biz ¢ W: www.hplawfirm.com

y Chemistry
 Electrical Engineering
/", Internet

Vossius & Partner
Weickmann

-
T
m
c
=
2o
m
c
)
o
=
m
o
>
z
=
=
O
7
N
o
N
w

/ ~ Creative Industries e Patents e Commercial and
~ Physies o Utility Models Corporate Services
"~ Pharmaceuticals SpC’ e Internet
- Life Sciences ¢ s
- Mechanical Engineering e Plant Breeders' Rights e E-Commerce
Industries ¢ oottt A & K Metaxopoulos & Partners e Trademarks and Domain Names

A.Papapanagiotou & Partners Law Firm * Designs * Competition Law
i ; e Advertising /
8 5 Patent Attorneys 8 5 Years of Co Balla.s, Pelecanos & Associates e Copyright Consumergll’rotection
& Attorneys at Law i Bernitsas Law ¢ Anti-Counterfeiting . L
HP&P | Dr. Helen G. Papaconstantinou and Partners & Anti-Piracy e Foreign Jurisdictions
Drakopoulos e Litigation * Consultancy
Kiortsis & Associates Law Offices e Licensing
% BOEHMERT & BOEHMERT Kyriakides Georgopoulos Law Firm « Franchising

Patrinos & Kilimiris
Tsibanoulis & Partners

SAVE THE DATE

for our 33rd

EUROPEAN INTELLECTUAL
PROPERTY SEMINAR 2023

SUCCESS THROUGH DILIGENCE
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K&W assists you in all matters of intellectual property, from applying for a from October 1 to 4, 2023
patent for your invention to registering your trade mark. This is because our in Freising!
highly-specialized team of patent attorneys, attorneys at law, patent engi- More information will follow
neers and qualified staff profits from our more than 45 years of experience on www.kuhnen-wacker.com
in the field of intellectual property and always hits the mark.

KUHNEN &WACKER www.kuhnen-wacker.com

Intellectual Property Law Firm PartG mbB info@kuhnen-wacker.com

46 THE PATENT LAWYER CTC Legal Media CTC Legal Media THE PATENT LAWYER 47



mailto:info%40kuhnen-wacker.com?subject=
mailto:info%40aplawfirm.gr?subject=
http://www.hplawfirm.com
http://www.hplawfirm.com
http://www.hplawfirm.com
http://www.aplawfirm.gr
http://www.aplawfirm.gr
http://www.boehmert.com
http://www.kuhnen-wacker.com
http://www.kuhnen-wacker.com
http://www.kuhnen-wacker.com
http://www.kuhnen-wacker.com

THE UK & EUROPE PATENT RANKINGS 2023

GERMUS &« PARTNERS

IP servicEs IN HUNGARY
AND IN THE REGION

PATENT LITIGATION
TRADEMARK LITIGATION

FULL SCOPE OF LEGAL SERVICES IN LIFE
SCIENCES AND [T

ADVISING IN TECHNOLOGY TRANSFERS
AND TRANSACTIONS

Read more: https://germus.hu/en/patent-lawyer

l ®  Your European
IP Partner

Patents

Trademarks

Designs

IP Strategy

Online Brand Protection
Legal Actions & Contracts

"N
o°
~

Via L. Manara 13 V.le Europa Unita 171 Via di Corticella 181/4
20122 MILANO 33100 UDINE 40128 BOLOGNA

+39 02 54120878 +39 0432 506388 +39 051 328365
glp.mi@glp.eu glp@glp.eu glp.bo@glp.eu

48 THE PATENT LAWYER

Bird & Bird

CMS

Danubia

Dentons

Germus & Partners

Kovari Patent and Trademark Attorneys
Lakatos, Kéves és Tarsai Ugyvédi Iroda
Oppenheim

SBGK

Szecskay Attorneys at Law

Bird & Bird
BonelliErede
Franzosi Dal Negro Setti

GLP
Hogan Lovells
IP Law Galli
Jacobacci & Partners

Other offices: Modiano & Partners

PERUGIA - ZURICH
SAN MARINO Porta & Consulenti Associati
glp.eu Trevisan & Cuonzo

CTC Legal Media

Agency TRIA ROBIT

COBALT

Ellex Klavins

Eversheds Sutherland Bitans

Latiss

METIDA

PETERSONA PATENTS - AAA LAW

Sorainen

TGS Baltic

VILGERTS

AAA Law

COBALT

Ellex Valiunas

Eversheds Saladzius (Eversheds Sutherland)

GLIMSTEDT Bernotas & Partners

LEADELL

METIDA

Sorainen

TGS Baltic

TRINITI JUREX

B Luxembourg

Allen & Overy

Arendt

C Law

Clifford Chance

Decker & Braun

Elvinger Hoss Prussen

Lecomte & Partners

NautaDutilh

Office Freylinger

Patent 42

I Netherlands

BarentsKrans

Bird & Bird

Brinkhof

De Brauw Blackstone Westbroek

Freshfields Bruckhaus Deringer

Hoyng Rokh Monegier

Patentwerk

Simmons & Simmons

Vondst

V.0. Patents & Trademarks

CTC Legal Media

Law firm
RANKINGS

To advertise in the
South America rankings
in the July/August 2023

issue of The Patent Lawyer
Magazine

Contact
katie@ctclegalmedia.com

THE PATENT LAWYER 49

-
T
m
c
=
Ro
m
c
)
(@)
=
m
o
>
z
=
=
O
7
N
o
N
w



mailto:glp.mi%40glp.eu?subject=
mailto:glp%40glp.eu?subject=
mailto:glp.bo%40glp.eu?subject=
mailto:katie%40ctclegalmedia.com?subject=
mailto:info%40patent42.com?subject=
http://www.patent42.com
http://germus.hu/en/patent-lawyer
http://glp.eu
http://glp.eu

THE UK & EUROPE PATENT RANKINGS 2023

YOUR IP
PARTNER
IN POLAND

Full-service law firm
» office@traple.pl

e www.traple.pl

CAIADO
GUERREIRO

INTERNATIONAL LAW FIRM

INTELLECTUAL
PROPERTY SERVICES

talk to us at

caiadoguerreiro.com

50 THE PATENT LAWYER

Acapo

BAHR

Bryn Aarflot
GjessingReimers
Haavind

Kvale
Thommessen
Onsagers
Wikborg Rein
Wiersholm

JWP

Balder

K00

Bird & Bird

Clifford Chance

ELZABURU

Garrigues

GRAU & ANGULO

H&A

Hoyng Rokh Monegier

PONS IP

Uria Menéndez

Kondrat & Partners

Kulikowska & Kulikowski

LDS tazewski Depo & Partners

Patpol

Polservice

Sottysinski Kawecki & Szlezak

Traple Konarski Podrecki & Partners

Wardynski & Partners

WTS Patent Attorneys

Portugal

Abreu Advogados

A.G. da Cunha Ferreira

BMA |Baptista Monteverde & Associados

Caiado Guerreiro

Garrigues

Inventa

J. Pereira da Cruz

PLMJ

SERVULO

VdA

I Romania

CABINET M. OPROIU

Milcev Burbea

Musat & Asociatii

Nestor Nestor Diculescu Kingston Petersen (NNDKP)

Petosevic

Razvan Dinca & Asociatii

ROMINVENT

STOICA & Asociatii

Tuca Zbarcea & Asociatii

Zamfirescu Racoti Vasile & Partners

CTC Legal Media

AWA

Barker Brettell

Fenix Legal

Groth & Co

Roschier

Sandart & Partners

Setterwalls

Strom & Gulliksson

Westerberg & Partners

Zacco

fenixlegalL

INTERNATIONAL PATENT AND LAW FIRM

SWEDEN * SCANDINAVIA * EUROPE

European Patents
EU Trade Marks
Community Designs
Copyright & Marketing Law
IP Due Diligence & Business Law
Domain Name Disputes & Internet Law
Mediation
Social Network Law

Ostermalmstorg 1 - 11442 Stockholm - Sweden
info@fenixlegal.eu « www.fenixlegal.eu

CABINET M. OPROIU
EUROPEAN PATENT AND TRADEMARK ATTORNEYS

Founded in March 1995, CABINET M. OPROIU is
a professional partnership of industrial property attorneys,
engineers, chemists, physicists and attorneys-at-law,
all specialized in the field of industrial property rights,
based in the city of Bucharest, Romania.

Address: Popa Savu Street No. 42, Ground Floor, P.0. Box 2-229,
Bucharest, Romania

Tel: +40 21 260 2833; +40 21 260 2834
Fax: +40 21 260 2835; +40 21 260 2836
Email: raluca@oproiu.ro

Website: www.oproiu.ro

CTC Legal Media

Law firm
RANKINGS

To advertise in the
Asia rankings in the
September/October 2023
issue of The Patent Lawyer
Magazine

Contact
katie@ctclegalmedia.com

THE PATENT LAWYER

51

-
T
m
c
=
go
m
c
o
o
=
m
x
>
=z
=
=
)
(72}
N
o
N
w



mailto:office%40traple.pl?subject=
mailto:katie%40ctclegalmedia.com?subject=
mailto:raluca%40oproiu.ro?subject=
http://www.fenixlegal.eu
http://www.fenixlegal.eu
http://www.oproiu.ro
http://www.oproiu.ro
http://www.traple.pl
http://www.traple.pl
http://www.caiadoguerreiro.com

THE UK & EUROPE PATENT RANKINGS 2023

== Switzerland

Homburger Aequo

IPrime Asters

Keller Schneider Arzinger

Lenz & Staehelin Doubinsky & Osharova

Pestalozzi IPStyle

Rentsch Partner Mamunya IP

Schellenberg Wittmer MSP |Mikhailyuk, Sorokolat & Partners
TIMES Attorneys Pakharenko & Partners

Vischer PetosSevic

Walder Wyss Sayenko Kharenko

United Kingdom

S§>)
»

Alfa Patent Stan Advoka Allen & Overy
Ankara Patent Appleyard Lees
ATG Law Firm Bird & Bird
Deris Bristows
Destek Patent EIP

GUn + Partners HGF

Istanbul Patent Marks & Clerk
Kenaroglu Avukatlik Biirosu Murgitroyd

Moroglu Arseven

Potter Clarkson

Maximise the
value of your
iInventions.

A leading IP law firm specialising
in high-value patent matters.

Litigation, oppositions, patenting,
commercial IP, intelligence, strategy

eip.com

@IP

K00

-
T
m
c
=
go
m
c
o
o
0
m
x
>
=z
=
=
)
(72}
N
o
N
w

NSN Law Firm Powell Gilbert
DESTEK " (Vi ' /)
RANK
Y DeSTeEH Global expertise from a European base /HGF
) TURKEY WORLD
Your IP Partner We protect your trademark, design, SINCE 1995  TRADEMARKS
invention all around the world.
As it has been for the last 39 years...
Austria France Germany Ireland Netherlands Switzerland United Kingdom
n ' HGF offers a fully integrated IP solution, bringing hgf.com
_dostakphone: 4444344 | s, dostokpatent.com _| Tt together trade mark attorneys, patent attorneys and @® HGF Limited
Spine Tower Saat Sokak No: 5 Kat: 13 Maslak-Sariyer 34485 Istanbul / TURKEY ..
T. 0212 329 00 00 F. 0212 346 02 64 IP solicitors across 23 offices throughout Europe. © @HGF_IP

52 THE PATENT LAWYER CTC Legal Media CTC Legal Media THE PATENT LAWYER 53



http://hgf.com
http://eip.com
http://www.marks-clerk.com
http://www.destekpatent.com
http://www.destekpatent.com

Industrial property In
entrepreneurship and
start-ups

Melissa I. Del Busto, Associate at Arias, Fabrega & Fabrega, explains the
importance of educating entrepreneurs and start-ups on the topic of IP
to assist in protecting future innovation.

THE PATENT LAWYER

innovation from entrepreneurs and start-ups
globally; Panama is ho exception. This growth
phenomenon is set to continue with no limits to
the creativity of innovation and original concepts
with scope for application across different markets.
However, as this desire for entrepreneurship
' has grown, so too has our awareness of the general
lack of familiarity within this developing com-
munity of innovators for correctly protecting
assets. There are regular procedures for setting
i up start-ups and new companies, but there is
: one more extremely important step outside of
this routine and that is to determine what industrial
property can be protected and commercialized
such as patents of invention, industrial models,
i or designs, among others.
Several questions arise when talking about
industrial property in entrepreneurship or
start-ups, such as: can | protect my name,
my logo, my creations, or inventions?
These questions open a door and are
the engine for the community to begin
to reflect on innovations and inventions
that they are considering, have in

I n recent years there has been an influx of

— development, or that are emerging to

later protect as valuable assets such as
trademarks, patents, utility models, and industrial
. models, among others.

Industrial property, although sometimes
forgotten or unknown, is one of the most valuable
assets an organization can have, a value that is
sometimes overlooked due to a lack of know-
i ledge about how to identify and/or register
. assets. The registration of industrial property is
: extremely important since said protection grants
value not only of ownership but of use rights,
and the commercialization of the same.
i Likewise, protected assets facilitate enforcement
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against and protection from third-party use.
That is why this developing curiosity around

entrepreneurship must go hand in hand with
education on the subject of industrial property, :
and this must be guided by both state :
institutions dedicated to intellectual/industrial :
property as well as IP associations and others
from the private sector that have the essential

tools to bring this knowledge and guidance to
the interested public. Education will also be

fundamental for continuing the development,
protection, and creation of a culture of innovation
that will allow growth across different fields,

such as science, industry, and technology.
Education and training mean empowerment
and progress.

We know that sometimes identifying the
industrial property to be registered, and more :

specific tasks such as drafting patents of invention,
a utility model, or a model or industrial design,

can be challenging since it entails a series of :
steps and documentation in order to present
the creation for its subsequent registration. This :

highlights the importance of educating on the
subject to cultivate and raise general knowledge
of the IP field and for creating greater competition

between entrepreneurs and start-ups, with the :

rest of businesses, to encourage innovation.

It should be noted that Panama recognizes
the importance of this message and knowledge
in the patent field. Through various institutions,

such as the General Directorate of the Industrial 5
Property Registry, the Universidad Tecnholégica

de Panama, and the National Secretariat of
Science, Technology, and Innovation, Panama
is imparting this knowledge through workshops
to nurture people's understanding. In addition,

these educational resources provide a very :

significant guide for drafting and presenting
techniques, either for present or future practices
for patents of invention, utility models, or
industrial designs/models, to achieve adequate

protection, which then allows exclusivity or :

commercialization of these innovations.
Similarly, we have come across entrepreneurs

or small local companies that initially support

larger foreign companies with the registration of

an invention, and along the way have been able

to acquire that patent at the local level. In this
instance, there is a need for guidance on the
transfer of the same, but also, depending on the
stage of the registration at the time of transfer,
modifications in specific subjects, in something
as precise as the claims of a patent of invention,
may be required. At this moment, the entrepreneur
or start-up company must receive, as we have
provided to our clients, the support and guidance
in the do's and don'ts at the time of composition
and development in order to achieve the main
objective: the registration of the industrial
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Melissa Irene Del Busto has been an associate of the firm since 2016.
Ms Del Busto provides comprehensive IP counseling for large
international and domestic companies requiring first-class services
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from CESTE Business School, Zaragoza, Spain, and a Bachelor of Laws,
summa cum laude, from Santa Maria la Antigua University, Panama.

She has been recognized in the 2023 editions of Chambers Global,
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Author email: mdelbusto@arifa.com
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i property for its use and commercialization. In
. other words, there is no exact stage where the
i entrepreneur or start-up will enter the registration
. process, but they need to have the tools and
- knowledge to be able to follow such a path until
i they obtain the due protection of their
.~ innovation.

| would like to conclude that, we find ourselves

- in such a globalized world where technology
- allows us to reach all the corners of the globe,
i and no one escapes the threat of a possible
* third party who might want to take advantage of,
. for example, a patent or trademark that has
- been created, developed, and positioned by the
- entrepreneur or start-up, in order to profit
. improperly from these creations. That is why our
message conveys the importance of protecting
industrial property as a main and valuable asset
- and ensuring the due protection of inventions,
: through registration, in order to multiply the

value of the industrial property creation and also
to prevent third parties from misappropriating
assets which were created with so much effort
by the entrepreneur or start-up.

At ARIAS, FABREGA & FABREGA we have vast

knowledge and expertise in industrial property
. matters and can support you in the registration

process of your precious assets. Whether an
entrepreneur, start-up, medium, or large
company, we have the tools to support you in
the determination of your possible industrial
property assets and further protection of your
inventions and creations.
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PATENTING NANOTECHNOLOGY AND NANOMATERIALS

Analyzing the complexities
of nanotechnology patents

Credit: lvan Jesus Cruz Civieta

Manisha Singh and Priya Kush of LexOrbis review the challenges presented
in patent protection for nanotechnology and nanomaterials due to their

exceptional qualities.

anotechnology and nanomaterials are
N considered emerging and promising

fields of science. Although the tech-
nology has been here for a few decades, it is still
considered an emerging technology because
its vast landscape has not been fully explored
and demands more research. The most advent-
urous part of working with nanomaterials is that
they have numerous possibilities to play with.
Any addition, subtraction, or other manipulation
of atoms or molecules in a nanomaterial gives
rise to different chemicaland physical properties.
It is no surprise that certain properties which
could occur in nanomaterials are not even possible
in their bulk counterparts.
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Nanomaterials and
nanotechnology
Nanomaterials are materials with dimensions in
the range of 1-100 nm where 1nm is 10° m or
simply one billionth of a meter. However, materials
constituting particles having a size < 1000 nm
are also referred to as nanomaterials. The size is so
microscopic that it cannot be observed with the
naked eye. But one can be happy to assume that
hair and nails grow roughly 1 nm every second.
More precisely we can say that the diameter of
aDNAmoleculeis 2 nm, orthe size of an influenza
virus is 80-120 nm.

The effect of such low dimensions is that the
physicaland chemical properties in nanomaterials

CTC Legal Media

are decided by surface atoms rather than inner
atoms. The importance of nano dimension has
already been recognized by nature, be it the
conical wax nanostructures over the lotus leaves
that impart non-wetting properties to them or
the three-dimensional nanostructures in the
butterfly wings providing them iridescent color.
The high surface area, high surface activity, high
reactivity, greater tensile strength, high band
gap. superparamagnetism, surface plasmon
resonance, etc., are just a few of the effects
associated with different nanomaterials.

The technology involving the application of
nanomaterials or having component dimensions
in the nanoscale regime is termed as
nanotechnology. However, nanomaterials and
nanotechnology are not confined to any specific
field of technology and material. Many state-of-
art technological applications have evolved to a
new level with the emergence of nanomaterials.
Nanomaterials have multiple applications in
different fields, such as photoelectrical,
photochemical, battery applications, biological
applications, sensing, and drug delivery appli-
cations. New and novel nanomaterials have been
continuously designed and synthesized to meet
the changing requirements of the technology.

The broad application of nanomaterials makes
nanotechnology multidisciplinary. For example,
carbon nanotubes have applications not only
in semiconductor technology or high-strength
material applications but also in drug delivery
and bioengineering. Similarly, the well-known
semiconductor nanomaterial “CdSe" has a photo-
voltaic and photoelectrochemical application
and is also well-utilized in bio-sensing applications.

Undoubtedly, such nanomaterials that are
potential candidates for any technical application
owing to their unique new properties must be
protected. The intellectual property related to
the synthesis of such interesting nanomaterial
or nanotechnology using nano components can
be protected through patents.

The effect of such low dimensions
is that the physical and chemical
properties in nanomaterials are
decided by surface atoms rather
than inner atoms.
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Résumés

Manisha Singh, Partner

Manisha is known to be one of the most
reputed lawyers in the intellectual property
domain, with a decorated career of over 25
years. She has served as a vital advisor to
corporations and research organizations in
handling intellectual property matters and
developing strong IP portfolios. She is
ceaselessly engaged in endeavors to
strengthen India’s IP protection and
enforcement system to align it with
international standards and work closely
with industry associations and the
government. Manisha has served as the
leading counsel for a client base in over
138 countries in their IP management and
litigation matters. She is identified by her
clients as a seasoned and reliable counsel
for the prosecution and enforcement of all
forms of IP rights, and planning and
management of global patents,
trademarks, and designs portfolios. She has
also led numerous negotiation deals on
behalf of her clients for both IP and non-IP
litigation and dispute resolution.

Dr Priya Kush, Associate

Priya is an Associate in Patents Science at
LexOrbis and is working on patent drafting
and prosecution. She holds a master's in
chemistry and a Ph.D. in nanochemistry
from the University of Delhi. She is
designated as a National Post Doctoral
Fellow at lIT-Delhi under her individual
project by the SERB-Department of
Science and Technology. With more than
12 years of experience in the field of
science, she has expertise in
semiconductor nanomaterials and their
applications. She further has lectureship
experience of over two years at renowned
colleges and universities. Her research work
is published in eight International journals as
the first and corresponding author. She is
the recipient of a Ph.D. fellowship from
Delhi University, a Junior and Senior
research fellowship from the University
Grant Commission, best poster presentation
award at Bhabha Atomic Research Center,
DST-Travel Grant, and National Post-
Doctoral Research Fellowship by the
SERB-Department of Science and
Technology. She is currently pursuing LLB
to further enrich her knowledge of the legal
aspects of IP. She is also a great enthusiast
of Indian Folk Art and pursues various
artforms in her spare time.
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PATENTING NANOTECHNOLOGY AND NANOMATERIALS

Under Indian
Patents Act
1970, the
invention is
defined in
Section 2(1)
(j) as a new
product or
process
involving an
inventive
step and
capable of
industrial
application.

Patenting nanotechnology

and nanomaterials

Three requisite conditions must be met for the
grant of patents - novelty, inventiveness, and
industrial application. There may be some variation
in the intellectual property law of different
countries according to each country's specific
requirements and conditions. For patentability
under Indian Patents Act 1970, the invention is
defined in Section 2(1)() as a new product or process
involving an inventive step and capable of
industrial application.

Before establishing industrial applications,
the novelty and inventiveness of nanomaterial
and related technology must be established. To
establish the novelty of a product or a process
under Section 2(1)(l) of the Indian Patents Act 1970,
the invention must not be anticipated by any
document or publication in the public domain
anywhere in the world. To establish the inventive-
ness or inventive step, the invention must
involve some technical advancement or economic
advantage or both over the prior art for it to be
non-obvious to a ‘person skilled in the art’ as
defined in Section 2(1)(ja) of Indian Patents Act,
1970.

As nanoscience and hanomaterials are emerging
fields of science, there is ample opportunity to

design new and novel materials for various
applications. Sometimes the new properties
could arise by manipulation of size or stoichio-
metries or even by surface manipulation of
nanomaterials. However, Section 3(d) of the Indian
Patents Act, 1970 which restricts patenting of a
new property or new use of a known substance,
is a principal hurdle in the way of patents related
to nanomaterials and related nanotechnology. It
is because the new properties emerging in a
material by mere manipulation of size and
sometimes, stoichiometries of elements in nano-
materials, may be considered obvious and hence
create an obstacle in establishing novelty and
inventive step of the invention.

Further, patents relating to hanocomposites
which are the physical combination of different
nanomaterials could face difficulties from Section
3(e) of the Indian Patents Act, 1970 which prohibits
patenting of mere admixture of any substance.

Moreover, as the chemistry of nanomaterials
is extremely intricate and relatively unexplored,
the most limiting aspect in the synthesis and
designing of nanomaterials is the reproduction
of similar physical and chemical properties in
nanomaterials. The dimensions of nanomaterials
that account for their distinct properties are
complex to control with precision. This limitation
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is a considerable hurdle in establishing both the
novelty and inventiveness required for the grant
of a patent. It is because the inventors, to
broaden the scope of claimed process and
product, may draft and file overly broad claims
(that may sometimes be granted too) and
involve a risk of patents overlapping.

It further makes it difficult sometimes to
disclose the invention completely in an obli-
gatory manner as provided in section 10 of the
Indian Patents Act 1970, for the want of some
sophisticated instrumentation, design or even
want of skill. Insufficient disclosure in the
complete specification or overly broad claims
unsupported by the complete specification are
valid grounds to further invite pre- and post-
grant opposition under Sections 25(1)(g) and
25(2)(g) respectively.

Due to their beneficial physical and chemical
properties, nanomaterials already have different
industrial applications. However, most of the
nanomaterials and associated nanotechnology
are developed at a lab scale in universities and
research institutes and may not show the expected
results on a large industrial scale. Insufficient
prior art and a skeptical view about the actual
performance of developed nanomaterial and
nanotechnology further hinder their industrial
application.

Additionally, the lack of knowledge, awareness,
and sufficient prior art from the examination point
of view may lead to the rejection of essential
patents or may result in the evergreening of patents.

Possible solutions to overcome
the issues in nanotechnology
patenting

The Indian Patent Laws are designed in such a
way that the evergreening of patents can be

CTC Legal Media

avoided effectively. However, certain steps may
be taken to handle the patents related to nano-
technology and nanomaterials effectively in the
public interest. The first and foremost requirement
is creating knowledge and awareness about the
intricate multidisciplinary subject. It could help
in the better screening of patent applications on
relevant solid grounds. Better screening could
ultimately help in granting essential patents in
the public interest and rejection of patents with
frivolous claims.

Further, a different capacity of specialized
subject-specific examiners and analysts can be
developed to deal with patent applications,
specifically those related to nanotechnology
and hanomaterials. The challenge is not impossible
to overcome as the subject has already been
incorporated into academics, and large-scale
research is being conducted globally in the
multidisciplinary field of nanoscience and
nanotechnology.

Contact

LexOrbis

709-710 Tolstoy House, 15-17 Tolstoy
Marg, New Delhi - 110001, India
Tel+91 2371 6565

mail@lexorbis.com
www.lexorbis.com
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The lack of
knowledge,
awareness,
and
sufficient
prior art
from the
examination
point of view
may lead to
the rejection
of essential
patents ox
may result in
the
evergreening
of patents.
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PATENT RENEWAL TRENDS

Résumés

Arun Hill has a decade of experience in
the field of patent analytics and is an
expert in innovation intelligence and
ethico-legal issues. He has a background
in law and in his spare time, is pursuing a
Master of Law degree at the University
of Edinburgh, covering innovation and
technology areas such as space and
robotics. Arun has a track record of
working with global technology-focused
corporations, governments, and research
institutions to deliver actionable
intelligence to transform their patent
decision-making and strategies.

Jack White joined Clarivate via the
CPA Global acquisition in October 2020,
and has been with the business since
2014. Prior to IP, Jack started his career in
Business Consulting for Deloitte out of
London, before moving to Jersey and
Jjoining CPA Global. In his time at CPA
Global/Clarivate he has held a number
of roles across the business including
business transformation, change
management, M&A integration, and
product leadership. In his current role
leading the Patent business, Jack is
responsible for the strategy, delivery,
and performance of all patent-related
service lines.

Knowing the typical
abandonment rate for a country,
industry, or technology could help
patentees enter a new market
or to manage risk.

SAN3YL TYM3IN3Y IN31Vd


https://clarivate.com/lp/global-patent-renewal-trends-unpicking-what-survives/
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Contact
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border seizure

Dr. Christian Thomas, Attorney at Law and Partner at Kuhnen & Wacker,
details how border seizures can be utilized as an effective instrument

against imitators and counterfeiters.

order seizure is a legal instrument that
B many companies do not even have on

their radar, or only to an insufficient
extent. Yet border seizure is basically free of
charge and can help to clear the European
market of counterfeiters and pirated products in
an effective and cost-saving way. This can be
immensely important, as counterfeit products
not only cause economic damage to original
manufacturers, but can also sometimes be
dangerous to consumers. There are many practical
examples, although there is certainly a particular
potential danger with regard to counterfeit baby

CTC Legal Media

food, faulty components (such as brakes), or
even medicines. The legislator has recognized
that it is often very difficult for the original
manufacturers to identify the producers of such
counterfeits and thus provides the possibility of
border seizure by customs authorities as an
additional tool.

Ultimately, therefore, with an effectively filed
application, the state and European authorities
can be "used" to protect one's own IP portfolio
(for example, consisting of trademarks, designs
and/or patents) and to prevent the import and
export of IP infringing goods already at the
external borders of the EU or Germany. German
customs authorities in particular have proven
effective in this regard in recent years. In 2021,
nearly 25,000 cases of goods were seized by
German customs, which had a total value of over
EUR 310 million. In most cases, the seized goods
come from the Far East, especially China, but also

from African countries and Turkey (see www.
zoll.de). With regard to the goods
concerned, it is interesting to note that in
addition to clothing, cigarettes, bags, and
electronic components, more and more
complex imitations from the mechanical
engineering and pharmaceutical
industries are also being intercepted by
customs officials.

The application
for border
seizure and its
requirements
In most cases, the
customs authorities
only act upon appli-
cation. In individual
cases, however, they
may also act ex officio.
The normal case, how-
ever, is action upon
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BORDER SEIZURES

Credit:onurdongel

application. The appli-cation itself is free of charge
and is made for one year at a time. It is therefore
not necessary to file a separate application for
each individual case. If the property rights
continue to exist, this can also be extended as
often as desired.

In the case of an application for border seizure,
a distinction must be made between a national
border seizure application and a Union application.
The EU-wide border seizure is basically deter-
mined by Community law (Regulation (EC) No.
608/2013). This covers all imports and exports
of goods from third-party countries into the EU.
In addition, the national border seizure procedure
is supplemented by national regulations for
the intra-European movement of goods. Both
approaches (national law and EU law) stand side
by side and ultimately allow German customs to
take action on imports into Germany, i.e., on
intra-European imports, as well as on imports
from third countries into the EU as a whole. In
border seizure proceedings at EU level, goods
suspected of infringing intellectual property
rights that claim EU-wide effect can be seized.
These include Community trademarks, Community
designs, internationally registered trademarks
and designs designating the EU, and geographical
indications. The border seizure covers goods
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If the
customs
authorities
suspect an
infringement
of property
rights
during the
inspection of
cross-border
goods traffic,
the
respective
goods are
detained.

imported into the EU, goods exported from the
EU, or goods declared for re-export.

The application to be submitted electronically
must contain, in addition to proof of the IP rights
to be covered, proof of the applicant's author-
ization and information on the possible contact
persons. In addition, supplementary information
should be provided on the product group con-
cerned and the original products. The customs
authorities should also be provided with information
on common supply routes and typical charac-
teristics of counterfeits. Ideally, therefore, the
customs authorities will be provided with a kind
of “guide” that will enable the authorities to
distinguish original goods from counterfeits as
easily as possible and also to know in advance
whether original products are being supplied to
the EU at all from a certain region of the world.
The prerequisite for border seizure by the customs
authorities is the existence of a suspicion of an
infringement of property rights. It is not necessary
that an infringement of property rights actually
exists.

Procedure in the event of action
by the authorities

If the customs authorities suspect an infringement
of property rights during the inspection of cross-

CTC Legal Media

border goods traffic, the respective goods are
detained. At the same time, an information letter
is sent to the applicant, informing them of the
origin and nature of the goods as well as the parties
involved (sender, recipient, forwarder, etc.).

The applicant then has the possibility, within
the framework of a Union application, to notify
the customs authorities of the infringement of the
IP right within 10 days of receiving the notification
of the border seizure and to initiate legal proceed-
ings. The court proceedings may be either interim
injunction proceedings or ‘normal”’ substantive
proceedings. In the case of perishable goods,
the applicant only has a period of three working
days, which cannot be extended.

As an alternative to proof of an initiated
procedure, the applicant may file an application
for “simplified destruction” of the goods. In this
case, the goods will be destroyed by the customs
authorities if the declarant or owner of the goods
has either positively agreed to the destruction
or has not objected to the destruction within the
above-mentioned period (10 days). The destruction
shall be carried out at the expense and
responsibility of the applicant.

If the declarant or owner of the goods objects
to the seizure, the goods shall be destroyed
only on the basis of a court decision.

Other legal consequences
and summary
In addition to the border seizure and destruction
described above, the claimant may in principle
also demand reimbursement of the costs
incurred by them (for example, attorney's fees).
In addition, they may be entitled to claims for
damages, injunctive relief (e.g., preliminary
injunction), and disclosure. In Germany in parti-
cular, the possibility of applying for an injunction
is a fast and cost-intensive means. However, this
can usually only be used to enforce a cease-
and-desist order (and not information and/or
damages). The German courts issue a temporary
injunction within four weeks of becoming aware of
the infringement. In most cases, such a
preliminary injunction is issued or rejected
within a few days of the application being filed,
so that as a rights holder you very quickly gain
certainty as to whether or not your claims will go
through. Since this is a provisional decision, the
infringer must then either recognize the prelim-
inary injunction as final, or the rights holder
must then file a "‘normal” lawsuit if necessary.
As far as the assertion of claims for information
and damages is concerned, it is generally possible
to file an action on the merits. In Germany,
proceedings on the merits of a case take between
six and 12 months in the first instance (as a general
rule). In addition, the losing party generally has
the option of filing an appeal. The filing of a main
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Résumé
Christian Thomas joined KUHNEN & WACKER in 2005 and became
a partner in 2011.
Having studied law at the Ludwig Maximilian University (LMU) in
Munich, Dr Thomas joined the Munich Bar Association in 2005 and
obtained a PhD from the University of Salzburg, Austria, in 2009.

As head of the legal department of KUHNEN & WACKER, he has
filed several thousand EU trademark and EU design applications and is
deeply committed to obtaining and enforcing IP protection for his
international clients.

Before joining KUHNEN & WACKER in 2005, he worked for a law
firm in Australia, which added to his multifaceted background. He is a
regular speaker at seminars about trademark and design, frequently
writes on IP-related matters, and is a lecturer for commercial law and
IP rights at the University of Applied Sciences, Munich. He is proficient
in German and English.

action is, of course, only necessary if the opposing
party does not meet these claims on a voluntary
basis. Practice and our experience have shown
that, especially in proceedings in the area of
border seizure, further judicial measures are
often unnecessary, and the violators often submit
without further resistance. This is probably also
due to the fact that official authorities are
involved and the violators fear having to bear
further consequences and are grateful for a
quick and uncomplicated settlement.

An increasing number of infringements of
industrial property rights can also be expected
in the future. The increase in seizure cases in
recent years clearly shows the topicality of the
problem, but also the increasing effectiveness
of the German and European customs authorities.
In order to further improve efficiency in this area,
in addition to raising the awareness of customs
officers, the expansion of cooperation between
economic operators and customs authorities is
of great importance and desirable. It is therefore
to be hoped that in the course of the coming
years the number of applications for border
seizure willincrease and more and more economic
operators will make use of this possibility in
order to protect their own economic goods.
Ultimately, every successful case of seizure
means that jobs are secured and the quality of
branded goods is guaranteed.

Dr. Christian Thomas

Contact

KUHNEN & WACKER

Intellectual Property Law Firm PartG mbB
Prinz-Ludwig-StraBe 40A, 85354 Freising/Germany
Tel: +49 8161 608 - O

info@kuhnen-wackercom
www.kuhnen-wacker.com
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SPECIES PATENTS IN INDIA

Delhi High Court
examines factors for the
patentability of species

patents in India

Rachna Bakhru and Suvarna Pandey of RNA, Technology and IP Attorneys
review a recent case that investigated species versus genus patent
infringement following the availability of linagliptin as a generic medicine
in the US as of 2021 in a cross-border conflict with India.

Court denied an injunction to the Plaintiff

(BOEHRINGER INGELHEIM PHARMA GMBH)
for infringement of patent rights in Linagliptin, a
drug to treat Type 2 diabetes. While deciding
the infringement action, the Court analyzed various
vital factors, including species versus genus
patent infringement. In this case, the Court also
looked at the evergreening of the Patent, public
interest, and prior claiming.

Linagliptin is sold under the brand name
Trajenta, which acts by inhibiting the enzyme
dipeptidyl peptidase-4 (DPP-4). Unlike other DPP-4
inhibitors, linagliptin is excreted chiefly via the
enterohepatic system, and safe for patients with
renal or hepatic impairment.* In 2020, it was the
293rd most prescribed medication in the United
States, with more than one million prescriptions.
From August 2021, linagliptin became available
as a generic medicine in the US:2 The company
is not manufacturing the drug in India. It has
licensed the suit Patent to Lupin Laboratories
and Eli Lilly, for which royalties are payable by
the said entities to the plaintiffs.

In a landmark decision, the Delhi High

Background and facts

The Plaintiff, BOEHRINGER INGELHEIM PHARMA
GMBH, Patentee of two patents- IN'227719 i.e,
genus patent (IN ‘719) and IN'243301 i.e., species
patent (IN ‘301), filed six suits against various Indian
pharmaceutical companies seeking an injunction
against the manufacturing of Linagliptin. Due to
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Rachna Bakhru

Suvarna Pandey

t https.//www.ncbinlm.
nih.gov/pmc/articles/
PMC3498850/

2 https.//en.wikipedia.org/
wiki/Linagliptin

the common issues involved, the Court has
given ajoint decision in the six suits filed against
various defendants.

Genus patents are broad patents covering a
group of potential products. Genus claims are
written mainly by Markush structure, which
claims a large class of chemical compounds. At
the same time, the species/selection patent
covers a specific compound, which forms a part
of the Markush structure claimed in the genus
patent. Simply put, the genus patent has a
broader coverage, while the species patent has
a specific coverage.

The Plaintiff invoked genus patent (IN ‘719)
and species patent (IN ‘301) in two of the six suits
ie,CS.(COMM)239/2019 and CS.(COMM) 240/2019
against Vee Excel Drugs and Pharmaceuticals
Private Ltd.

The genus patent (IN '719) expired on February
21, 2022, while the species patent (IN ‘301) will
expire on August 18, 2023. After the expiry of
genus patent (IN '719), the Plaintiff filed four
suits i.e., C.S. (COMM) 236/2022, C.S. (COMM)
237/2022,C.S.(COMM) 238/2022 and C.S. (COMM)
206/2022, seeking an injunction against the
Defendants (Indian Pharmaceutical companies).
The Defendants, in turn, challenged the validity
of the species patent (IN '301), on the grounds of
section 3(d) and prior claiming as their defense.

According to Section 3(d), the mere discovery
of a new form of a known substance that does
not result in the enhancement of the known
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efficacy of that substance is not patentable. It
means that different forms of a known substance
must differ significantly in the properties regarding
efficacy. Overall, the legislature's intention by
including section 3(d) was to disallow evergreening
of patents.

The ground of prior claiming is raised where
the invention (first application) claimed in a
complete specification filed in India has already
been claimed in the complete specification of
an application (second application) which was
filed in India before the priority date of the first
application but published on or after the filing of
the second application.

The Court formulated the following main issues
for the grant of interim injunction in favor of the
plaintiffs:

Prior claiming

i) The Court opined that a comparison, in
the below table, shows that a substantial
part of the chemical structure in Claim 1
of the suit patent and the genus patent
are structurally similar. Considering that
the plaintiffs have themselves in the
proceedings before the Controller
admitted that Linagliptin is one of the
possible substitutions of IN ‘719, it would
leave no matter of doubt that both the
patents are attempting to cover the same
subject matter as well. This would not be
permissible under the Patents Act.

CTC Legal Media
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IN ‘301 (Suit Patent)

Claim 1 of the 301 patent is itself
a genus/class of compounds
approximately covering

22 alternatives (excluding
isomers, tantomers, etc.)

of the following structure:

IN ‘719 (Genus Patent)

Claim 1 of the earlier 719
patent is also a genus/class

of compounds but of a much
larger size having the following
structure.

ii)

The Court also found indications of prior
claiming not just in the suit Patent. Still,
there were such indications even during
the International Phase of prosecuting the
suit Patent. The International Search
Report (ISR) issued concerning the PCT
publication of the species patent by the
International Search Authority mentioned
the corresponding PCT publication of the
genus patent IN'719, i.e., W.0. 02/068420
as a P and X (for determination of novelty
and inventive step in regional/national
procedures). In India, considering that prior
claiming is a ground for revocation under
Section 64(1)(a) of the Patents Act, 1970,
the P, X reference document highlighted
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by the ISA is striking at the novelty and
inventive step of the species patent.

i) While responding to the examination
regarding the genus patent application,
Plaintiff submitted a list of 371 compounds,
one of which was Linagliptin. The Court
noted that the plaintiffs specifically
claimed Linagliptin to obtain the grant
of the genus patent. However, in the
rejoinder filed on behalf of the plaintiffs
to L.A. 5806/2022, the plaintiffs made a
complete U-turn and stated that
Linagliptin had not been claimed in
IN ‘710.

Data in Form 27 / working
statement

After perusing the two Form 27s of the same
period for genus and the species patent, the
Court found that all the pharmaceutical products
which the two patents claim to be working in
India are the same. In addition, the quantum and
value of imports and sales are also the same.
Therefore, it is evident that both IN ‘301 and
IN ‘719 are directed toward the same invention,
which is not permissible as per Section 10 of the
Act.

SPECIES PATENTS IN INDIA

The
plaintiffs
have
enjoyed

a 20-year
monopoly of
Linagliptin
under the
genus
patent.

Evergreening
The Court noted that by filing multiple patents
for different aspects of the same product, the
Plaintiffs are seeking to extend the term of the
patent beyond 20 years, granted in respect of
the genus patent.

Since, the patent expired on February 21,
2022, it amounts to evergreening or layering of
patent protection, which is impermissible under
the Indian Patent Law under Section 3(d) of the
Patents Act. The Court referred the findings
from Novartis v. Union of India, (2013) 6 SCC 1
(Novartis) for section 3(d) where the Supreme
Court dealt with the issue of whether the therapeutic
drug, beta crystalline form of Imatinib Mesylate,
qualifies as an invention under Section 2(1)(j) and
Section 2(1)(ja) of the Patents Act and whether
the Patent can be refused under Section 3(d) of
the Patents Act, highlighting that “Under the
scheme of Patent, a monopoly is granted to a
private individual in exchange of the invention
being made public so that, at the end of the
patent term, the invention may belong to the
people at large who may be benefited by it. To
say that the coverage in a patent might go much
beyond the disclosure thus seem to negate the
fundamental rule underlying the grant of
patents.”

68 THE PATENT LAWYER
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Balance of convenience

The Court addressed the following issues about

the balance of convenience and irreparable

injury, the fundamental principles which govern
the grant of interim injunction:

i.  Whether balance of convenience is in
favor of the plaintiffs and against the
defendants for the grant of interim
injunction?

ii. Whether the plaintiffs would suffer
irreparable injury on account of
non-grant of interim injunction?

The Court, while examining the above two
questions, noted that the plaintiffs have enjoyed
a 20-year monopoly of Linagliptin under the genus
patent. Except for the defendants in C.S. (COMM)
239/2019 and C.S. (COMM)240/2019, the other
defendants waited for the 20-year term of the
genus patent to expire on February 21, 2022,
before launching their drugs in the market.

Further, the plaintiffs do not manufacture
their drugs in India, but import their drugs into
India. Clearly, the intention of the plaintiffs is to
monetize the said invention.

Therefore, the present case is one where
monetary damage can be calculated and awarded
to the plaintiffs in the event the plaintiffs succeed
in the present suits. It is a settled position of law
that where monetary damages are the adequate
compensation for the plaintiffs, an interim injunction
should not be granted.

Public interest

The Court thus considered the elements of
public interest as the drug Linagliptin is used
for the treatment of diabetes, which is a widely
prevalent disease in India. Therefore, the public
interest also demands that large segments of
the population should have easy and affordable
access to an anti-diabetes drug. Undeniably, the
defendant's products are significantly cheaper
than that of the plaintiffs. Considering that
Linagliptin is a daily-use drug, affordability plays
a major role in its access to wide sections of the
public.

Thus, finally taking all the above factors into
consideration, the Court concluded that prima
facie suit patent of the plaintiffs, i.e., IN'301 is
vulnerable to revocation on the ground of prior
claiming in terms of Section 64(1)(@) of the
Patents Act, as the plaintiffs have made an
attempt towards evergreening the invention
and re-monopolizing the same.

Summary

The order in the present case highlights that the
courts also considered the factor of “public
interest” equally as to the patentability/technical

CTC Legal Media
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parameters, while deciding an injunction/
infringement proceedings at the interim stage,
particularly in pharmaceutical matters.

The public interest defense has often been
pushed as a “one size fits all" approach in every
pharma patent infringement matter and in this
case as well it was a strong argument that the
injunction will not only affect the interest of the
infringer but also the end consumer.

For the species patent to get approval over
the teaching/disclosure of genus patent, it is
important to show technical advancement or
enhancement of the known efficacy to qualify
the objection of section 3(d). Ideally, there should
not be any overlap between disclosure and
claims in the patent specifications for genus
and species patents.

The plaintiff has filed an appeal before the
Division Bench of the High Court challenging
this order. The appeal is yet to be heard on
merits. It will be interesting to see the outcome
of the appeal bench on the patentability of
Linagliptin in the species patent in view of the
above-mentioned facts.

The above factors were also discussed in
an earlier case AstraZeneca AB & Anr. v. Intas
Pharmaceuticals Ltd. where the Delhi High Court
dealt with Dapagliflozen (DAPA) which is useful
for the treatment of type-Il diabetes mellitus.
DAPA was claimed in the subject matter of two
Patents:

1. IN205147 (IN 147" discloses Markush
structure i.e., a group of compounds that
covers 'DAPA’and is a genus Patent.

2. No.235625 ('IN 625') specifically discloses
DAPA and is a species Patent. The Patent
is valid until May 5 2023.

AstraZeneca, based on these two patents, had
sued several Indian pharmaceutical companies
for patent infringement. Here, the Court observed
that a single formulation as DAPA, is incapable
of protection under two separate patents having
separate validity periods. When the inventor is
the same, the tests regarding “obvious to a person
skilled in the art”, “anticipation by publication” and
‘use before the date of filing of patent application
with complete specification”, cannot be in the
context of “person ordinarily skilled in the art”
but have to be of the “person in the know". It was
also mentioned by the Court that the applicant
cannot enjoy two rounds of 20 years of protection,
when the legislative policy is to grant protection
for a period of one term of 20 years only.

In another recent case, on March 23, the Indian
Patent Office also rejected Janssen's secondary
(or species) patent application on the fumarate
salt form of Bedaquiline, which is a drug for the
treatment of multi-drug resistant tuberculosis.
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Clearly, the
intention
of the
plaintiffs is
to monetize
the said
invention.

The Controller refused the patent application on
the basis that the pharmaceutical composition
of base compound Bedaquiline against M.
tuberculosis was already covered under the
patents previously granted in favor of the applicant.
The controller also mentioned in the order that
the applicant had to show data on how an
increase in bioavailability results in increased
therapeutic efficacy. The combination of fumarate
salt of Bedaquiline along with common pharma-
ceutically acceptable excipient wetting agent is
considered a known substance and not patentable
u/s 3(d) of the Act. Further, it was also found that
the application verbatim copied several portions
particularly, the portions related to the use of
a wetting agent, from Janssen's own patent
application.

Key takeaways

- The genus patent may cover multiple
chemical compounds, however, only those
compounds will be considered as
disclosed which can be obtained by going
through the disclosure of the genus
patent.

The species patent application should
have enhanced therapeutic efficacy over
the compound of the genus patent to
overcome section 3(d) requirement.

Further, as noted from the facts of the
above-mentioned cases, the Patentee
needs to be cautious of the submissions
being made in the response to the
examination report, working of the patent
information filed in Form 27 and other
documents filed during the prosecution of
genus and species patents. There should
not be overlapping disclosure/s in the
complete specification/s and the
information in official documents needs
to be consistent.

Contact

RNA, Technology and IP Attorneys
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Marianne Schaffner and Thierry Lautier of Reed Smith assess reasons to
opt-in or out of the new UPC while comparing alternatives with additional

guidance for US companies.

n Europe, a revolution in the patent world is

underway: it began in January 2023 at the

EPO and has already started to take hold.
The new system will officially enter into force on
1June 2023.

The European patent with a unitary effect,
Unitary Patent, is an additional type of protection
for the entire territory of the EU (Poland, Spain,
and Croatia excepted). The classic European
patents (which, after grant, split into a bundle of
national patents) remain available.

In Europe, innovators will have the choice
between national, European patents, and Unitary
patents, and combining different types of patents
will be possible under certain conditions.

A new court for patent litigation in Europe is
created: it is the Unified Patent Court (UPC)
having exclusive jurisdiction over Unitary Patents
and classic European patents. However, for
seven years (renewable once), classic European
patents can be opted out from the jurisdiction of
the UPC.

Some companies are thrilled about the new
system, focusing on its main advantages,
namely:

- Opportunity to centrally enforce a
European patent, and get a decision
covering up to 24 countries, both on
injunction and damages (which will
include loss and undue profits made by
the infringer), with one single court
action;

- Ability to obtain orders for collecting
evidence prior to litigation (there is no
Discovery in the EU, and the burden of
proof lies on the plaintiff);

- Super-fast track (decisions to be
rendered within 12 months);
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- Very high specialist judges (both legal
judges and technical judges);

- Attorney fee savings (only one court
action).

While other companies focus on drawbacks,

namely:

- Risk of central revocation of a European
patent;

- Lack of existing case law (including the
risk of multiple procedural motions due
to some text uncertainties of the UPCA
and the rules of procedure);

- Doubt on the independence of the
technically qualified judges as they are
part-time judges either as patent
attorneys in-hour or in private practice.

New patent strategies in Europe must be
contemplated. Here are a few questions to be
asked:

- Should | opt-out patents, which one, all

of them?

- How and when to decide to go for a
Unitary Patent?

- Do my current IP agreements allow me
to decide on opting out; on deciding to
have, or not, a unitary effect; on how and
before which court to commence a
patent case?

- How to make my decisions?

- How can | diversify my patent
protection, can | file divisionals? Can |
cumulate different types of patents for
the same inventions?

These questions should have been under

consideration for several months now, but
nothing is too late.
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The new European patent system has been
awaited for 50 years. There are three major legal
texts to know:
- The Agreement on a Unified Patent
Court (UPCA) signed on 19 February
2013;

- The Rules of procedure adopted on
8 August 2022;

- EU Regulation No 1257/2012 dated
17 December 2012, creating the
Unitary Patent.

Another one to note is the Protocol to the
UPCA on provisional application having entered
into force on 19 January 2022. This Protocol has
been the start of the Provisional Application
Phase (recruitment and training of the judges,
setting up the case management system).

The system will enter into force on 1 June
2023, with the sunrise period having started on
1 March 2023.

The EPO has allowed patent applicants
whose European patents are about to be
granted to postpone their grant to be entitled to
seek the unitary effect as of June 2023.

In Europe, knowing its geography is key and it
will be even more crucial with the new system.
In Europe, we have several European zones:

- The EPO zone has 38 member states,

namely the EU plus the UK.

- The EU has 27 member states, being

recalled that the UK has brexited.
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At the start, the 17 UPC
members are: Austria,
Belgium, Bulgaria,
Denmark, Estonia,
Finland, France, Germany,
Italy, Latvia, Lithuania;
Luxembourg, Malta,
Netherlands, Portugal,
Slovenia, Sweden.

- The "Europe” of the new patent system
will have 24 member states i.e., the EU
less Spain, Poland, and Croatia.

But.. the new system will start with a temporary
zone of 17 countries only, i.e., those having signed,
ratified the UPCA, and deposited their ratification
instrument (the seven remaining countries should
join later).

Consequently, the very first Unitary Patents
will have effect in 17 countries only.

During the first months or years of the new
system, the Europe of the UPC and Unitary
patent will have different borders depending on

Marianne Schaffner is a Partner in
Reed Smith's IP Group. She heads the

IP team in Paris and the Patent practice
in Europe. Her practice includes cross-
border patent litigation and transactions,
as well as trademarks.

Thierry Lautier is a Partner in

Reed Smith's IP Group. He is dually
qualified as a French Attorney-at-law
and a European Patent Attorney with

an engineering background, He focuses
his practice on patent prosecution and
litigation in Europe.
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when unitary effect is requested and when an
action will be filed before the UPC.

The UPC is a new patent court having exclusive
jurisdiction over Unitary Patent disputes as well
as subject to a transition period over classic
European patent disputes.

The UPC judgments will have effect in up to
24 countries (up to 17 at the start) and in the
countries where a classic European patent will
be in force.

The UPC is composed of a central division
with its seat in Paris (and with a branch in Munich).
The central division will be competent for revo-
cation actions, declarations of non-infringement,
and infringement under certain conditions. It is
composed of two legaljudges and one technical
judge.

There are local divisions in each member state
(except Sweden, Estonia, Latvia, and Lithuania,
having set up the Nordic-Baltic division) which are
competent for infringement actions and counter-
claims for revocation (unless they use the bifurcation
option). They are composed of two local legal
judges and one legal judge from another member
state and optionally one technical judge.

The UPC:

- Willallow patent holders to seek

central injunction (and even a
preliminary injunction), and third parties
to seek central patent revocation;

- Willaward damages for the entire

relevant territory of the UPC;

- Will be super-fast tracked: decision

to be reached within 12 months;

- Butit will not be any discovery/

disclosure.

For US companies, the level of damages due
to the geographical scope can be seen as
significant progress. Let's consider that France
is smaller than California..

How to get a Unitary Patent

The unitary effect must be requested within one
month from the grant of the European patent.
This request will not be possible until the entry
into force of the UPCA.

Thus, the EPO has allowed applicants to request
the delay of grant of their soon-to-be-granted
European patents as of 1 January, 2023.

Applicants can withdraw the request to delay
grant at any time.

It is important to note that a request to delay
grant is independent from a request for unitary
effect. This means that if an applicant requests
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a delayed grant, upon entry into force of the
UPCA, a separate normal request for unitary
effect will have to be filed within one month
from the grant of the European patent.

If a delayed grant has been requested, it is not
mandatory to request unitary effect.

Why choose a Unitary Patent?

Depending on the number of states where
protection is sought, the Unitary Patent may be
less expensive than a classic European patent
(e.g., fewer translation requirements, lower
annuities, lower administrative expenses).

From a logistic perspective, the Unitary Patent
will require fewer formalities and deadlines; all
formalities will be performed before the EPO,
not before multiple national offices.

In terms of enforcement, the Unitary Patent
will from the very beginning fall within the
exclusive jurisdiction of the UPC, which will not
be the case for a classic European patent during
the transitional period.

At the start, the Unitary Patent will cover
17 member states. The seven other member
states will never be covered by any Unitary
Patents granted before they ratify the UPCA. In
the countries not covered by the Unitary Patent,
classic European patents will remain.

Unitary Patents can be compared with US patents
which are in force for the entire territory of the
US and when asserted before one federal court,
in any state, the decision has an effect for the
entire territory of the US. That's exactly what the
Unitary Patent and the UPC will be for Europe.

If cautious, should you opt-out?
In the beginning, the exclusive jurisdiction of the
UPC will only be true for Unitary Patents.

During the transitional period of seven years,
classic European patent owners can opt-out
from the exclusive jurisdiction of the UPC.

As of 1 March 2023, requests for opt-out can
be filed with the UPC.

An opted-out European patent will remain
within the sole jurisdiction of the relevant national
courts

Deciding to opt-out or in can take time as it
depends on several factors such as the strength
of the patents, and market shares, and involves
several levels of decisions within a company.

Further, when co-ownership agreements or
licenses are in place, the vast majority do not
have provisions on UPC. New provisions need to
be agreed upon on how to opt-out and on
future patent strategy in Europe.

Opt-outs can be withdrawn at any time during
the transitional period only if no national
proceedings have been filed. When the opt-out
has been withdrawn it is no longer possible to
file a new request for opting-out.
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Opt-outs will also be available for EP-
associated SPCs during these periods.

Some industries, such as the pharma industry,
have decided to opt-out patents as they fear a
central revocation before the central division of
the UPC.

However, as it will be possible to withdraw
only once opted-out, it might be advisable to
wait and see to keep all options open.

Indeed, the vast majority of patents do not
lead to litigation, so there is, for most of them,
no legal and business rationale to file a request
for opt-out. An opt-out can be seen as an
encumbrance which will have to be disclosed in
an assignment or license agreement.

While the UPC and Unitary Patent present new
opportunities and potential hazards, it may be
possible to see for oneself where the grass is
greenest.

The decision to obtain a Unitary Patent from a
parent application does not prevent from seeking
a European patent from a divisional application,
and vice versa.

Likewise, the decision not to opt-out a parent
European patent does not prevent from opting-

out a divisional European patent, and vice versa.

Thus, it is possible to construct patent families
that include Unitary Patents, opted-out European
patents, and European patents with concurrent
jurisdictions between national courts and UPC.

US companies may consider filing a divisional
application of their existing European patent
applications to keep the options to obtain both
a classic European patent and a Unitary Patent.

When extending their US filings, US
companies should strategically weigh whether,
in addition to a Euro-PCT application, they
should designate national European countries
in their PCT application, noting that France
cannot be designated in the PCT application,
but a specific French patent application must
be filed.

Reed Smith (Paris office)

112 Avenue Kleber, Paris, 75116, France
Tel: +33 176 70 40 00
www.reedsmith.com
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ARGENTINA

O’Conor & Power

O’Conor & Power’s trademark and patent practice group
has wide experience in handling portfolios for international
and domestic companies in Argentina and Latin America.
Our services in the region include searches, filing and
registration strategies, prosecution, opposition, renewals,
settlement negotiations, litigation, enforcement and
anti-counterfeiting procedures, recordal of assignments,
licences, registration with the National Custom
Administration, general counselling in IP matters, and
counselling in IP matters in Argentina and the region.

ocp@oconorpower.com.ar
0CoNOr@O0conorpower.com.ar

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry,
Pharmaceuticals, Biotechnology, Biochemistry, Life
Science etc.

We handle our clients’ cases in Armenia, Russia,
Kyrgyzstan, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian
countries: Georgia, Belarus, Kazakhstan, Azerbaijan,
Turkmenistan, Uzbekistan, Moldova, Tajikistan.

Website:  http://about.vakhnina.com
Contact: Dr. Alexey Vakhnin, Partner

BAHRAIN

United Trademark & Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services

Contact: Talal F.Khan & Mr Imad

BOLIVIA

Landivar & Landivar

Established by Gaston Landivar Iturricha in 1961,
Landivar & Landivar is a pioneer firm in the field of
Intellectual Property in Bolivia. Our international
reputation was gained through a competent and
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal
Services and Integral Counseling, with the objective of
guiding national and international entrepreneurs and
business-people towards the success of their activities.

Address:  Arce Ave, Isabel La Catolica Square,
N° 2519, Bldg. Torres del Poeta, B Tower,
9th floor, off. 902. La Paz, Bolivia,

COLOMBIA

VERA ABOGADOS ASOCIADOS S.A.
VERA ABOGADOS was founded 50 years ago to
attend to legal needs of the business sector in the
area of IP. Today they provide their services to all
fields of law. The law firm is a reference in the
Andean community and they are part of international
associations such as INTA, ASIPI, ABPI and ASPI.
They were ranked in 2022 by Leaders League as

a highly recommended Colombian law firm and in
addition, they are a member of PRAGMA, the
International Network of Law Firms.

Tel: +57 60-1 3176650
+57 60-1 3127928

DJIBOUTI

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Djibouti Branch Djibouti, Rue Pierre Pascal
Q.commercial Imm, Ali Warki, Djibouti

Website: ~ www.utmps.com

DOMINICAN REPUBLIC

WDA International Law Firm
Intellectual Property

For over 25 years we have provided excellence in
Intellectual Property protection to worldwide
renowned companies including the most iconic
pharmaceutical, beauty and clothing, beverages and
motion pictures companies.

Our main practice is devoted to Intellectual Property
which specializes in docketing maintenance of
trademarks and patents and litigation attorneys of
high profile IPR infringements, border protection and
counterfeiting cases in Dominican Republic.

GUATEMALA

Ideas Trademarks Guatemala, S.A.
IDeas is a firm specialized in the defense of intellectual
property rights, offering advice on all kinds of issues
related to them and in the management of portfolios of
distinctive signs and patents, at competitive prices, in
the Central American and Caribbean region.

IDeas is focused on meeting the needs and solving the
problems of its clients, setting clear expectations and
obtaining creative solutions with minimal exposure and
cost-effective. Proactivity has determined our constant
growth and modernization, maintaining a high standard
of quality and satisfaction in our professional services.

noyola@ideasips.com

Chandrakant M Joshi

Our law firm has been exclusively practicing Intellectual
Property Rights matters since 1968. Today, Mr. Hiral
Chandrakant Joshi heads the law firm as the senior most
Attorney. It represents clientele spread over 35 countries.
The law firm conducts search, undertakes registration,
post-registration IP management strategies, IP valuation,
infringement matters, domain name disputes and cyber
law disputes of patents (including PCT applications),
trademarks, industrial designs and copyrights.

Address: Solitaire - Il, 7th Floor, Link Road,
Malad (West), Mumbai - 400 064, India
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Excelon IP

Excelon IP is a boutique IP law firm headed by

Mr. Sanjaykumar Patel who is Principal IP Attorney
and having 17+ years of experience in the
Intellectual Property field. He was listed as Top 100
IP leaders of India. He is a registered IP Startup
Facilitator by Gov. of India and active member of
“IP Collegium” of JIIl (Japan Institute for Promoting
Invention & Innovation), Tokyo. We provide a wide
range of service related to Patent, Trademark, Design
and Copyright for India including PCT application,

Contact: Mr. Sanjaykumar Patel
(Founder- Principal IP Attorney)

LexOrbis

LexOrbis is a highly specialised, market-leading IP
boutique fielding a sizable team of 9 partners,

85 lawyers and over 60 patent attorneys and is amongst
the fastest growing IP firms in India having offices at

3 strategic locations i.e. Delhi, Mumbai and Bengaluru.
The firm is a one stop shop for all Intellectual Property
related needs and provides practical solutions and
services for various legal issues faced by technology
companies, research institutions, universities,
broadcasters, content developers and brand owners.

Abhai Pandey, Partner
abhai@lexorbis.com

L.S. DAVAR & CO.

We are India’s oldest Intellectual Property and
Litigation Firm. Since 1932, we have been as a
trusted IP partner of Global Large and Mid-size
companies and foreign IP law firms. We have been
widely acknowledged by Govt. of India. In the last
90 years, we have retained number one position in
India in not only filing the Patents, Designs,
Trademarks, Copyright, and Geographical Indications

Address: San Martin 663, 9th Floor, Office 21, Sabha Building No. 338 Madrid application along with Novelty search, Tel: +91 11 2371 6565 but also in getting the grants.
; , Our attorneys are members of INTA, FICPI, AIPP, LESI, Road 1705, Block 317 Diplomatic Area, landscape search and IP Strategy. Fax: +91 11 2371 6556 geting e &
(C1004AAM) Buenos Aires, Argentina ECTA, PTMG. ‘ Websi lexorbi Tel: 033- 2357 1015 | 1020
TelFax: 005411 4311-2740/005411 5368-7192/3 . , _ Manama, Bahrain Tel: +91 951233 2604 ebsite: - www.lexorbis.com/ Fax: 033 - 2357 1018
Website: 0CONOIDOWEr.Com.ar Address:  Yerevan, Republic of Armenia Website: ~ www.utmps.com . ; ‘ Email: mail@lexorbis.com .
epsite: Www. power. . K y . - Website:  https://excelonip.com/ ; . . Website:  www.Isdavar.com
E-mail:  soc@oconorpower.com.ar Tel: +374 91 066393 Email: Bahrain@unitedtm.com & Email: ipr@excelonip.com, sanjay@excelonip.com Contact:  Manisha Singh, Managing Partner s W )
Email: Armenia@vakhnina.com unitedtrademark@unitedtm.com ’ P P-com, sanjay P- manisha@Iexorbis.com Email: mailinfo@Isdavar.in

Contact: Dr Joshita Davar Khemani
Mrs. Dahlia Chaudhuri

PROTECTION @ SOLUTION
WE PROVIDE WORLDWIDE

Patent | Trademarks | Designs | Copyright
IP Consultation | IP Infringement Dispute
Analysis | Start-Up Mentoring | DMCA services
in India as well as across the world.

Y. J. Trivedi & Co.

The firm is elated to have completed 50 years in the practice
of IPR Law (full service) with offices in Mumbai, Delhi and
Jaipur. The firm has a strong base of well-credentialed legal
and technical professionals offering quality services in all
areas of IPR. Whether working on a precedent-setting case
or preparing opinions, the firm endeavours to be innovative
in its approach and adopt pragmatic strategies to meet its
client’s interest. Through interdisciplinary collaboration and
specialized experience in its clients’ industries, the firm
provides effective solutions that aligns with clients’ short-
term and long-term business objectives.

Address:  2nd Floor, City Square Building,

Contact: ~ Mr. Jatin Trivedi

JORDAN

United Trademark & Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services

Suite 7, 2nd Floor, Chicago Building,
Al Abdali, P.O. Box 925852, Amman,

Sho122450 B o Email: - Diibouti@unitedtm.com & Contact: Shoeb Masodi, Mahendra Parmar Aopasomd 33?)"6??%?]2?;' India Website: ifv'ﬁf"utmps com
o ool 243007 L/ +591 79503777 emall | ro@ueraabogados.com ; unitedtrademark@unitedtm.com Tel: +91 079 48005141 Tel: +91 79 26303777, 26305040 Email:  jordan@unitedtm.com &
Web§|te: vaw.lan_dlvar.coml ] Contact: ~ Carolina Vera Matiz, Natalia Vera Matiz Contact: Imad & Faima Al Heyari s g o W 'b ite: trivedi ’ : Jore -con
Email: ip@landivar.com - info@landivar.com www.mandpindia.com | info@mandpindia.com ebsite:  www.yjtrivedi.com unitedtrademark@unitedtm.com
Contact:  Martha Landivar, Marcial Navia Email: jatin@yjtrivedi.com Contact: ~ Mrs Fatima Al-Heyari

KYRGYZSTAN

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

We handle our clients’ cases in Kyrgyzstan, Russia,
Armenia, at Eurasian Patent Office, and cooperate with
partners and associates in other Eurasian countries:
Georgia, Belarus, Kazakhstan, Azerbaijan,
Turkmenistan, Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI,
LESI, ECTA, PTMG.

LEBANON

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
6th Floor, Burj Al Ghazal Building,

PATENT fl{

YOUR IP
Patent42

Representation for Europe and Luxembourg,

France and Belgium.

Patent 42 is a law firm acting in Industrial Property.
Our job is to help and assist companies and
entrepreneurs in protecting and defending their
investments in innovation and creation.

If innovation is first of all a state of mind, it is also

a necessity and a source of development and growth
for your company. Investments carried out to develop
new products or new activities deserve to be

Tel: 809-540-8001 J\z‘bsit . ;;F?S,z//fv‘tfvs ii((e):s(i)p  com/Zlang—en Tel: +91 22 28886856 / 57 / 58 / 64 Address:  Bishkek, Kyrgyz Republic I:E:::Zn P. 0. Box 11-7078, Beirut, protected.seeking to protect valuable original creations.
\év:]:ﬁl-te: rr/::j\g;r\?/;ilsag‘.;gg?aw o Email: guatemala@ideasips.com 5::[:)5“6' \;3&[%&202?'8060839 /65 Tel: . _4-996-55!-655-694 Web_site: www.utmps.com Address:  BP 297, L-4003 Esch-sur-Alzette,
: A : Contact:  Gonzalo Menéndez, partner, M /W.Cmjoshl. o Email: ip@vakhnina.com Email: lebanon@unitedtm.com & Luxembourg
Contacts:  LIC. Wendy Diaz gmenendez@ideasips.com Email: mail@cmjoshi.com / cmjoshi@cmjoshi.com / Website:  https://www.vakhnina.com unitedtrademark@unitedtm.com Tel: (+352) 28 79 33 36
LIC. Frank Lazala Gustavo Noyola partn.er patents@cmjoshi.com / designs@cmjoshi.com / Contact: Dr. Alexey VAKHNIN and Mr. Vlad PEROV Contact:  Hanadi Website: ~ www.patent42.com
Whatsapp: 829-743-8001 ' ! trademarks@cmjoshi.com Email: info@patent42.com
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IPSOL

IPSOL is a key service line focused on the planning,
registration and management of trademark, patent
and other IP rights portfolios, offering solutions that
enable to maximize the protection of your IP assets in
Macau and worldwide.

Address:  Avenida da Praia Grande, 759,
5° andar, Macau

Goodrich Riquelme Asociados

Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with

a timely notice of their intellectual property matters.

TOVAR & CRUZ IP-LAWYERS, S.C.

We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have been
resolved, so, our professional success is also based on
providing prompt response and high quality,

LION & LION Kancelaria
Patentowa Dariusz Mielcarski

We offer:
- afull range of services related to patents,
utility models, designs and trademarks in Poland
as well as Community Designs and
European Trademarks in the EU
- cooperation with patent agencies in all PCT countries

Sigeon IP, Grzelak & Partners

Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,

Website: ~ www.ipsol.com.mo Address:  Paseo de la Reforma 265, M2, Col. Y Del. we can legally find the most affordable way - validati%ns of EU patents in Poland Tel: +48 22 40 50 401/301 . Ahmed Al-Misnad Building, Building No. 241
Email: ip@ipsol.com.mo Cuauhtemoc, 06500 Mexico, D.F. Tel: 525528621761 & 525534516553 - annuity payments ' Fax: +48 22 40 50 221 2nd Floor. Office 9. Street No. 361,
Contact: ~ Emalita Rocha Tel: (5255) 5533 0040 Website: ~ www.tciplaw.mx Website: ~ www.sigeon.pl/en Zone No. 37, Mohammad Bin Thani Street
Fax: (5255) 5207 3150 Email: ecruz@tciplaw.mx Tel: +48 663 802 804 Email: ip@sigeon.pl Bin Omr;m P’O Box : 23896 Doha '
Website:  www.goodrichriquelme.com mtovar@tciplaw.mx Website:  www.LIONandLION.eu Contacts:  anna.grzelak@sigeon.pl (patents, Website:  www.utmps éor.n '
Email: mailcentral@goodrichriquelme.com contactus@tciplaw.mx Email: patent@lionandlion.eu management & international cooperation) Email: ' qatar.@unite.dTM com &
Contact:  Enrique Diaz Contact:  Elsa Cruz, Martin Tovar Contact:  Dariusz Mielcarski, tomasz.gawrylczyk@sigeon.pl ' unitedtrademark@unitedtm.com
Email: ediaz@ goodrichriquelme.com Patent and Trademark Attorney (trademarks, designs & legal) Contact:  Ahmed Tawfik & M.Y.I. Kha.n

MEXICO

Uhthoff, Gémez Vega & Uhthoff, S.C.
Uhthoff, Gomez Vega & Uhthoff, S.C. is the clear leader of
the IP firms in Mexico. For over a century the firm has been
providing legal services to clients both domestically and
around the globe. The firm is one of the most prestigious and
recognised law firms in the country, with an undeniable track
record of success across a spectrum of services in an array of
different industries. The combined expertise at the firm, not
only in delivering the legal services clients expect, but in
doing so with the insight and awareness of what drives
clients’ passion for innovation is what sets the firm apart.

Address:  AV. Paseo de la Reforma 509 22nd floor

Eugenio Pérez, Partner
eugenioperez@uhthoff.com.mx

MOROCCO

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading
firm of lawyers and consultants specializing in
Intellectual Property (IP) Rights and Issues. Our
services include searching, filing, prosecution,
registration, licensing, franchising, transfer of
technology, arbitration, dispute resolution, enforcement
& litigation, anti-counterfeiting, due diligence and
counselling.

Address:  United Trademark & Patent Services

Contact: ~ Yawar Irfan Khan

Aluko & Oyebode

The Intellectual Property practice at Aluko & Oyebode is
recognised in handling patents, trademarks, copyrights,
designs, and related IP litigation in Nigeria. The Firm’s IP
team has an extensive trial experience and provides an
incomparable expertise in a variety of IP matters, including
clearance searches, protection, portfolio management, use
and enforcement of trademarks, copyright, patents, design
and trade secrets, licensing, technology transfer,
franchising, media law, packaging, advertising, labelling,
manufacturing and distribution agreements, and product
registration with the National Agency for Food and Drug
Administration and Control (NAFDAC).

Mark Mordi, Partner
Mark.Mordi@aluko-oyebode.com

Vakhnina and Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry,
Pharmaceuticals, Biotechnology, Biochemistry, etc.

We handle our clients’ cases in Russia, Armenia,
Kyrgyzstan, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian
countries: Georgia, Belarus, Kazakhstan, Azerbaijan,
Turkmenistan, Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI, LESI,

Contact: Dr. Tatiana VAKHNINA
Dr. Alexey VAKHNIN

SAUDI ARABIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
30th Street, Olaya Opposite to Madarris Al

Contact: Dr.Hasan Al Mulla &
Justice R Farrukh Irfan Khan

SRI LANKA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  U.T.P.S Lanka (Pvt) Ltd
105, Hunupitiya Lake Road, Colombo - 2,

Col. Cuauhtemoc, 06500 Mexico City 58, rue Ibn Battouta ler étage, Tel: +234 1 462 8360 ECTA, PTMG. Mustaqbil, P.0. Box 15185, Riyadh 11444, Sri Lanka
Tel: 52 (55) 5533 5060 no 4. Casa Blanca, Morocco Web_site: www.aluko-oyebode.com Address:  Moscow. Russia Kingdom of Saudi Arabia Website: ~ www.utmps.com
‘é"rg:ﬁ'te mﬁ’fbgféﬂmggggmm/ Website:  www.utmps.com Email:  ao@aluko-oyebode.com Tel +7.495.946.7075 Website:  www.utmps.com Email: srilanka@unitedtm.com &
Contact:  Javier Uhthoff, Senior Partner Email: mqrocco@unltedtm.c_om & Contacts: ~ Uche Nwokocha, Partner Website:  https://www.vakhnina.com Email: saqdla@umtedtm.cor_n & un_ltedt_rademark@umtedtm.com
J.uhthoff@uhthoff.com.mx unitedtrademark@unitedtm.com Uche.Nwokocha@aluko-oyebode.com Email: ip@vakhnina.com unitedtrademark@unitedtm.com Contact:  Krishni & M.F. Khan

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,

Email: oman@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: S.Magbool & T.F. Khan

PAKISTAN

Bharucha & Co.

Established in 1948, Bharucha & Co. is one of the
leading Intellectual Property law firms in Pakistan
providing full range of IP services including all
aspects of patents, trademarks, designs, copyright,
domain names, licensing, franchising and litigation.

PAKISTAN

United Trademark & Patent Services
International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.

Address: 85 The Mall Road, Lahore 54000,

fenixlegalL

INTERNATIONAL PATENT AND LAW FIRM

Fenix Legal

Fenix Legal, a cost-efficient, fast and professional
Patent and Law firm, specialized in intellectual
property in Europe, Sweden and Scandinavia. Our
consultants are well known, experienced lawyers,
European patent, trademark and design attorneys,

Contacts:  Ms Maria Zamkova
Mr Petter Rindforth

TAIWAN, ROC

Deep & Far Attorneys-at-law

Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far

Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN R.O.C.

Giant Group International Patent,
Trademark & Law Office

Giant Group is specialized in domestic and international
patent application, litigation and licensing, as well as
trademark and copyright registration. Regardless of
whether you are seeking legal protection for a piece of

franchising, transfer of technology, arbitration, dispute Thg firm is ranked among t'he leading law firm§ in Pakistan busingss consultants, authorized medigtors and ] nolrmall.ylare' gengrally graduated from the.top five intellectual property, or being accused of infringing
resolution, enforcement & litigation, anti-counterfeiting, Asia by most of the prestigious legal referral guides. Tel: +92 42 36285588, +92 42 36285590, lbrand|lng experts. We offer all services in .the IP field un|ver§|t|es in t'hIS country. More information ) someone else’s intellectual property, you can deal with this
due diligence and counselling, Address:  F-7/1, Block 8, K.D.A Scheme 5, +92 42 36285581, +92 42 36285584 including trademarks, patents, designs, dispute regarding this firm could be found from the website complex area of law successfully through Giant Group.
Address:  United Trademark & Patent Services Kehkashan Clifton, Karachi, Pakistan. Fax: +92 42 36285585, +92 42 36285586, I'gsg'm'%f?lv, mEd'at'og: bCOF?V“Ehtv domain names, above-identified. Tel: +886-2-8768-3696

Suite No. 702, 7th Floor, Commercial Tel: +92-21-3537 9544 +92 42 36285587 ue Diligence and business agreements. Address: 13 Fl., 27 Sec. 3, Chung San N. Rd., Fax: +886-2-8768-1698

Centre, Ruwi Muscat, Sultanate of Oman, Fax: +92-21-3537 9557-58 Website: ~ www.utmps.com & www.unitedip.com Tel: +46 8 463 50 16 Taipei 104, Taiwan Web_site: wv_vw.g_iant-group.com.tw/en

P. 0. Box 3441, Postal Code 112 Ruwi, Website: ~ www.bharuchaco.com Email: unitedtrademark@unitedtm.com Fax: +46 8 463 10 10 Tel/Fax: 886-2-25856688/886-2-25989900 Email: ggl@glant-group.com.tw

Sultanate of Oman Email: email@bharuchaco.com Contact: ~ Yawar Irfan Khan, Hasan Irfan Khan Website: ~ www.fenixlegal.eu Website: ~ www.deepnfar.com.tw Contacts: ~ Marilou Hsieh, General Manager,
Website:  www.utmps.com Contact: ~ Mohammad Fazil Bharucha, Abdul Aziz Email: info@fenixlegal.eu Email: email@deepnfar.com.tw Tel: +886-911-961-128

Email: marilou@giant-group.com.tw
Amanda Kuo, Manager

Tel: +886-2-87683696 #362

Email: amandakuo@giant-group.com.tw

78 THE PATENT LAWYER

CTC Legal Media

CTC Legal Media

THE PATENT LAWYER 79



mailto:katie%40ctclegalmedia.com?subject=
http://www.sigeon.pl/en
http://www.utmps.com
http://www.lionandlion.eu
http://www.utmps.com
http://www.utmps.com
https://fenixlegal.eu/
http://www.deepnfar.com.tw
http://www.giant-group.com.tw/en
http://about.vakhnina.com
http://www.ipsol.com.mo
http://www.goodrichriquelme.com
http://www.tciplaw.mx
http://www.utmps.com
http://www.uhthoff.com.mx
http://www.aluko-oyebode.com
http://www.utmps.com
http://www.bharuchaco.com
http://www.utmps.com

To enter your firm in the Directory of Services section please email katie@ctclegalmedia.com
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TAIWAN, ROC

SR E MBS

' Lewis & Davis Patent Attorneys Office

LEWIS & DAVIS

LEWIS & DAVIS offers all services in the IPRs field,
including prosecutions, management and litigation of
Trademarks, Patent, Designs and Copyright, and
payment of Annuity and Renewal fee. Our firm assists
both domestic and international clients in Taiwan,
China, Hong Kong, Macau and Japan. Our experienced
attorneys, lawyers, and specialists provide professional
services of highest quality while maintaining costs at
efficient level with rational charge.

Tel: +886-2-2517-5955
Fax: +886-2-2517-8517
Website: ~ www.lewisdavis.com.tw
Email: wtoip@lewisdavis.com.tw

lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO
David M. C. HO

TANZANIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Shauri Mayo Area, Pugu Road,
Dar-Es-Salaam, Tanzania

Website: ~ www.utmps.com

Email: tanzania@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: ~ Mr Imad & Fatima Al Heyari

TURKIYE

Destek Patent

Destek Patent was established in 1983 and has been
a pioneer in the field of Intellectual Property Rights,
providing consultancy services in trademark, patent
and design registrations for almost 40 years.
Destek Patent provides its clients with excellence in
IP consultancy through its 16 offices located in
Turkiye, Switzerland, Kazakhstan, UAE and the UK.
Besides its own offices, Destek Patent also provides
IP services in 200 jurisdictions via its partners and
associates.

Address:  Spine Tower Saat Sokak No: 5 Kat:13
Maslak-Sariyer / Istanbul - 34485 Tiirkiye

Tel: +90 212 329 00 00
Website: ~ www.destekpatent.com
Email: global@destekpatent.com

Contact: ~ Simay Akbas
(simay.akbas@destekpatent.com

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Suite 401-402, Al Hawai Tower,
Sheikh Zayed Road, P.0. Box 72430,
Dubai, United Arab Emirates

Website: ~ www.utmps.com

Email: uae@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: M.F.I. Khan, SM. Ali & Maria Khan

Pakharenko & Partners

Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP
law, anti-counterfeiting and anti-piracy, pharmaceutical
law, competition law, advertising and media law,
corporate law, litigation and dispute resolution.

Address: P.0.Box 78, 03150 Kyiv, Ukraine
Visiting: Business Centre ‘Olimpiysky’,
72 Chervonoarmiyska Str., Kyiv 03150,
Ukraine
Tel/Fax: +380(44) 593 96 93
+380(44) 451 40 48
Website: ~ www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact: Antonina Pakharenko-Anderson
Alexander Pakharenko

VIETNAM

Annam IP & Law

ANNAM IP & LAW is one of the most professional
Intellectual Property & Law Firms in Vietnam,
member of APAA, INTA and VIPA. We provide our
clients with a full range of IP services to protect their
inventions, trademarks, industrial designs and related
matters not only in Vietnam, but also in Laos,
Cambodia, Myanmar and other jurisdictions. We also
provide our clients with legal advices on Finance and
Corporate and Business Law.

Tel: (84 24) 3718 6216
Fax: (84 24) 3718 6217
Website:  https://annamlaw.com/
Email: mail@annamlaw.com.vn

annamlaw@vnn.vn

Contact: Le Quoc Chen (Managing Partner)
Dzang Hieu Hanh (Head of Trademark
Department)

VIETNAM

ELITE LAW FIRM

ELITE LAW FIRM is very pleased to assist our
esteemed clients in Registration of their Intellectual
property rights Safely, Effectively and Handle IP Rights
disputes Quickly So that Clients can Do Business
Strongly and Successfully Develop.

Tel: (+84) 243 7373051
Hotline: (+84) 988 746527
Website: https://lawfirmelite.com/
Email: info@lawfirmelite.com
Contact: Nguyen Tran Tuyen (Mr.)
Patent & Trademark Attorney
tuyen@lawfirmelite.com

Hoang Thanh Hong (Ms.)
Manager of IP Division
honght@lawfirmelite.com

VIETNAM

Pham & Associates

Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 IP attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The
firm has been being the biggest filers of patents,
trademarks, industrial designs and Gls each year

and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP
infringements. The firm also advises clients in all
aspects of copyright and other matters related to IP.

Tel: +84 24 3824 4852
Fax: +84 24 3824 4853
Website: ~ www.pham.com.vn

Email: hanoi@pham.com.vn

Contact: Pham Vu Khanh Toan, Managing Partner,
General Director
Tran Dzung Tien, Senior IP Consultant

VIETNAM

Tri Viet & Associates

Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm
provides a full range of IP services, strongly focuses on
PATENT and PCT services, in a wide range of industries
and modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client's inquiries.

Tri Viet & Associates is a member of AIPPI, INTA,
APAA, VBF, HBA, VIPA.

Tel: +84-24-37913084
Fax: +84-24-37913085
Website: ~ www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn

Contact: Nguyen Duc Long (Mr.), Managing Partner —
Reg. Patent & Trademark Attorney
Linkedin:  https://www.linkedin.com/in/longnguyen-tva
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AlIPPI

istanbul
AIPPI 2023

2023 AIPPI World Congress

Istanbul

22-25 October 2023

9 Hilton Istanbul Bomonti Hotel & Conference Center

The early bird registration period ends on 6 July 2023.

www.aippicongress.org
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Enrique A. Diaz ediaz@goodrichriquelme.com (5255) 5525 1422
Jaime Delgado jdelgado@goodrichriquelme.com  (5255) 5207 5324

Juan Carlos Suarez  jcsuarez@goodrichriquelme.com  (5255) 5207 9261
Guillermo Sosa gsosa@goodrichriquelme.com (5255) 5207 7561

e-mail: mailcentral@goodrichriquelme.com
website: www.goodrichriquelme.com
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